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SOME ASPECTS OF TRADEMARK DILUTION* 
By George E. Middleton** 


It will be well, I think, to define our terms before we begin 
our consideration of this somewhat esoteric subject: trademark 
dilution. I would not presume to define “trademark” to this gather- 
ing, but “dilution” is in a somewhat different case. Not all lawyers 
—or judges for that matter—know precisely what it is. Well, what 
is it? 

The antidilution statutes, of which there are four, give us a 
clue, at any rate, to what it is not. The Massachusetts statute, 
enacted in 1947, the first of the lot—and the shortest—reads: 


“Likelihood of injury to business reputation or of dilution of 
the distinctive quality of a trade-name or trade-mark shall be 
ground for injunctive relief in cases of trade-mark infringe- 


ment or unfair competition notwithstanding the absence of 
competition between the parties or of confusion as to the 
source of goods or services.” * 


So dilution is not: 


1. Injury to business reputation (which would include 
confusion as to sponsorship) or 


2. Confusion as to the source of goods or services. 


What then is it? 

Here history will help us. It was just thirty years ago that 
Frank Schechter introduced the dilution concept to American 
jurisprudence in his famous article in the Harvard Law Review 
entitled: “The Rational Basis of Trademark Protection”? based 
on the then recent German decision in the Odol case where a 
German Court had canceled the trademark opou for various steel 


* Address delivered at the U.S.T.A. luncheon meeting of the Patent, Trademark 
and Copyright Section of the American Bar Association on July 15, 1957 in New 
York City. 

** Member of the New York bar. 

. Mass. G.L. (Ter. Ed.) c. 110, Sec. 7A, inserted by Mass. St. 1947, c. 307. 

. 40 HARV. L. REV. 812 (1927). 


1023 












Vol. 47 T.M.R. 





1024 THE TRADEMARK REPORTER 








products at the instance of the owners of the same mark for a 
mouth wash. Schechter wrote: 


“«* * * The court held that the use of the mark opot even on 
non-competing goods was ‘gegen die guten Sitten’ [against 
good morals], pointing out that, when the public hears or 
reads the word opo., it thinks of the complainant’s mouth 
wash, and that an article designated with the name opot leads 
the public to assume that it is of good quality. Consequently, 
concludes the court, complainant has ‘the utmost interest in 

seeing that its mark is not diluted (verwdssert) : it would lose 

in selling power if everyone used it as the designation of his 
goods.’ ” 



















And again: 


“«* * * Tf kopaK may be used for bath tubs and cakes, mazpa for 
cameras and shoes, or ritz-carLtton for coffee, these marks 
must inevitably be lost in the commonplace words of the lan- 
guage, despite the originality and ingenuity in their contri- 
vance, and the vast expenditures in advertising them which 

the courts concede should be protected to the same extent as 

plant and machinery.” 









Now let us see how Callmann, one of the most dedicated of 
the antidilutionists, defines dilution: 






“The gravamen of a dilution complaint is that the continuous 
use of a mark similar to plaintiff’s works an inexorably ad- 
verse effect upon the distinctiveness of the plaintiff’s mark, 
and that, if he is powerless to prevent such use, his mark will 
lose its distinctiveness entirely. This injury differs materially 
from that arising out of the orthodox confusion; * * * Such 
confusion leads to immediate injury, while dilution is an infec- 
tion which, if allowed to spread, will inevitably destroy the 
advertising value of the mark. The uniqueness or singularity 
of the trade-mark will sometimes be more important to the 
success of an advertising campaign than the quality of the 

product with which it is connected.” * 














Commenting on this, Middleton added the finishing touches— 
and this is really it! 





“Thus to dilute a trademark is not to create confusion between 
it and another, or to cause it to lose its significance as a mark, 







3. CALLMANN, THE LAW OF UNFAIR COMPETITION AND TRADE-MARKS at page 1643. 
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but rather to cause it to lose caste, so to speak. It becomes 
tarnished, commonplace, banal. For example: your client— 
or more likely his public relations counselor—has come up 
with a very paragon of a mark; it has euphony, symmetry, 
novelty, and maybe even sex appeal; it is suggestive without 
being descriptive—and it probably ends in ‘tex.’ People flock 
to buy, not because they need your client’s product—not even 
because they want it—but simply because they are titillated 
by his glamorous trademark and cannot resist its allure. For, 
as Callmann points out above, the ‘uniqueness or singularity’ 
of the mark used on a product may be more important to the 
success of an advertising campaign than the quality of the 
product itself—an illuminating commentary, by the way, on 
the theory and practice of advertising. Naturally enough, 
other traders fall under the spell of such a mark and the next 
thing you know it appears on this man’s lipstick and that 
man’s steam shovel—to borrow Judge Learned Hand’s ulti- 
mate disparity. Soon the bloom is off the peach, the dew is off 
the rose, the sales are off the ledger. Still, no one has been 
confused, mistaken or deceived. Nobody thinks your client is 
making or sponsoring either lipsticks or steam shovels, and 
his reputation remains unsullied. It’s just that the public 
taste for your client’s trademark has become jaded. The mark 
has been verwdssert, watered down, diluted. Is that bad? 
Very, according to Schechter.” * 


Schechter did make one concession, however. He admitted 
that only arbitrary, coined or fanciful marks or names—in other 
words, strong marks—are capable of dilution. Marks consisting 
of the ordinary words of the language like BLUE RIBBON, STAR, UNI- 
VERSAL, are already diluted when chosen. Courts have had no diffi- 
culty in rejecting the charge of dilution of such marks. For 
example, in the Esquire’ case, which we shall consider later, the 
Court of Appeals for the first Circuit observed: 


“Tn short the plaintiff picked an already diluted name [Esquire] 
as the mark for its ‘magazine for men.’ ” 


So it comes to this, I think: the dilution doctrine is applicable 
only when the following three conditions are met: 


1. The mark must be arbitrary, coined or fanciful and 
substantially the same mark used by both parties; 


4. Middleton, Some Reflections on Dilution, 42 TMR 175, 176 (1952). 
5. Esquire Inc. v. Esquire Slipper Manufacturing Co., Inc., 47 TMR 821, 824 
(C.A. 1, 1957). 
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2. The parties must use this mark on unrelated and non- 
competitive goods or services; and 

3. There must be a complete absence of actual or likely 
confusion. 


It is this third condition that distinguishes trademark dilution 
from trademark infringement where some element of confusion 
must appear. The orthodox view was stated by the Supreme Court 
in the Simplex case in 1926. 


“The mere fact that one person has adopted and used a trade- 
mark on his goods does not prevent the adoption and use of 
the same trade-mark by others on articles of a different de- 
scription. There is no property in a trade-mark apart from 
the business or trade in connection with which it is employed.” ° 


This view was later expanded by Judge Learned Hand in the 
Yale’ case decided in 1928, where he held that use of another’s 
mark is unlawful 


“unless’—and this is important—“the borrower’s use is so 
foreign to the owner’s use as to insure against any identifica- 
tion of the two.” 


But the borrower is guilty of dilution no matter how foreign his 
use to that of the owner. Indeed identification must be impossible 
if the doctrine is to be applied at all. 

So now we know what dilution is—I hope—and we can pro- 
ceed. 

Now despite the fact that the dilution doctrine has been with 
us for some time (at least 30 years), has been vigorously espoused 
and propounded by such articulate scholars as Schechter, Call- 
mann, Derenberg, Pattishall and others, has been enacted into 
law by the sovereign states of Massachusetts, Illinois, New York 
and Georgia, and been given status by A. L. R. Annoted, the fact 
remains that no defendant in this country has ever been found 
guilty of undiluted dilution. True, courts have sometimes used 
dilution as a make-weight in cases where confusion or its likeli- 
hood was present, but no injunction has ever been based on dilution 
alone. Indeed some courts have rejected the doctrine outright, even 
in Massachusetts, the mother of statutory dilution. This, you will 





6. American Steel Foundries v. Thomas E. Robertson, Com’r of Patents and Sim- 
plex Electric Heating Company, 16 TMR 51, 53 (U.S. Sup. Ct., 1926). 

7. Yale Electric Corporation v. Thomas E. Robertson, Commissioner of Patents and 
The Yale and Towne Manufacturing Company, 18 TMR 321, 323 (C.A. 2, 1928). 
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agree, is an odd state of affairs that deserves some study, which I 
shall now proceed to give it by considering a few of the cases in 
which the doctrine was invoked—or might have been. These are 
not all, by any means, because the doctrine is often carelessly 
invoked in situations where it has no application. 


The KODAK Case 


First the old English case, decided in 1898, in which the use 
of xopak® on bicycles was enjoined at the instance of the Eastman 
Company. Now xopak is a prototype of the perfect trademark—a 
coined word which did not exist before Eastman contrived it. 
Paraphrasing the Biblical injunction: “Mark the perfect man,” 
we can say of Kopak: Man! the perfect mark. Certainly its use 
on bicycles diluted it. But did the court base its decision on dilu- 
tion? Not at all. The court held that the defendants intended, by 
the use of the name, to cause the public to think that they were con- 
nected with the plaintiff company, or that their goods were those 
of the plaintiff company. In short, likely confusion as to sponsor- 
ship or origin. 


The TIFFANY Case 


Next let us consider the famous Tiffany’® case, decided by the 
New York Supreme Court in 1932, in which the use of the name 
TIFFANY On motion pictures was enjoined by the jeweler. This case 
is often cited as the classic example of tortious dilution, and in- 
deed the court was, I think, the first to cite Schechter’s paper and 
to affirm the dilution doctrine, but the fact remains that there was 
evidence of actual confusion and so resort to the dilution doctrine 
was unnecessary. 


The Q-TIPS Case 


In the Q-Tips* case, decided by Judge Forman of the Federal 
District Court of New Jersey in 1952, he held that corron tips 
infringed q-t1res when used on identical goods, but rejected the plea 
of dilution saying 


“Tn the instant case, the products are the same and the doctrine 
of dilution as projected by the plaintiff, appears to have no 
application.” 


8. Eastman Photographic Materials Co., Ltd. v. John Griffiths Cycle Corp., Ltd., 
15 B.P.C. 105 (1898). 

9. Tiffany § Co. v. Tiffany Productions, Inc., 23 TMR 1 (N.Y. Sup. Ct., 1932). 

10. @Q-Tips, Inc. v. Johnson & Johnson, 43 TMR 64, 77 (D.C., N.J., 1952). 
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He might have added that r1rs is a common English word and that 
there was evidence of confusion. Judgment for the plaintiff was 
affirmed on appeal. 

Now let us consider three Federal cases decided in Massa- 
chusetts, the first state to enact an antidilution statute. 










The BULOVA Case 


First the Bulova" case, decided in 1947 just before the anti- 
dilution statute was enacted. There the defendant, for no legiti- 
mate reason (his name was Stolzberg), had chosen BULOVA as a 
trademark for shoes and was promptly sued by the watch people. 
If ever there was a case for dilution that was it. Nevertheless 
Judge Sweeney said: 











“Watches and shoes, while non-competing, are not so remote 
as to foreclose the possibility that they came from the same 
source.” 









True, he went on to say: 


“Defendant by using the trademark on low price shoes stands 
to injure plaintiff’s reputation and dilute the quality of his 
trademark.” 











But if we have confusion as to source and sponsorship, as the 
judge found, then dilution fades out of the picture. The Bulova 
case, was decided just before the Massachusetts antidilution stat- 
ute became effective. It is interesting to speculate what might have 
happened had it come up afterwards. 

Now let us consider two cases that were decided after the 
enactment of the statute. 













The FOOD FAIR Case 


In the Food Fair® case, decided in 1948, where both parties 
used the same mark on supermarkets, Judge Wyzanski found 
actual and likely confusion. He then discussed the new statute, 
pointing out that it had created two new substantive rights: 









1. Protection against likelihood of injury to business 
reputation, and 







11. Bulova Watch Company v. Stolzberg, 37 TMR 41, 45 (D.C., Mass., 1947). 
12. Food Fair Stores, Inc. vy. Food Fair, Inc., 38 TMR 1085, 1092 (D.C., Mass., 


1948). 
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2. Protection against likelihood of dilution. He found 
that the plaintiff was entitled to relief for invasion of both 
substantive rights, but as to the second he made this signifi- 
cant reservation: 


“«* * * T expressly avoid passing on problems that would be 
raised if an outsider used plaintiff’s trade name in such a way 
that with respect to customers, retailers, wholesalers and in- 
vestors there was absolutely no ‘likelihood of deception’ (see 
265 Tremont Street, Inc. v. Hamilburg, 321 Mass. 353, 357, 73 
N.E. 2d 828, 831) or used it on goods or services unrelated to 
super markets.” 


He was affirmed by the Court of Appeals. But here every req- 
uisite of dilution was lacking. The mark was commonplace, the 
uses identical, and confusion shown. 


The ESQUIRE Case 


Now for the third Massachusetts case, the Esquire case, de- 
cided by Judge Aldrich in March of last year. There the magazine 
ESQUIRE sued a slipper maker who used Esquire in its corporate 
name and as a trademark for its slippers. The plaintiff claimed 
not only likely confusion as to sponsorship but dilution as well. 


As to this latter the Court said: 


“While dilution has been described as the whittling away of a 
special meaning by use by another, this is too broad a defini- 
tion. I believe there must be some ‘likely confusion’ and that 
when there is none, a person proceeding on the strength of 
his own title 1s not guilty of dilution.” ** (Emphasis mine.) 


And that in Massachusetts, the first state to make dilution a statu- 
tory tort 


“notwithstanding the absence of competition between the parties 
or of confusion as to the source of goods or services”! 


In April of this year Judge Aldrich was affirmed by the Court of 
Appeals (except as to the scope of the judgment which had nothing 
to do with dilution). The appellate court held that some confusion 
was likely, that ordinary customers might assume 


“that the products of the slipper manufacturer had the ap- 
proval in some way of the publisher of the magazine.” * 


13. Esquire, Inc. vy. Esquire Slipper Manufacturing Co., Inc., 46 TMR 577, 582 
(D.C., Mass., 1956). 
14. Note 5, supra. 
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Sponsorship in other words. So here again the requisites for dilu- 
tion were absent. The mark was a common English word and 
confusion as to sponsorship likely. 


The KENT Case 


In the Kent* case, involving brushes and cigarettes, decided 
in 1953 by Judge Weinfeld of the U. S. District Court for the 
Southern District of New York, the judge after discussing the 
dilution doctrine concluded that in dilution cases 


“the element of likely confusion must be present.” 


The judgment was affirmed by the Court of Appeals. 


The FANCEE-FREE Case 


And Judge Dawson of the same court in the Fancee-Free* 
case, involving women’s wear, decided in February of this year, 
after recognizing the possibility of dilution, said: 


“This dilution can be established by showing confusion in the 
trade.” 


Neither of these Southern District cases was a true dilution 
case. KENT is a common surname and a geographical name as well, 
while FANCEE-FREE is hardly fanciful, and confusion was shown. 


The CHAMPION Case 


Finally we come to the latest of the dilution cases—the Cham- 
pion" case—decided by Judge Holtzoff of the U. S. District Court 
for the District of Columbia in February of this year. There the 
plaintiff, a paper maker, chose the picture of an armored knight 
on horseback as a trademark for its paper. Years later an associa- 
tion of insurance agents adopted the same picture of the same 
armored knight as its insigne, using it on its letterheads and 
various items of printed matter. A service mark I should say. 
This case presented the issue of dilution in classic purity. 


1. The mark was unique and fanciful, 


15. G. B. Kent & Sons, Ltd. v. P. Lorillard Company, 44 TMR 153, 164 (D.C., 
S8.D.N.Y., 1953). 

16. Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., 47 TMR 610, 614 (D.C., 
8.D.N.Y., 1957). 

17. The Champion Paper & Fibre Co. v. National Association of Mutual Insurance 
Agents, 47 TMR 621 (D.C., D.C., 1957). 
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2. The goods and services of the parties were unrelated 
and non-competitive, and 


3. There was no confusion either actual or likely. So far 
as I know this is the only simon-pure dilution case on the 
books. 


Well, what happened? At the conclusion of the plaintiff’s 
proofs the defendant moved to dismiss the complaint on the ground 
that the plaintiff had failed to establish a prima facie case, and the 
motion was granted. Judge Holtzoff rejected the dilution doctrine 
out of hand citing the Simplex** and Yale cases as authorities. 
The case is now on appeal and we can await with interest what 
the Court of Appeals will say. This may be dilution’s finest hour. 

Although the courts, as you can see, have generally taken a 
dim view of dilution as a tort, the truth of the matter is that few 
eases have been presented for adjudication in which the three 
requisites of dilution have been present. Indeed the only case 
known to me that meets all the requirements of pure dilution is 
the Champion” case. I think that the Kodak” and Bulova” cases 
might also have turned on dilution but actually didn’t because in 
each there was a finding of likely confusion. So although it is true 
that the courts have shown little enthusiasm for the doctrine, it is 
also true that there is a real paucity of precedent and it is unwise 
to generalize. As for the future, we can only speculate on how the 
ball will bounce in the years to come. 

However, I have a theory that attempts to account for this 
lack of judicial enthusiasm, a theory, I might add, subscribed to 
by no one else (except, perhaps, Mr. Justice Holmes), which I 
advance for what it may be worth—and that’s not much, according 
to Walter Derenberg. The theory is that dilution, if a tort at all, 
is not a trademark tort because in the contemplation of trademark 
law the trade is more important than the mark (“It is the trade 
and not the mark that is to be protected,” said the Supreme Court 
in the Tea Rose* case), while the antidilutionists, with their em- 
phasis on originality and ingenuity in contrivance, exalt the mark 
above the trade (remember what Callmann said about the unique- 
ness or singularity of the mark being more important to the success 


. Note 6, supra. 
. Note 7, supra. 
-. Note 17, supra. 
- Note 8, supra. 
. Note 11, supra. 
Hanover Star Milling Company v. D. D. Metcalf, 6 TMR 149, 159 (U.S. Sup. 


). 





1032 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


of an advertising campaign than the quality of the product) and 
are arguing, it seems to me, for a sort of copyright protection for 
the original and ingenious mark, a hybrid copyright of indeter- 
minate duration expiring only with the trade that bore it. Yet a 
trademark requires neither originality nor ingenuity for its valid- 
ity and is not a copyright as Mr. Justice Holmes reminded us in 
the Coty** perfume case decided in 1924, 


“Then what new right does the trademark confer? It does 
not confer a right to prohibit the use of the word or words. 
It is not a copyright * * * It is not taboo.” 


(Well, of course, it wasn’t TaBu in that case; it was cory!) And 
years earlier, in 1890, the same judge when sitting on the Supreme 
Judicial Court of Massachusetts put the whole thing in a nutshell: 


“Undoubtedly, the exclusive right to use a certain collocation 
of words or signs to designate a certain class of goods may 
have a considerable money value as an advertisement, but the 
fact that a right would have a money value, if it existed, is not 
a conclusive reason for recognizing the right. The exclusive 
right to particular combinations of words or figures for pur- 
poses not less useful than advertising, for poetry or the com- 
munication of truths discovered for the first time by the 
writer, for art or mechanical design, has needed statutes to 
call it into being, and is narrowly limited in time. When the 
common law developed the doctrine of trade-marks and trade 
names, it was not creating a property in advertisements more 
absolute than it would have allowed the author of Paradise 
Lost * * o 


And Judge Learned Hand in much later Johnson*® case, decided 
in 1940, warned of the danger of granting a monopoly “based upon 
the notion that by advertising one can obtain some ‘property’ in 
a name.” So perhaps that is why our courts are inclined to decide 
trademark cases on the basis of likely confusion or its absence and 
leave this new-fangled dilution strictly alone. 

Ah but, you say, if there 7s such a thing as trademark dilu- 
tion—as indeed there is—then why shouldn’t it be actionable? 
No wrong without a remedy, you insist. But maybe this begs the 
question. Yet I think we all feel that an adverse use of a strong 


24. Prestonettes, Inc. v. Coty, 18 TMR 135, 137 (U.S. Sup. Ct., 1924). 
25. S.C. Johnson § Son, Inc. v. Johnson, 31 TMR 82, 84 (C.A. 2, 1940). 
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mark like KopaK, BULOvA or Champion’s armored knight on any 
goods or services is not cricket, is “gegen die guten Sitten”’ as the 
Germans said in the Odol case and is generally indefensible. So 
assuming there is a wrong, what then? Judge Learned Hand sug- 
gested the answer long ago in the Universal® case decided in 1936. 
Let me once more quote my favorite commentator on that decision 
and its implications: 


“The difference between ‘strong’ and ‘weak’ marks, and the 
extent of their projection into unoccupied spheres of use in 
advance of occupancy, although frequently alluded to, is, at 
best, only a difference in degree, as Judge Learned Hand 
pointed out in the Universal case. Trademarks, like opaque 
heavenly bodies, cast shadows and those shadows are fringed 
by penumbrae of varying compass. The penumbrae of common 
or weak marks are of narrow compass, said the Judge, while 
those of coined or strong marks are wide. To avoid infringe- 
ment one has, in any case, only to remain in ultra-penum- 
brageous safety, which is simple enough in theory if frequently 
perplexing in practice. It is frequently perplexing because 
these penumbrae are discernible and delimited only by the 
sometimes myopic eye of the court. If any given penumbra 
stretch as far as the judicial eye can reach until it embrace 
the whole landscape, as is probably true of the Kopak penum- 
bra, for example, then dilution and confusion merge and 
become indistinguishable. To that extent tortious dilution is 
a reality, but its postulate unnecessary.” 


And as we have seen, it is only strong marks that can be diluted. 

So faced with this strange and hybrid thing called dilution; 
what are the courts likely to do? If satisfied that the defendant, 
though no creator of confusion, is no better than he should be 
they will simply extend the penumbra of the plaintiff’s mark until 
it embraces the field of the defendant’s activity. And presto! 
Likelihood of confusion is manifest and infringement clear. Isn’t 
that precisely what happened in the Bulova case involving watches 
and shoes, than which nothing could be more disparate, and prob- 
ably in the Kodak case involving cameras and bicycles? And isn’t 
that good enough? 


26. Landers, Frary § Clark v. Universal Cooler Corporation, 26 TMR 591 (C.A. 2, 
1936). 
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RECENT CANADIAN DECISIONS 
By Harold G. Fox, Q.C.* 


There has still been no judicial interpretation of any of the 
provisions of the 1953 Trade Marks Act. It might appear that 
the morality of Canadian commercial life is improving to the ex- 
tent that cases of unfair competition no longer arise or, alterna- 
tively, that Canadian trademark owners are too busy or too 
lethargic to take the necessary steps to support their rights. These 
conclusions are, however, belied by the number of proceedings 
initiated for the purpose of restraining trademark infringement 
and unfair competition. Nevertheless, none of these has as yet 
formed the basis of the considered judgment of a Canadian court. 

Despite this paucity of jurisprudence, the Registrar of Trade 
Marks has been busily engaged in deciding some interesting ques- 
tions in the course of opposition proceedings, which were insti- 
tuted by the Act of 1953, and it is already apparent that his deci- 
sions in those proceedings will gradually form a body of practical 
notes and principles that will be of considerable help and guidance 
to the practitioner. 

In Coca-Cola Co. of Canada Ltd. v. Pepsi-Cola Co. of Canada 
Ltd.* Lord Russell of Killowen remarked that “except where some 
general principle is laid down, little assistance is derived from 
authorities in which the question of infringement is discussed in 
relation to other marks and other circumstances.” Referring to 
this statement, and to the lists of trademarks held to be similar 
or confusing contained in the standard textbooks, Thorson P. in 
British Drug Houses Ltd. v. Battle Pharmaceuticals? observed 
that: “Such cases are not helpful except so far as they express or 
illustrate guiding principles, for each case is peculiar to itself so 
far as the actual trade marks involved in it are concerned”.® It is 
suggested, with deference, that both learned judges overlooked the 
fact that, under our system of stare decisis, it is only the decisions 
in the individual cases that allow the “guiding principles” to be 
enunciated. Guiding principles do not constitute law. They gradu- 
ally emerge as a result of decisions in connection with “disputes 
as to other trade marks”, and it is the decisions themselves and 





* Member of the Toronto, Ontario Bar; Associate Member U.S.T.A. 
1, (1942), 2 Fox Pat. C.143 at 149, 55 R.P.C. 127 at 133. 
2. (1944), 4 Fox Pat. C.93 at 101. 
3. See also Union Oil Co. of California v. Registrar of Trade Marks et al. (1949), 
9 Fox Pat. C.93 at 97. 
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not the guiding principles which make the law. Although the deci- 
sions of the Registrar, not being those of a court of record, will 
not have full authority as precedents, nevertheless they are enti- 
tled to great weight.* It is for these reasons that practitioners will 
find the Registrar’s decisions to be of substantial assistance as 
they continue to grow in volume. The following list indicates the 
decisions which have so far formed the basis of written reasons 
by the Registrar. (See pages 1036, 1037.) 

Several of the cases summarized above are noteworthy for 
reasons other than the mere fact that the mark applied for was 
or was not held to be confusing with a mark already on the register. 

In Wonder Bakeries Ltd. v. Ottawa Domestic Provisions Ltd.° 
the Registrar enunciated three points of practice to be followed 
in opposition proceedings as follows: 


1. The rules of evidence applicable in the Exchequer Court of 
Canada apply in opposition proceedings. It is impracticable to 
conduct opposition proceedings except on the basis of rules as to 
the admissibility of evidence, including the rules that the best 
evidence must be submitted and such evidence as hearsay is not 
admissible. There must be a standard or test as to the admissi- 
bility of evidence and the only logical standard or test to apply 
is supplied by the rules of the Exchequer Court. 


2. The registrability of a proposed trademark is to be dealt with 
as of the date of filing of the application. 


3. Evidence not filed within the time limits provided by the rules 
is not admissible. 


A decision on a point somewhat similar to the third finding 
in the Wonder case was enunciated in The Andrew Jergens Co. 
Lid. v. Helaine Seager Inc.° There, a statement was made in the 
course of the written argument filed by the applicant which had 
not been made at the appropriate time in the course of filing evi- 
dence. The Registrar ruled that the statement was inadmissible. 

Another interesting finding of the Registrar was to the effect 
that the word FroLpoor is not clearly descriptive of fabric-covered 


4. Eno v. Dunn (1890), 15 App. Cas. 252, per Viscount Cave, L.C.; George Ban- 
ham § Co. v. F. Reddaway § Co. Ltd. (1927), 44 R.P.C. 27 at 36, per Viscount Dunedin: 
Eastex Mfg. Co. Ltd.’s Application (1947), 64 R.P.C. 142 at 151, per Wynn-Parry J. 

5. (1956), 16 Fox Pat. C.64. 

6. (1957), not yet reported. 
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folding doors." One could have wished that the Registrar had 
developed this point a little more fully in his reasons because a 
prima facie view tends to the opinion that he misdirected himself 
in arriving at his decision. It would seem that, if the word Frricw- 
AIRE is descriptive of refrigeration, as the Supreme Court of 
Canada held,® the word rotpoor is equally descriptive of folding 
doors and the mere corruption of spelling cannot serve to make 
the word any less descriptive.® 

In Du Pont Company of Canada Ltd. v. The Rhinelander 
Paper Co. the Registrar applied the principle that, where there 
was little evidence of confusion the question whether two marks 
are confusing is to be determined as a matter of first impression. 
This principle is that enunciated by Luxmoore L.J. and approved 
by the House of Lords in Aristoc Ltd. v. Rysta Ltd.“ “The answer 
to the question whether the sound of one word resembles too nearly 
the sound of another * * * must nearly always depend on first 
impression, for obviously a person who is familiar with both 
words will neither be deceived nor confused. It is the person who 
only knows the one word and has perhaps an imperfect recollec- 
tion of it who is likely to be deceived or confused. Little assistance, 
therefore, is to be derived from a meticulous comparison of the 
two words, letter by letter and syllable by syllable, pronounced 
with the clarity to be expected from a teacher of elocution. The 
court must be careful to make allowance for imperfect recollec- 
tion and the effect of careless pronunciation and speech on the 
part not only of the person seeking to buy under the trade descrip- 
tion, but also of the shop assistant ministering to that person’s 
wants.” 

The decision in Swift Canadian Co. Ltd. v. Monarch Creamery 
Co. Ltd.* in which registration of the word GoLDENDALE was allowed 
over the previous registration of the word coLpEN, both in respect 
of margarine, is an illustration of the limited protection that will 
be allowed to weak marks. Where a mark offered for registration 
is opposed by the owner of a mark already registered and those 


7. New Castle Products (Canada) Ltd. v. Holcomb § Hoke Mfg. Co. Inc. (1956), 
16 Fox Pat. C.67. 

8. General Motors Corporation v. Bellows (1949), S.C.R. 678, 9 Fox Pat. C.78. 

9. Kirstein, Sons § Co. v. Cohen Bros. (1907), 39 S.C.R. 286: sTaz-ON and SHUR-ON 
for spectacles; Bowker Fertilizer Co. v. Gunns Ltd. (1916), 16 Ex. C.R. 520: sHur- 
crop for fertilizers. 

10. (1956), 16 Fox Pat. C.70. 

11. (1943), 60 R.P.C. 87 (1945), 62 R.P.C. 65 at 72. 

12. (1956), 16 Fox Pat. C.72. On this point see also Sonotone Corporation v. 
Kelton Ultrasonics Ltd. (1957), not yet reported. 
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marks contain a common element that is also contained in a num- 
ber of other marks in use or already on the register, such a common 
occurrence tends to cause purchasers to pay more attention to the 
other features of the respective marks and to distinguish between 
them by those other features. This was illustrated by the decision 
in Yamaska Garments Ltd. v. Registrar of Trade Marks et al.,™ 
where registration of the words THE BIG Y LINE was allowed over 
the previous registration of the mark Bic yanx. Evidence was 
given that there were 19 registrations and pending applications 
containing the word sic in respect of similar wares. As O’Connor 
J. observed: “Clearly the word sic is common to this trade. The 
proper comparison must be made with that fact in mind.” 

Another case where the Registrar invoked the principle of 
first impression was his decision in Coca-Cola Ltd. v. Hogden 
Herceg.* The owners of the registered trademarks coca-coua and 
COKE opposed the registration of the mark crack coxa on the 
grounds that it was confusing with their registered trademarks, 
that it was not distinctive of the wares of the applicant since it 
did not actually distinguish the wares in association with which 
it was intended to be used, nor was it adapted to distinguish them. 
The Registrar rejected the opposition on the grounds set out by 
Luxmoore L.J. in the Aristoc case and observed further that “when 
the trade mark as a whole embodies a suffix already in common 
use with wares of the same category, the impression to be made on 
the minds of the public rests with the remainder of the mark.” 
This is the same principle followed by the English Court of Appeal 
in Demuth Ltd.’s Application*® where sEDA-SELTZER was allowed 
Over ALKA-SELTZER. 

The decision in Dominion Textile Co. Ltd. v. Zeller’s Limited, 
decided in February of this year but not yet reported is of inter- 
est in that it involved a contest between two parties as to the 
ownership and right to registration of a mark which had been 
used by both parties. The opponent had, for some years, manu- 
factured household linens which it marked with the trademark 
Hops CHEST. All such wares were sold only to the applicant until 
September, 1954. From 1940 to 1953 use of the trademark was 
discontinued because the opponent was not prepared to continue 
special marking for the applicant. When use of the trademark was 
resumed the labels on the goods included not only the trademark 


13. (1945), 5 Fox Pat. C.112. 
14. (1957), not yet reported. 
15. (1948), 65 B.P.C. 342. 
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in issue but also another mark of the opponent and the design of 
the label was in accordance with the house design of the opponent. 
The Registrar held that the applicant was not the person entitled 
to registration because it had previously been used by the oppo- 
nent. 

This decision raises an important point in the law of trade- 
marks. Where a manufacturer and retailer enter into an arrange- 
ment for the manufacturer to make goods and the retailer to sell 
them, the goods being marked with a trademark to be used exclu- 
sively on those goods, and not on any other goods of the same class 
made by the manufacturer, neat questions will arise as to whether 
the trademark is in the separate ownership of either party or 
whether it is subject to joint ownership as representative of a 
joint undertaking. The question usually arises in connection with 
the goods of a foreign manufacturer sold exclusively through a 
domestic importer but the principle is the same in each case. 
Whether in such a case the trademark is to be regarded as the 
property of the manufacturer or the seller depends upon the man- 
ner of its use and whether the public regards the goods as the 
goods of the maker or those of the seller. It would seem that if 
goods are sold by a retailer under a trademark without reference 
to the person producing them and without the public being aware 
of anyone other than the retailer having a connection in the course 
of trade with the goods, then the mark properly belongs to the 
retailer. If the goods are sold as the product of the maker, then 
the trademark properly belongs to the maker. 

Thus it is apparent that as between a maker and a retailer, 
and as between a foreign manufacturer and an importer, trade- 
mark rights depend upon what the public understands from the 
use of the trademark in any particular case.** In the present case 
the issue has been clouded by the fact that, after 1953, the trade- 
mark was used in association with another trademark owned by 
the opponent. Prior to 1940, however, the goods were sold exclu- 
sively through the applicant and it is at least open to question 
whether the public had not, by that time, associated the trademark 
exclusively with the applicant, which was the only person the 
public knew, so far as the trademark was concerned. This is, per- 
haps, one of those cases involving a joint undertaking where the 
trademark should be held by both parties on the ground that all 


16. J. Defries et al. v. Electric and Ordnance Accessories Co. Ltd. (1906), 23 
R.P.C. 341; Impex Electrical Ltd. v. Weinbawm (1927), 44 R.P.C. 405 at 410. 
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the goods upon which the mark is placed pass through the hands 
of both the parties. If the mark in fact means that the goods 
are the product of the opponent and are sold through the agency 
of the applicant then it is at least arguable that it should not be 
registered in the name of either party individually but only jointly 
in the name of both on the principle established in Naamlooze, 
etc. J. C. Klene & Co.’s Application” and Re “Palmolive” Trade 
Mark.* 

A decision of much interest to foreign applicants was handed 
down in Pilkington Brothers (Canada) Ltd. v. International 
Molded Plastics Ltd.*®° The applicant applied for registration of 
the word structoc.as in distinctive form for use in connection with 
coloured plastic containing fibres of glass and formed into panels 
or sheets for use as construction material. The applicant claimed 
the benefit of section 14 of the Trade Marks Act based on regis- 
tration of the identical mark in the United States. Opposition was 
filed on the ground that the mark was clearly misdescriptive, struc- 
tural glass being known in the trade as being flat glass and the 
wares in issue containing only fibres of glass. Section 12 forbids 
the registration of a trademark that is clearly descriptive or de- 
ceptively misdescriptive of the character or quality of the wares. 
But section 14 opens with the words “Notwithstanding section 12”, 
and the Registrar held that the opponents’ objection that the mark 
was clearly misdescriptive was based on section 12. The basing 
of the application on section 12, in the Registrar’s view, eliminated 
entirely the opponent’s grounds of opposition. 

It would have been helpful if the Registrar had given further 
consideration to the terms of section 14. For it must not be over- 
looked that the opening words of section 14 do not quite serve 
to eliminate descriptiveness (and possibly misdescriptiveness) as 
an objection to registrability. Section 14 provides, inter alia, that 
a mark duly registered in the applicant’s country of origin “is reg- 
istrable if, in Canada, * * * it is not without distinctive character, 
having regard to all the circumstances of the case including the 
length, of time during which it has been used in any country”. 
Assume that the word “Steel” for use in association with axes and 
hammers has been registered in an applicant’s country of origin 
and that he then makes application for registration of that trade- 
mark in Canada under section 14. It cannot be supposed that an 


17. (1923), 40 R.P.C. 103. 
18. (1932), 49 R.P.C. 269. 
19. (1957), not yet reported. (See 47 TME e .) 
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opposition to such application would be properly rejected on the 
ground that, the opposition being founded merely on descriptive- 
ness, the terms of section 14 eliminated entirely the grounds of 
opposition. Among the grounds of opposition stated in section 
37(2) are “(b) that the trademark is not registrable”, and “(d) 
that the trademark is not distinctive”. Obviously, section 37(2) 
states grounds of opposition that are not restricted to section 12. 
Distinctiveness does not appear as a requirement of registrability 
in section 12 and the Registrar has no jurisdiction to raise the 
question a priori. But lack of distinctiveness is a ground for oppo- 
sition and, once raised, the Registrar must decide the question. 
Further, even though based upon section 14, a trademark is only 
registrable if, in Canada, it is not without distinctive character 
and, if the Registrar is satisfied that such distinctive character 
has not been made out, it is his duty to reject the application under 
section 37(2)(b) as well as under section 37(2)(d). But the Reg- 
istrar must be satisfied only after he has considered the case as 
provided in section 37(8) and cannot summarily dismiss on the 
ground that section 14 is a cure-all for every objection that can 
be based upon unregistrability of a domestic trademark. It is 
suggested, with respect, that the Registrar misdirected himself in 
exercising his discretion in this case. 

A much more simple decision on the question of descriptive- 
ness was involved in Swift Canadian Co. Ltd. v. Western Peat Co. 
Ltd.” There, application was made for registration of the mark 
INSTANT PEAT Moss, with a disclaimer to the exclusive use of the 
words pEeaT moss, for use in association with ground sphagnum 
peat moss for horticultural purposes. It was opposed by the owner 
of the trademark vicoro used in association with a fertilizer of 
chemical origin on the ground that the mark was not registrable. 
The Registrar upheld the opposition on the ground that the mark 
was clearly descriptive or deceptively misdescriptive within the 
meaning of section 12(1)(b) of the Act. 

Possibly by the time my next report appears the Exchequer 
Court will have “had a whack” at the Trade Marks Act. We shall 
then be better able to assess the ability of the Act to stand up to 
judicial interpretation and to ascertain whether it fulfils its in- 
tended purpose or must be supplemented by the judicial legislation 
that garnished the provisions of the previous statutes. 


20. (1957), not yet reported, 
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TRADEMARKS VERSUS COPYRIGHT IN ARGENTINA 


By Pedro C. Brever-Moreno* 


The respective fields of application of the trademark and 
copyright laws sometimes overlap, resulting in some difficulties 
in determining which of the two laws govern a situation, and the 
extent of the rights of two parties each invoking, one of the laws. 

For this reason it may be interesting to present a review of 
the way the Argentine Courts and Patent Office have settled some 
of these situations and to derive therefrom some practical con- 
clusions. 

Many motion picture producers are still filing trademark 
applications in Class 6 for what obviously are the titles of the 
scripts of motion pictures: “Pic-Nic”, “Le Gardien”, “Anastasia”, 
“La Nieve Estaba Sucia”, “El Mar No Perdona”, etc., etc. 

Actually, many American studios have been registering, for a 
long time, motion picture names as trademarks. As a rule, the 
Argentine Patent Office has allowed these registrations, simply 
because it had to rely on the applicant’s assertion that the trade- 
mark would be used to distinguish goods in Class 6, in which 
motion pictures are classified. 

A number of judicial decisions have ruled on the effects of 
such registrations. 

The first judicial decisions were handed down in 1930. 

Universal Pictures Corporation of Argentina had produced 
at that time a motion picture called “The Laughing Man”, based 
on Victor Hugo’s novel, and registered as a trademark the Spanish 
equivalent “El hombre que rie” in respect of goods in Class 6. 

An Argentine producer, Augusto Marini, had also produced a 
motion picture having the same name. Universal Pictures, on the 
basis of their registered trademark, threatened Marini and a num- 
ber of local movie house operators with law suits to be instituted 
in case the picture was exhibited. 

Marini showed his film in a number of movie houses and 
simultaneously sued criminally the managers of Universal on the 
grounds of extortion and unfair competition. Universal Pictures, 
in turn, instituted a criminal action against Marini for trademark 
infringement. 


* Member of the firm of G. Breuer, Buenos Aires; former professor of Industrial 
Property Law at the University of Buenos Aires; author of several books and articles 
on trademarks and patents. 
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In the law suit instituted by Marini, the Criminal Court of 
Appeals of Buenos Aires decided that the defendant was not en- 
titled to try to prevent the exhibition of the picture on the basis 
of the trademark. “The registration of the trademark effected on 
February 22, “1928” said the Court, “did not grant Universal 
Pictures any right to the exclusive use of the name ‘E] hombre 
que rie’, as the title of an intellectual work. A trademark registra- 
tion has not the effect of a copyright deposit. The name was 
registered as a trademark to distinguish cinematographical films 
from others of different origin. On the other hand, the plaintiff 
has not used the said name as a trademark, but as the title of a 
motion picture.” 

In short, the decision ruled that defendants had no right to 
threaten plaintiff on the basis of a trademark registration, but 
acquitted the former because the Court did not find they had pro- 
ceeded in bad faith or effected unfair competition. 

In the suit for trademark infringement instituted by Universal 
Pictures, the complaint was also dismissed by the District Court 
on June 18, 1930. The Court said: “Motion picture films in their 
character of merchandise are protected by the Trademark Law; 
in their character of intellectual works their contents and title 
are protected by the Copyright Law. The name ‘El hombre que rie’ 
does not appear in the incriminated films as their trademark but 
as the name of the work.” 

In 1944 Establecimientos Filmadores Argentinos E.F.A. ap- 
plied for the registration, in respect of cinematographic films and 
phonographic records, of a trademark “‘Rinconete y Cortadillo”, 
which corresponds to the title of one of Cervantes’ well-known 
novels. The intention of using it as a name was clear and the 
Patent Office rejected the application on the grounds that the said 
name, together with the work, had fallen into the public domain. 
If given to a motion picture corresponding to Cervantes’ novel, it 
would not be taken as a trademark, but as the name of the work; 
if applied to a motion picture other than the one corresponding 
to Cervantes’ work, it would be misleading. 

The decision was appealed and the District Court, on October 
1, 1945 ruled: “This Court sees no legal obstacle to the registra- 
tion of the said title as a trademark to distinguish blank cinema- 
tographic films and phonographic records in their character of 
goods, but it could not be registered to cover the contents of a film 
or record once they have been printed. The contents of a film may 
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fall within the scope of the copyright law but in no case within 
the provisions of the Trademark Law.” 

The Court allowed the mark to be registered but with a men- 
tion that the registration did not cover the contents of the motion 
picture or records. 

A short time ago, a very interesting case was decided by the 
Commercial Court of Appeals of Buenos Aires. Warner Brothers 
Pictures Inc. had a copyright for a motion picture called “El 
Cantor de Jazz’. A local studio, Atlantica Cinematografica Argen- 
tina, had registered in 1947 a trademark “El Cantor de Jazz” 
No. 236,955 in respect of all goods in Class 6. Atlantica produced 
a motion picture of that name and announced its exhibition. 

Warner Brothers got an injunction to prevent the exhibition 
on the basis of its copyright and Atlantica contended that its prior 
trademark registration granted it the right to use the name of 
the picture. 

The Court of Appeals, on December 14, 1956, affirmed the 
injunction and said: “Defendant’s trademark might serve to dis- 
tinguish goods in Class 6, but in no case confers to him the right 
of exploiting a motion picture having a homonymous name or 
title. The trademark neither gives him a right upon that title * * * 
Intellectual works are protected by the Copyright Law No. 11,723 
and no collateral protection may be sought in the Trademark Law 
No. 5975.” 

A second conclusion may be drawn from this case: a trade- 
mark registration cannot be a bar to an action based on the Copy- 
right Law. 

Another interesting question is that relating to “characters” 
created from animated cartoons, cartoons, comic strips, ete. and 
the “character’s” names: “Mickey Mouse”, “Donald Duck”, 
“Bonzo”, ete. 

Copyright Law No. 11,723 forbids any kind of unauthorized 
reproduction of a copyrighted work. No person may copy or repro- 
duce it without the author’s consent (Arts. 1 and 2). Consequently 
no person could register as a trademark a copyrighted design 
without trespassing on the Copyright Law and infringing the 
author’s rights. 

In this respect it is interesting to point out that the Patent 
Office rejects trademark applications when the marks consists of 
a well-known “character”, even where no oppositions have been 
filed by the owner of the copyright. For instance, an application 
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relating to a mark showing the hero of McManus’ “Bringing Up 
Father” comic strip was rejected on September 25, 1954. “It is 
publicly known” said the decision “that the name and graphical 
representation of the character are the creation of designer 
McManus, and have been popularized by the newspaper ‘La 
Nacion.’” 

It is even more interesting to point out that the Patent Office 
has rejected trademark applications where the mark consisted of 
the name of the “character” only. In Argentina the legal principle 
is that “titles” of works and “names” of “characters” are not pro- 
tected independently of the work, unless they have attained such 
a secondary significance that the public associates them with the 
work or character, and, the Patent Office has invariably rejected 
trademark applications where the denomination of the mark was 
the name of a well-known “character”. For instance, it has re- 
jected the registration by a third party for “Ratén Mickey” 
(“Mickey Mouse”), decision No. 3428 of October 22, 1934; 
“Patoruzu”, decision No. 3114; “Pancho Talero”, decision No. 
3974, October 1, 1936, ete. 


In all these cases, repeated publication in a newspaper or 
magazine has been considered by the Patent Office as sufficient 
reason to give the name “secondary meaning” necessary to protect 
it independently of the “design” of the “character”. 

Obviously, if the Patent Office has rejected these trademark 
applications on the grounds that the “character” or character’s 
name was their author’s property, the right to oppose these regis- 
trations is to be recognized by the said authors and legal succes- 
sors. This right is not restricted to Argentine authors or to foreign 
authors having obtained a copyright certificate in Argentina. 
Article 14 of Law No. 11,723 establishes: 


“In order to secure the protection of the Argentine Law, 
the author of a foreign work need only prove that he has ful- 
filled the formalities prescribed for its protection by the laws 
of the country in which publication took place.” 


The Civil Court of Appeals of Buenos Aires, construing this 
provision has ruled (Walt Disney Productions v. H. Allocati, Dec. 
31, 1948) that foreign authors do not need to take any steps in 
Argentina to secure protection of their rights. All they have to 
prove in case of litigation in Argentina is that their works enjoy 
protection in the country of origin. 
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Consequently, the evidence required by Art. 14 is that a copy 
of the work bearing a certificate from the respective foreign office 
be submitted, legalized before an Argentine Consul, stating that 
the work is protected in that country. 

From the above judicial and administrative decisions, the fol- 
lowing conclusions may be drawn: 


1. 


2. 


A trademark registration does not protect the title of a 
motion picture; 

It is not possible to stop the use of the title of a motion 
picture on the basis of a trademark registration; 


. A trademark registration does not enable its owner to use 


the registered mark as the title of a motion picture when 
this title corresponds to a motion picture copyrighted by 
a third party; 


. Titles of well-known literary works cannot be validly regis- 


tered as trademarks for motion picture films, by third 
parties ; 


. The author of a copyrighted work may oppose the regis- 


tration of a trademark corresponding to the title of the 
work, that has become popular by publication. 


. Authors of animated cartoons, cartoons, comic strips, etc., 


may oppose or obtain the cancellation of registrations of 
“characters” as trademarks by an unauthorized person. 


. Names of said “characters” cannot be registered as trade- 


marks by an unauthorized person, when popularized 
through prior publication. 


In short, in the field of intellectual works, a trademark regis- 
tration cannot prevail on a copyright; but in the field of trade- 
marks, a copyright, being broader than a trademark in its effects, 
may prevail on a trademark in the trademark field. 
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Consequently, the evidence required by Art. 14 is that a copy 
of the work bearing a certificate from the respective foreign office 
be submitted, legalized before an Argentine Consul, stating that 
the work is protected in that country. 

From the above judicial and administrative decisions, the fol- 
lowing conclusions may be drawn: 
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A trademark registration does not protect the title of a 
motion picture; 

It is not possible to stop the use of the title of a motion 
picture on the basis of a trademark registration; 

A trademark registration does not enable its owner to use 
the registered mark as the title of a motion picture when 
this title corresponds to a motion picture copyrighted by 
a third party; 


. Titles of well-known literary works cannot be validly regis- 


tered as trademarks for motion picture films, by third 
parties ; 


. The author of a copyrighted work may oppose the regis- 


tration of a trademark corresponding to the title of the 
work, that has become popular by publication. 


. Authors of animated cartoons, cartoons, comic strips, etc., 


may oppose or obtain the cancellation of registrations of 
“characters” as trademarks by an unauthorized person. 


. Names of said “characters” cannot be registered as trade- 


marks by an unauthorized person, when popularized 
through prior publication. 


In short, in the field of intellectual works, a trademark regis- 
tration cannot prevail on a copyright; but in the field of trade- 
marks, a copyright, being broader than a trademark in its effects, 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Rejected Applications 
The following applications were rejected by the Deputy Regis- 
trar of Trademarks for the reasons indicated: 


(1) BEBE, in respect of cheese, creams and milk foods, was 
rejected because it was considered to be descriptive of 
goods for babies. The Deputy Registrar said, “I am 
satisfied that there is a sufficiently great number of people 
in Australia who are so well acquainted with the French 
language that they would buy goods marked with the 
word BEBE on the assumption that the goods were for 
the consumption by babies, so that the word is one which 
should be available in Australia for use of all and not 
expropriated by one trader for his own exclusive use.” 


ROMA, in respect of cheese, creams and milk products, was 
rejected on the ground that it is geographical. The Dep- 
uty Registrar said, “‘I cannot agree with the agent’s con- 
tention that roma is the Christian name of a girl and not 
a geographical name. It is common knowledge to many 
Australians that the name of the capital city of Italy, 
which is rendered in English as ‘Rome’ is called ‘Roma’ 
by Italians ... I think that the use of the word roma on 
goods which do not emanate from Rome would be decep- 
tive.” 


MISS MANDY and Device, in respect of sheets, pillowslips, 
quilts, towels, baby squares and all other goods com- 
posed wholly or mainly of cotton included in Class 25, 
was rejected because of confusing similarity with a prior 
registration for Manpri and Device in respect of cotton 
piece goods and articles of clothing. Although there were 
some minor differences between the Devices in the two 
marks as well as the goods covered thereby, it was held 
that the majority of the purchasers would not be able to 
distinguish between them. 


27 Official Journal of Patents, Trade Marks & Designs 1518. 


Canada 
Opposition Proceedings 


The owner of the trademark NisenTIL, registered in respect 
of narcotic preparations for analgesic use, opposed an applica- 
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tion to register NERSEDYL in respect of a pharmaceutical prepara- 
tion used as a sedative and antispasmodic. A hearing was held by 
the Registrar at which both parties were represented by Counsel 
and the Registrar held that the two marks are confusingly similar 
and rejected the NERSEDYL application. Hoffmann-La Roche Ltd. 
v. J. Edde Limitée, 27 C.P.R. 116 (See. IT). 

Although an application to register INSTANT PEAT Moss, with 
a disclaimer of the right to the exclusive use of the words PEAT 
moss, had been accepted and was being advertised for opposition 
purposes, the Registrar decided to reject the application after an 
opposition was filed on the ground that the entire mark is clearly 
descriptive or deceptive misdescriptive of the wares in association 
with which it is used, namely, ground sphagnum peat moss. Swift 
Canadian Co. Lid. v. Western Peat Co. Lid., 27 C.P.R. 115 (See. 
IT). 


Cuba 
Registration Procedure 
A decree prohibiting the registration of a trademark, slogan 
or sign of an establishment by a Cuban applicant in any language 
other than Spanish was published in the Official Gazette of August 
22, 1957 and went into effect on that date. 


Germany 
Confusing Similarity 

The following decision illustrates how far German Courts 
will go in according protection to well-known trademarks: Plain- 
tiff, owner of the world-famous trademark “4711” for colognes, 
succeeded in a suit for an injunction restraining defendant from 
using for eau de cologne a trademark consisting of the name 
SUSANNE ERICHSEN and the words TEEN AGE and the figure “17” 
prominently displayed between the name and the words. Defen- 
dant argued, to no avail, that it was the leading firm in Germany 
in the field of teen-age fashions, that both the name susanne 
ERICHSEN and the words TEEN AGE had come to be regarded by the 
public as indicating goods originating with the defendant and 
that the figure 17 had been adopted to convey the impression of 
a cologne suitable for teen-agers. Decision of the State Court of 
Berlin of October 10, 1956. 
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Duty to Search Before Adopting Mark 


Plaintiff obtained an injunction in a lower court against 
defendant’s use of a mark confusingly similar to a mark regis- 
tered in plaintiff’s name. The question of defendant’s negligence 
in adopting the infringing mark went up on appeal to the Federal 
Supreme Court, which held that: 


“He who adopts a new mark is guilty, as a rule, of negligence 
if he fails to ascertain from the Patent Office whether the 
same mark or similar marks are registered in the names of 
others.” 


The question was at issue because, under German law, only will- 
ful or negligent infringement entitles the injured party to dam- 
ages. Decision of the German Federal Supreme Court of Novem- 
ber 23, 1956. 


Grounds for Cancellation 


A printing concern established by an Association of Agricul- 
tural Cooperatives and owning a 1937 registration for a Device 
Mark in respect of various items of printed matter sought to en- 
join the use by the appellant, an independent printing concern, 
of the same mark on stationery and bankbooks printed for member 
organizations of the Association. The injunction was refused 
and the registrant did not appeal. 

However, appellant succeeded in the first instance in a counter- 
suit for cancellation of the registration. On appeal, this judg- 
ment was reversed and, on further appeal to the Federal Supreme 
Court, the reversal was affirmed. 


The alleged grounds for cancellation and the Supreme Court’s 
reasons for rejecting them were as follows: 


(1) In view of the fact that the mark in question was widely 
used not only by the registrant, but also by the Asso- 
ciation and its individual members, appellant alleged that 
the mark should be canceled as being misleading accord- 
ing to its content and had fallen into the public domain. 
To this the Supreme Court replied that, while the simul- 
taneous use of a registered mark by several parties in 
addition to the registrant did normally lead to a par- 
tial diminution in the mark’s function as an indication 
of origin, this did not necessarily make the mark decep- 
tive or throw it into the public domain, particularly 
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where, as in this case, the various users are related to 
each other and the public is accustomed so to regard them. 


The appellant suggested that the registration should be 
canceled because the registrant had attempted to use it 
in bad faith in order to secure for themselves a monopoly 
of the Association’s printing business. The Supreme 
Court held that, while the registrant could not prevent 
any printing firm from affixing the mark to matter printed 
for the account of the Association or any of its members, 
it could legitimately prevent the use of the mark or simi- 
lar marks by other printing concerns as an indication 
of origin with respect to such concerns and that the regis- 
tration therefore served to protect a legitimate interest, 
which could not be nullified simply because of an attempt 
to derive from the registration rights to which it did not 
give rise. Decision of the German Federal Supreme Court 
of December 11, 1956. 


Infringement of Foreign Trademark Rights by Common Carrier in Germany 


The German Supreme Court has upheld a judgment granting 
an injunction restraining a German carrier of overland freight 
from transporting, within Germany, goods not originating with 
the plaintiff, but bearing the plaintiff’s trademark and destined 
for export to foreign countries in which plaintiff had registrations 
on the mark. The Court held that the carrier’s act was enjoinable 
as a participation, whether knowing or not, in the violation of 
plaintiff’s foreign trademark rights committed by the sender of 
the infringing goods. 

As to the argument that this imposed an unreasonable burden 
on freight carriers to assure themselves that any goods which they 
carried did not bear infringing trademarks, the Court said that 
no such duty was implied in its decision and that it arose only 
after a demand to cease transporting allegedly infringing goods 
had been made. Decision of the German Federal Supreme Court 
of January 15, 1957. 


Great Britain 
Interlocutory Injunction 
The owners of the trademark aquamatic, registered in re- 
spect of toy water pistols, were suing for infringement a company 
using WATERMATIC in respect of the same goods. The plaintiff 
applied for and obtained from the High Court an interim injunc- 
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tion against the continued use of waTeRMATIC and the defendant 
appealed to the Court of Appeal. The Court of Appeal Opinion, 
delivered by Jenkins, L.J., held: 


“As I read his judgment, the learned Judge expressed a de- 
cided view that there was here an infringement because of the 
visual and phonetic resemblance of WATERMATIC to AQUAMATIC 
and he said that waATERMATIC was too like the registered word 
aquaAMatTic. In my view, the learned Judge, in expressing this 
decided opinion, went further than was necessary and further 
than is usual for the purpose of deciding an interlocutory ap- 
plication. We have not heard a full argument, but it seems to 
me that there are arguments on both sides and possibly 
cogent arguments on both sides. What the outcome will be it 
is not for us to say; nor is it for us to prejudge the matter at 
all. It is an arguable point, but it does seem to me that there 
are on the material now before the Court substantial grounds 
for the view that the Court at the trial may hold that a suff- 
cient degree of resemblance to constitute an infringement can 
be made out. 


That being my view, I could not, for my part, accede to the 
appeal and discharge the injunction granted by the learned 


Judge in the exercise of his discretion on an interlocutory 
application and no doubt with due regard to the balance of 
convenience. So, without expressing any view as to the out- 
come and leaving it open, I conclude that this is a case where 
the learned Judge’s decision should not be interfered with.” 


Harry Reynolds v. Laffeaty’s Ld., 1957 R.P.C. 311. 





Vol. 47 T. M.R. LIST OF OTHER TRADEMARK ARTICLES 


INTERNATIONAL NON-PROPRIETARY NAMES FOR 
DRUGS PROPOSED BY W. H. O. 


Complete lists of the proposed international non-proprietary 
names for 26 drugs now under consideration by The World Health 
Organization were published in: Chronicle of the World Health 
Organization, vol. 11, no. 6-7 (June-July, 1957), pp. 230-232 and in 
the Patent and Trade Mark Review, vol. 55, no. 8 (May, 1957), 
pp. 221-222. 

Comments or objections may be sent to W. H. O. in the four 
month period which began on August 1, 1957, ending November 
30, 1957. 

Previous references may be found in: 47 TMR 596, 808 
(1957). 


LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
Literary Property in Characters: Protection Afforded Authors by Copyright and 
Unfair Competition. (Albany Law Review, v. 21, no. 2, June 1957, pp. 185-200.) 


Must Meat Stay Anonymous? (Modern Packaging, v. 50, no. 11, July 1957, pp. 91- 
95, 209-210.) 
28-billion-lb. annual meat production now carries packer’s identity to consumer 
via a package. 
Nepal. 

Patents, Designs and Trade Marks Act, 1938. (Patent and Trade Mark Review, 
v. 55, no. 10, July 1957, pp. 282-285.) 
Schenley Industries. 


Lighthearted Brand Image for Liquor (OLD CHARTER). (Printers’ Ink, August 16, 
1957, p. 31.) 


Timken Roller Bearing Co. 
Heavy Industry Gets Light Touch. (Printers’ Ink, August 30, 1957, pp. 24-25.) 


World Trade Information Service. 

Part 2: Operations Reports. Trademark Information is included in the following 
reports: No. 57-62: Marking and Labeling Requirements of Switzerland. No. 
57-63: Pharmaceutical Regulations of Fed. Republic of Germany. Washington, 
D. C., Dept. of Commerce, Bureau of Foreign Commerce. 


* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


FARMERS' EDUCATIONAL AND COOPERATIVE UNION OF 
AMERICA v. IOWA FARMERS UNION et al. 


No. 2-582 —D. C., S. D. lowa, Central Div. — March 28, 1957 


CoMMON LAW TRADEMARKS—IN GENERAL 
The name of a newspaper is in the nature of a trademark. 
COMMON LAW TRADEMARKS—IN GENERAL 
CoMMON LAW TRADEMARKS—CORPORATE AND TRADE NAMES 
The law of trade names is identical to that of trademarks. While a trade name 
is descriptive of the manufacturer or dealer himself, embracing both the thing sold 
and the individuality of the seller, and a trademark is applicable to vendable com- 
modities, having reference to the thing sold, the law governing both is identical. 
CoURTS—CONTEMPT PROCEEDINGS 
Company officer personally named in an injunction forbidding use of plaintiff’s 
trademark and trade name found in contempt of court for violation thereof was 
fined the sum of $1,000.00 with a provision for the reduction in such amount if 
steps were promptly taken to secure complete compliance. 


Action by Farmers’ Educational and Cooperative Union of America v. 
Iowa Farmers Union (formerly Farmers Educational and Cooperative 
Union of America, Iowa Division), Iowa Union Farmers Association, Fred 
W. Stover, Chas. Shearn, George Wharam, Lee Harthan, Betty Lownes, 
Elmer Gustafson, Le Roy Martin, Annis Thorson, Paul Roth, Dean Huff, 
Emil Ronfeldt, Lester Muhlenbruch, and Gustav Mohr for trademark 
infringement. On application for contempt citation against Fred W. 
Stover. Application granted. 

See 46 TMR 1502. 


Frederick M. Miller and Sherwin J. Markman, of Des Moines, Iowa, and 
Charles F. Brannan, Denver, Colorado, for plaintiff. 

Cosson, Stevens, Hauge & Cosson, of Des Moines, Iowa, for defendant 
Stover. 

George Cosson, Clarence Cosson, and J. R. McManus, of Des Moines, Iowa, 
for all defendants. 


REEVES, District Judge. 
On June 11, 1956, Judge Roy W. Harper, the trial judge in the above 
ease, entered his decree, in part as follows: 


“* * * that the defendants, Iowa Farmers Union (formerly 
Farmers Educational and Cooperative Union of America, Iowa Divi- 
sion), Iowa Union Farm Association, Fred W. Stover * * * and each 
of them, be and they are permanently enjoined from making any 
use whatever, directly or indirectly, of plaintiff’s collective mark, 
UNION FARMERS, in connection with the printing, publication and 
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distribution of any newspaper or like periodical, and from making 
any use whatever, either directly or indirectly, of plaintiff’s service 
marks to wit: the words, FARMERS UNION, * * * in connection with 
dissemination of information pertaining to farming and related in- 
dustries, and particularly information in connection with cooperatives 
to aid the farmer in marketing his produce, information relating 
to educational and entertainment programs, for farmers and their 
families, * * * the sale of insurance, and the servicing of farm equip- 
ment, and from in any way, directly or indirectly, attempting to 
compete with the plaintiff in its use of said trademarks.” 


On September 10, 1956, the plaintiff applied for a contempt citation 
against Fred W. Stover “for willful violation of the injunction issued as 
a part of the final decree in this cause * * * .” 

It was then charged that, subsequent to the entry of the decree the 
said Fred W. Stover, in his capacity as president of the lowa Union Farmer 
Association, solicited contributions for the lowa Union Farmer Association 
and that, at the same time, he published various articles which demon- 
strated a willful and deliberate defiance of the court’s decree. Other aver- 
ments of the application were designed to show an intention on the part 
of the respondent to disregard and disobey the injunctive relief granted 
by Judge Harper. 

On December 10, 1956, the plaintiff filed an amended application for 
a contempt citation and made this additional charge: 


“That the publication and distribution of a newspaper entitled 
U.S. Farm Union News (formerly Iowa Union Farmer), * * * was 
denominated the May-June 1956 issue of said newspaper * * * .” 


And, further, that the said respondent, in his capacity as president 
of the Iowa Union Farmer Association supervised the publication and dis- 
tribution of said newspaper and subsequent issues, and that contributions 
were solicited for the IOWA UNION FARMER ASSOCIATION by the respondent. 

As said in Jarvaise Academy of Beauty Culture v. St. Paul Institute 
of Cosmetology, 183 Minn. 507, 9 USPQ 551, 552 (21 TMR 563) : 


“The name of a newspaper is in the nature of a trademark * * *. 
Seabrook v. Grimes, 107 Md. 410, 16 L.R.A., N.S., 483, * * *.” 


In the trial there was practically no controversy as to the actual facts 
in the case. That the publications were made as charged by the plaintiff, 
and that the defendant supervised and controlled such publications was 
not disputed. In the evidence, as well as in briefs of able counsel for the 
respondent, the thought was expressed and contention made, that the 
injunction of Judge Harper did not enjoin the use of a trade name, and, 
that, since the plaintiff only enjoyed rights on its registered trademarks, 
there was no violation of the court’s order. 


1. It should be noted that the law of trade names is identical with 
that of trademarks. Trade names, as such, are not registered. Any rights 
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that may accrue in a trade name are by reason of the fact that such trade 
name becomes, in law, a trademark. Trade names have been frequently 
confused with trademarks, and, broadly considered, they do include names 
which may constitute technical trademarks. St. Louis Independent Packing 
Co. v. Houston, 215 F. 553, 560. 

A trade name is descriptive of the manufacturer or dealer himself 
and applies to a business and its good will, whereas a trademark, in a 
technical sense, is applicable to vendible commodities. Standard Oil Co. of 
New Mexico v. Standard Oil Co. of California, 56 F.2d 973, 977, 13 USPQ 
76, 80 (22 TMR 363). Katz Drug Co. v. Katz, 240 Mo.App. 739. 

Again, a trademark has reference to the thing sold while a trade name 
embraces both the thing sold and the individuality of the seller. Eastern 
Outfitting Co. v. Manheim, 59 Wash. 428. 

It has been held, however, that a trade name is not strictly a trademark, 
but is generally governed as to its use by the same rules as a trademark. 
Jarvaise Academy of Beauty Culture v. St. Paul Institute of Cosmetology, 
183 Minn. 507, 9 USPQ 551 (21 TMR 563). 


2. In the case at bar, plaintiff registered its trademarks UNION FARMER 
and FARMERS UNION. The evidence tended to show that the public was 
confused by the use of similar names by the respondent. Moreover, in 
using the names complained about, the respondent was of the opinion 
(based upon the advice of an able lawyer) that the injunction was directed 
against a trademark and not against a trade name. Apparently the re- 
spondent believed that he had a right to use the names covered by plaintiff’s 
registered trademarks. 


3. The court cannot grant the relief sought by plaintiff by ordering 
the corporate defendant to turn over fees, dues, ete. This could only be 
done if the proceeding were against the board of directors. 


4. That the respondent violated the injunction, there can be no 
reasonable doubt or question and it would follow that the court must find 
him guilty of contempt and subject to penalty. It should be the order of 
the court that, if, within ten days after the date of the filing of the order 
herein, the respondent changes the wording of his publication so as to 
eliminate, among other things, the words, FORMERLY IOWA UNION FARMER 
and causes to be removed a similar sign over a place of business conducted 
by him for his organization, and ceases soliciting contributions as alleged 
and proved, and otherwise complies with the injunctive order, then a fine 
of $1,000 will be reduced to $500. 


Counsel for plaintiff will prepare and submit an appropriate order, 
together with proposed findings of fact and conclusions of law. 
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FISCHER SPRING COMPANY, INC. v. FISCHER, doing 
business as CHAS. FISCHER SPRING CO. et al. 


N. Y. Sup. Ct., App. Div., 1st Dept. — May.7, 1957 


STATE STATUTES 
An established intent to deceive is the controlling consideration in granting 
the summary remedy authorized by the New York Penal Law and then only if no 
substantial issue of fact exists. Where it appears that there is a factual dispute 
regarding the precise nature of the respondent’s acts; the deceptive potential 
thereof; the intent with which performed; as well as a question as to which party 
had superior rights, the injunction should be refused. 


Petition by Fischer Spring Company, Inc. v. Emanuel M. Fischer, 
doing business as Chas. Fischer Spring Co. and/or E. M. Fischer Springs 
under section 964 of New York Penal Law. Emanuel M. Fischer appeals 
from New York Supreme Court, Special Term, New York County from 
order granting injunction. Reversed. 


Charles Trynin, of New York, N.Y., for appellant. 
Herbert 8. Meeker and Upham & Meeker, of New York, N.Y., for respon- 
dent. 


Per Curiam. 

An established intent to deceive is the controlling consideration in 
granting the summary remedy authorized by section 964 of the Penal Law 
restraining by injunction the use of a corporate or trade name. 

This intent may be established by affidavit or by proof in other forms 
received by the court ; but the summary relief should be granted only where 
there is no substantial controversy of fact. Matter of Industrial Plants 
Corp. v. Industrial Liquidating Co., 286 App. Div. 568, 107 USPQ 334 
(46 TMR 103). 

The remedy being summary, the procedure supporting it does not 
allow room for the trial of controverted questions; and as the court noted 
in Matter of Industrial Plants (p. 570, 107 USPQ at 335), “it must be 
denied where basic factual allegations of violation are controverted.” 

Here there is a sharp issue between petitioner and respondent as to the 
use by respondent of the name in controversy; as to whether its use is rea- 
sonably to be deemed deceptive; as to whether it was intended to deceive; 
and as to a right of the petitioner to use it superior to that of respondent. 
These are not the kind of issues that readily admit of summary resolution. 

The respondent’s father, Charles Fischer, had in 1906 organized the 
Charles Fischer Spring Company, Inc. On his death in 1945 the respondent 
owned the corporation together with his brother. The brothers separated 
their business relations, and in 1948 the respondent organized a corporation 
called the E. M. Fischer Spring Company, Inc., using his own initials. 
This corporation, which is the petitioner here, was in competition with 
Charles Fischer Spring Company, Inc., as then continued by respondent’s 
brother. 
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The E. M. Fischer Spring Company in 1956, at a time when respondent 
had discontinued any connection with or control of it, changed its corporate 
name to FISCHER SPRING COMPANY, INC., under which name it initiated 
this proceeding. 

Respondent denies that he uses the name E. M. FISCHER SPRINGS, which 
includes his own initials but which seems to have been appropriated by 
petitioner when control of the petitioner corporation, organized in that 
name, passed from respondent. This issue of actual use of that name seems 
to be a triable one; and it would include the effect, if any, on the right of 
either party to use E. M. FISCHER as part of a trade or corporate name after 
petitioner had, in 1956, changed its corporate name to eliminate these 
initials. 

Respondent concedes he uses CHAS. FISCHER SPRING CO. but contends 
he has a right to use that because of prior appropriations and usages in 
which petitioner corporation had no interest and which, indeed, was part 
of the name of the corporation once in competition with petitioner. 

Respondent also disavows an intention to deceive and argues that the 
general public are not customers in the highly specialized spring business 
here involved, but its customers are a relatively few persons in the trade 
who know exactly the firms, personalities and products involved; and that 
in any event the names are not calculated to mislead. 

All this, it seems to us, calls for adjudication in a plenary action. 

We do not reach or pass upon the merits which we regard as fairly 
debatable ; except that we note that the impression of merit to the petition 
drawn in Matter of Industrial Plants (p. 569, 107 USPQ at 335) is not so 
readily to be adduced from this record. 

The order of injunction should be reversed and the petition dismissed, 
with $20 costs, without prejudice to such other proceeding or action as may 
be appropriate. 

BretiEL, Presiding Justice, Borern, RaBin and Beraan, Justices, 
concur. 


DOLE, INCORPORATED v. HAWAIIAN PINEAPPLE 
COMPANY, LIMITED 


No. 57 C 258 —D. C., N. D. Ill., E. Div. — June 7, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OR DISSIMILARITY OF GOODS 
COURTS—PRELIMINARY INJUNCTION 
Temporary injunction granted restraining plaintiff’s use of the word DOLE as 
a trademark in connection with the sale of cherries and olives, the evidence showing 
that defendant had made previous and extensive use of the same word as trademark 
for fruits, vegetables and juices. 


Action by Dole, Incorporated v. Hawaiian Pineapple Company, Lim- 
ited, for declaratory judgment of noninfringement of trademark. Defen- 
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dant counterclaims for trademark infringement and unfair competition. 
Defendant moves for preliminary injunction. Motion granted. 


Charles F. Short, Jr., of Chicago, Illinois, for plaintiff. 
William @. MacKay, of San Francisco, California and Gerrit P. Groen and 
Byron, Hume, Groen & Clement, of Chicago, Illinois, for defendant. 


IaoE, District Judge. 

This matter having come on to be heard upon defendant-counter- 
claimant’s motion for a preliminary injunction, supported by affidavits 
attached to the sold motion, and it appearing to the Court from said 
affidavits and the record in this cause and from the evidence adduced, 
that the plaintiff has persisted in the use of DOLE as a trademark and 
trade name as applied to cherries and olives, and that such use has 
continued notwithstanding the filing of the counterclaim herein, the Court 
being fully advised in the premises, finds as follows: 


1. This is an action for trademark infringement and unfair competi- 
tion brought by the Hawaiian Pineapple Company, Limited, a corporation 
organized under the laws of the Territory of Hawaii, against Dole, Inc., a 
corporation organized under the laws of the State of Florida. 


2. The Court has jurisdiction in the matter. 


3. For many years, and since as early as 1928, the trademark and 
trade name DOLE has been used in the business of the defendant-counter- 
claimant and its predecessor in interest in connection with the growing, 
packing, distributing and marketing of fruits and fruit products through- 
out the United States and in many foreign countries. 


4. Sales under the trademark and trade name DOLE have been in 
excess of Eight Hundred Million ($800,000,000.00) Dollars and the defen- 
dant-counterclaimant has expended in excess of Twenty-Two and One-Half 
Million ($22,500,000.00) Dollars in advertising boiz by all of the recog- 
nized media. 


5. The defendant-counterclaimant is the owner of the following regis- 
trations of the trademark DOLE in the United States Patent Office. No. 
387,468, dated May 20, 1941, No. 508,689, dated April 19, 1949, No. 511,246, 
dated June 21, 1949, No. 528,113, dated July 25, 1950, No. 534,202, dated 
December 5, 1950, No. 615,402, dated November 1, 1955, No. 627,476, dated 
May 22, 1956, and No. 641,848, dated February 19, 1957. 


6. In recent years the defendant-counterclaimant has engaged in a 
program of diversification and since 1949 additional products have been 
added continually to the DoE line, which now includes canned fruits, 
fruit juices, fruit cocktail, fruit nectars, vegetables, vegetable juices, and 
the like. 
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7. On October 19, 1956 the plaintiff incorporated under the laws of 
the State of Florida for the purpose of processing and packing fruit and 
related items, and commenced to use labels bearing the wording “Cherries 
packed by Dole Incorporated” and “Olives packed by Dole Incorporated,” 
on which no brand is shown as such, but DOLE is featured prominently in 
large type in a trademark manner. 


8. Upon learning of the infringing use of its valued trademark and 
trade name DOLE the defendant-counterclaimant objected to such use, and 
the plaintiff filed a complaint for declaratory judgment against the Ha- 
waiian Pineapple Company, Limited. 


9. The use of DOLE in a trademark sense and of the names DOLE, INC. 
and DOLE INCORPORATED, and the use of such expressions as “Cherries 
packed by Dole” and “Olives packed by Dole” on labels and other printed 
matter, in connection with the business of the plaintiff, is misleading and 
deceptive and has and will cause confusion in the minds of ordinary 
purchasers, enabling the palming-off of the goods of the plaintiff as and for 
the goods of the defendant-counterclaimant, and constitutes trademark 
infringement and unfair competition, causing irreparable injury to the 
business of the defendant-counterclaimant, and it is hereby 


Ordered, that the plaintiff, Dole, Inc., pending a final determination 
herein, be and is hereby enjoined and restrained from the use or employ- 
ment of DOLE or any colorable limitation thereof, as a trademark or trade 
name, directly or indirectly, in the packing, processing, distributing or 
marketing of cherries, olives, or any related products. 

It is further ordered that defendant-counterclaimant file a proper 
injunction bond in favor of plaintiff in the amount of $5,000.00 by Tuesday, 


June 11, 1957. 


DOMESTIC ENGINEERING COMPANY v. 
CONOVER-MAST PUBLICATIONS, INC. 


No. 54 C 1649 — D.C. Illinois, E.D. — June 7, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
INSTITUTIONAL FEEDING AND HOUSING infringes INSTITUTIONS MAGAZINE OF MASS 
FEEDING—-MASS HOUSING, both trademarks being used for magazines. 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—INCONTESTABILITY 
INSTITUTIONS as a trademark for a magazine is incontestable under Section 15 
of The Lanham Act. 
CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
The word INSTITUTIONS is not descriptive of a magazine but is arbitrary or 
merely suggestive thereof. 
Even if the word INSTITUTIONS is construed to be descriptive the word has 
acquired a secondary meaning. 
tEMEDifS—UNFAIR COMPETITION—BaSIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Even if INSTITUTIONS is descriptive and even if it has not acquired a secondary 
meaning the use of the word INSTITUTIONAL in connection with the words FEEDING 
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AND HOUSING as a title of a magazine was so likely to create confusion with the 
magazine identified by INSTITUTIONAL that the junior party knew or should have 
known of such likelihood of confusion and thereby constituted unfair competition. 

The publication and distribution of a survey and lists by defendant comparing 
the readership of the competing magazines invited conclusions which were not truth- 
ful and thereby constituted unfair competition. 

CoPYRIGHTS—INFRINGEMENT 

The clipping of copies of advertisements from plaintiff’s copyrighted publica- 
tion and the reproduction thereof without permission from the plaintiff by the 
defendant constituted copyright infringement since the advertisements were original 
literary and artistic creations of plaintiff. 

The copying and reproduction of drawings which appeared in copyrighted 
publication without the permission of the copyright owner constituted copyright 
infringement. 


Action by Domestic Engineering Company v. Conover-Mast Publica- 
tions, Inc. for unfair competition and trademark and copyright infringe- 
ment. Defendant counterclaims. Judgment for plaintiff. 


IaoE, Judge. 


FINDINGS OF Fact AND CONCLUSIONS OF Law 
The Action and the Parties. 


1. Plaintiff, Domestic Engineering Company, is an Illinois corpora- 
tion, having its principal place of business in Chicago. 


2. Defendant, Conover-Mast Publications, Inc., is a New York corpo- 
ration authorized to do business in Illinois, having an office in Chicago and 
its principal place of business in New York City. 


3. Jurisdiction is founded upon Federal Statutes, as follows: 


(a) Section 1332 of Chapter 85 of Title 28, U.S.C.A. relating to 
controversies between citizens of different States, there being more 
than $3,000.00 in value, exclusive of interest and costs, reasonably 
involved. 


(b) Section 1338 of Chapter 85 of Title 28, and Sections 1121 to 
1126, inclusive, of Chapter 22 of Title 15, U.S.C.A., relating to trade- 
marks; and 


(ce) Sections 101 and 112 of Chapter 2 of Title 17, U.S.C.A., 
relating to copyrights. 


4. Continuously since November 1937, plaintiff has published a period- 
ical entitled INSTITUTIONS MAGAZINE, which covers subjects associated with 
mass feeding and mass housing and is circulated among hospitals, schools, 
hotels, motels, restaurants, cafeterias, YMCA’s, asylums, jails, clubs, col- 
leges, railway systems, steamship lines, and other establishments. 


5. Continuously since November 1953, defendant has published a 
periodical entitled INSTITUTIONAL FEEDING AND HOUSING, which covers many 
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of the same subjects covered by plaintiff’s magazine and is circulated among 
many of the same businesses and places as plaintiff’s magazine. 


6. Defendant is engaged in direct competition with plaintiff by reason 
of its publication and circulation of its magazine, INSTITUTIONAL FEEDING 
AND HOUSING. 


COPYRIGHT INFRINGEMENTS 
The Five Advertisements in the Promotion Booklet. 


7. The five advertisements appearing on pages 16, 17, 19, 20 and 21 
of plaintiff’s Exhibit 38 were original literary and artistic creations of 
the plaintiff. They were prepared for exclusive use of Domestic Engineer- 
ing publications and were not to be used elsewhere without the plaintiff’s 
permission. 


8. The plaintiff was both the author and proprietor of each of the 
aforesaid five advertisements. 


9. The defendant clipped copies of these five advertisements from 
copies of plaintiff’s magazines and, without permission from the plaintiff, 
reproduced them in a pre-publication promotion booklet which was circu- 
lated among advertisers and advertising agencies. 


The Drawing in the Airesearch Article. 


10. Plaintiff received from Airesearch Mfg. Co. a photostat of a floor 
plan blueprint, and plaintiff’s employees made extensive additions and 
changes in it so as to produce a finished drawing suitable for use in plain- 
tiff’s magazine as an illustration accompanying an article. Some of the 
additions and changes made by plaintiff consisted of removing all of the 
numerals which conformed to a legend in the blueprint; removing lettering 
and captions and substituting other captions; weighting of lines to show 
delineations between departments; laying Ben Day patterns on some of 
the black lines; setting in large type and adding arrows and lines to show 
flow of food, patrons and dishes for the purpose of illustrating and empha- 
sizing a major theme of the article. 


11. The services and work performed by plaintiff on the aforesaid 
drawing in the Airesearch article resulted in an original, artistic and crea- 
tive effort by plaintiff, which was published in the June 1953 issue of 
INSTITUTIONS MAGAZINE. 


12. Plaintiff is the author and proprietor of the finished Airesearch 
drawing resulting from its work and services, as aforesaid. 


13. Defendant made a copy of plaintiff’s drawing which was identical, 
with the exception of the addition of the word “cashier” (which appears 
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in a type different from the type INSTITUTIONS MAGAZINE used in all of the 
rest of the drawing), and cross-hatching of the arrows showing the flow 
of patrons. This copy was published without permission of plaintiff in the 
June 1955 issue of defendant’s magazine and circulated among its 
recipients. 


The Drawing in the Ohio State Article. 


14. Plaintiff received from Ohio State University a large detailed 
blueprint of a cafeteria floor plan. In the form received, it was not suit- 
able as an illustration to accompany a magazine article. Plaintiff made a 
tracing of the outer delineations and spaces; removed many captions and 
changed or substituted others; ordered and set suitable type; added an 
identification caption, and otherwise made substantial and original changes 
to produce a suitable illustration for the article. 


15. The services and work performed by plaintiff on the aforesaid 
drawing in the Ohio State article resulted in an original, artistic and 
creative effort by plaintiff. 


16. Plaintiff is the author and proprietor of the finished Ohio State 
drawing resulting from its work and services as aforesaid. 


17. Plaintiff printed, published and circulated the Ohio State draw- 
ing in its February 1953 issue of INSTITUTIONS MAGAZINE. 


18. Defendant, without permission of plaintiff, copied and appropri- 
ated plaintiff’s Ohio State drawing exactly as it appeared in plaintiff’s 
said magazine and printed, published and circulated it in the April 1955 
issue of its magazine. 


The Allstate Article. 


19. Plaintiff published an article in its May 1954 issue of INSTITUTIONS 
MAGAZINE pertaining to the Allstate Insurance Company cafeteria. Defen- 
dant conceded at the trial that it copied and appropriated substantial por- 
tions of this article in an article published by it in its July 1954 issue, and 
it was guilty of copyright infringement with respect thereto. 


The Four Flooring Articles. 


20. One Dave E. Smalley wrote and sold to the plaintiff, receiving 
payment therefor, four articles on various flooring subjects. The articles 
were printed, published and circulated by plaintiff in its March 1951, 
June, November and December 1953 issues of INSTITUTIONS MAGAZINE. 


21. Plaintiff is the proprietor of all of these articles. 


22. Defendant, in its March 1954 and April 1955 issues, copied and 
appropriated the same material and employed much of the same termin- 
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ology and combination of ideas and thoughts as appeared in plaintiff’s 
earlier articles. 


23. Each of the various issues of plaintiff’s INSTITUTIONS MAGAZINE in 
which any and all of the advertisements, articles and drawings, heretofore 
referred to, were published, were copyrighted by the plaintiff under the 
provisions of paragraph 3, Chapter 1, Title 17 U.S.C.A., and registration 
certificates were duly issued by the Register of Copyrights. 


24. Proper notices of the fact of registration under paragraph 3, 
Chapter 1, Title 17 U.S.C.A. appeared in each and every issue in which 
any of the said advertisements, articles and drawings were published. 


TRADEMARK INFRINGEMENT 


25. Plaintiff duly registered the name INSTITUTIONS as a trademark 
in the United States Patent Office on March 22, 1938. Such registration 
was made under the Act of 1905 (Title 15 U.S.C. Sec. 81, et seq.). 


26. Plaintiff’s said trademark was made subject to and became enti- 
tled to the benefits of the Lanham Act of 1946 (Title 15 U.S.C. Sec. 1051) 
by republication thereunder on February 22, 1949. 


27. Plaintiff has taken all necessary action to keep said registration 
and said statutory trademark in full force and effect, including the filing 
on October 4, 1954 of its statutory combined affidavit, and said registration 
and trademark are now in full force and effect. 


28. More than five years have elapsed since republication of plain- 
tiff’s trademark under the Lanham Act and the commencement of this suit. 


29. Beginning in August 1942, plaintiff carried on the front cover 
of its magazine a sub-caption which read, in part, “INSTITUTIONS MAGAZINE 
covers the subjects associated with the mass feeding and mass housing 
of individuals;” beginning in December 1942, such sub-caption was 
changed to read, “INSTITUTIONS MAGAZINE covers the subjects associated with 
the mass feeding and mass housing of individuals in hospitals, schools, 
hotels, restaurants and other institutions ;” beginning in March 1943, plain- 
tiff carried a sub-caption or panel on either side of the front cover, logo- 
type, one of which read, “The magazine of mass feeding and mass housing 
subjects common to all types of institutions ;” that beginning in January 
1953 and continuing to the present time, the plaintiff’s magazine carried 
as a title and sub-title the words, INSTITUTIONS MAGAZINE, OF MASS FEEDING— 
MASS HOUSING. 


30. The word “institutions” has had and now has many and varied 
meanings, and the limits and extent of these are presently not well 
defined. 
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31. The word “institutions” is not, in the trademark sense, “descrip- 
tive” either of plaintiff’s magazine or its subject matter. 


32. The word “institutions” as used by plaintiff for the title of its 
magazine is arbitrary or, at most, suggestive, and is not “descriptive.” 


33. The plaintiff has spent large sums of money in advertising and 
promoting its title INSTITUTIONS MAGAZINE and in identifying it with its 
magazine. As the result of such advertising and promotion, persons, 
readers, advertisers and advertising agencies having an interest in or 
knowledge of the activities and subjects covered by plaintiff’s magazine 
have identified the word INSTITUTIONS with plaintiff’s magazine and as the 
title thereof. 


34. The plaintiff has spent large sums of money in advertising and 
promoting its title and sub-title INSTITUTIONS MAGAZINE, OF MASS FEEDING— 
MASS HOUSING. As the result of such advertising and promotion, persons, 
readers, advertisers and advertising agencies having an interest in or 
knowledge of the activities and subjects covered by plaintiff’s magazine 
have identified the words INSTITUTIONS MAGAZINE, OF MASS FEEDING—MASS 
HOUSING with plaintiff’s magazine and as the title and sub-title thereof. 


35. As a result of the aforesaid identification of plaintiff’s registered 
trademark INSTITUTIONS with its said magazine, plaintiff has succeeded in 
establishing a secondary meaning in the word “institutions”, namely, 
INSTITUTIONS MAGAZINE published by the plaintiff. 


36. As a result of the aforesaid identification of plaintiff’s composite 
trademarks INSTITUTIONS MAGAZINE, OF MASS FEEDING—MASS HOUSING with 
its said magazine, plaintiff has succeeded in establishing a secondary mean- 
ing in the aforesaid words; namely, INSTITUTIONS MAGAZINE, OF MASS FEED- 
ING—MASS HOUSING published by the plaintiff. 


37. In adopting its title, INSTITUTIONAL FEEDING AND HOUSING, defen- 
dant knew or should have known that its deceptive similarity to the name 
of plaintiff’s magazine would result in likelihood of confusion; and, in 
fact, confusion did occur. 


38. Plaintiff notified defendant, on August 10, 1953, that the use of 
the title, INSTITUTIONAL FEEDING AND HOUSING infringed upon plaintiff’s 
trademark and called upon it to refrain from such use, which defendant 
refused to do. 


UNFAIR COMPETITION 


39. In competing with the plaintiff, defendant has selected as a title 
for its magazine INSTITUTIONAL FEEDING AND HOUSING, thereby appropriat- 
ing a variant of the main title of plaintiff’s magazine and further appro- 
priating two words from the sub-title of plaintiff’s magazine. This multiple 
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appropriation resulted in deceptive similarity between the titles of defen- 
dant’s and plaintiff’s magazines and likelihood of confusion between the 
two publications by readers, subscribers, advertisers, and others; and this 
multiple appropriation of the three significant words from plaintiff’s title 
and subtitle indicates intent on the part of defendant to unfairly appro- 
priate values built up at great expense by the plaintiff. 


40. In competing with the plaintiff, defendant has published a promo- 
tion booklet which was deceptively similar in appearance to previous 
promotion booklets published by the plaintiff; and in the preparation 
thereof, defendant clipped from various issues of plaintiff’s magazine, 
without permission of the plaintiff, 20 advertisements, some of which bore 
plaintiff’s key numbers, and five of which had been prepared by the 
plaintiff and were owned and copyrighted by plaintiff. There is no trade 
practice authorizing any such procedure. Defendant’s purpose apparently 
was to convey to prospective advertisers a false inference that firms of 
the size and caliber of those advertising in plaintiff’s magazine had con- 
tracted for advertisements in defendant’s new publication. 


41. In competing with the plaintiff, defendant has committed seven 
other acts of copyright infringement, as hereinabove specified, in all of 
which cases plaintiff was the copyright proprietor, having contributed orig- 
inal, artistic, literary and creative efforts in connection with the drawings 
and articles previously characterized. 


42. In competing with the plaintiff, defendant has appropriated other 
literary material from plaintiff’s magazine and appropriated arrange- 
ments and other features which, while not technical copyright infringe- 
ments, indicated a disposition to unfairly appropriate values from plain- 
tiff’s magazine and to compete unfairly with the plaintiff. 


43. In competing with the plaintiff, defendant has used for many 
months after commencement of publication, as circulation statements, esti- 
mates of circulation actually made before publication which were grossly 
inaccurate in categories of greatest buying power. 


44. In competing with the plaintiff, defendant has consistently adver- 
tised in its advertisements and promotional material that the recipients of 
its magazine were selected and designated, or entirely selected and desig- 
nated, by food service equipment dealers, whereas as a matter of fact very 
substantial numbers of the recipients of its magazine have not been so 
selected but were designated by liquor wholesalers and were taken from 
lists prepared by its own Circulation Department; and substantial parts 
of the claimed circulation of INSTITUTIONAL FEEDING AND HOUSING received 
a liquor magazine with a main title or Bar-Restaurant. 


45. In competing with the plaintiff, defendant has used as sales tools 
in competition with plaintiff, a survey and lists comparing the readership 
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and distribution of plaintiff’s and defendant’s magazines which were un- 
fairly formulated; and which were designed to give the false impression 
that portions thereof added by the defendant had, in fact, been prepared 
by an independent research organization. The survey contained a so-called 
Non-Readership list which, while literally truthful, was based on unfair 
questionnaires inviting confusion between the magazine of the plaintiff and 
the magazine of the defendant and which, in fact, invited conclusions which 
were not truthful; namely, that the magazine of the plaintiff was not read 
by important buying units in the field served by plaintiff’s and defendant’s 
magazines; and defendant used said list as a sales tool, as aforesaid, in 
conjunction with another list known as the Readership list, which said 
list was prepared entirely by defendant’s Research Department and which, 
likewise, was based on unfairly formulated questionnaires, the results of 
which were, in several score of instances, reported exactly opposite to the 
answer received in reply to the questionnaire, and this said list was, 
therefore, in substantial part false and fraudulent, and the use thereof by 
the defendant to convey the impression that plaintiff’s magazine was read 
by the small economically unimportant activities in the field served by 
plaintiff’s and defendant’s magazines, particularly in conjunction with the 
aforesaid Non-Reader list, was false and fraudulent and constituted the 
grossest kind of unfair competition. 


46. Even if the title of plaintiff’s magazine is descriptive and even 
if plaintiff has not succeeded in giving it a secondary meaning, defen- 
dant’s use of the word “institutional” and of such word in combination 
with the words FFEDING AND HOUSING was so likely to create confusion with 
plaintiff’s magazine that defendant knew, or should have known, of this 
likelihood of confusion and such use was an act of unfair competition 
which, in conjunciion with all of the other acts of unfair competition, 
heretofore described, committed by the defendant, constituted an unfair 
and unlawful course of concerted action. 


DEFENDANT'S First COUNTERCLAIM 
Of Invalidity of Plaintiff’s Trademark. 


47. Plaintiff was entitled to the issuance of its trademark registration 
No. 355664. 


48. There is no evidence that plaintiff or any of its officers or em- 
ployes made any false statement under oath to induce the Commissioner 
of Patents of the United States to issue the aforesaid trademark regis- 
tration. 
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DEFENDANT’s SECOND COUNTERCLAIM 
Of Copyright Infringements. 
(a) Assembly Line Dishhandler Article. 


49. Defendant has failed to offer any evidence in proof of its claim 
of trademark infringement of this article. 


(b) Snack Service Article. 


50. Plaintiff’s article appearing in its July 1954 issue was prepared 
by it from a general release submitted by a public relations agency. The 
similarity between expressions appearing in plaintiff’s article and the one 
published by defendant in its April 1954 issue flow from the common 
source, the publicity release. No material, which is not directly traceable 
to the common source, has been copied or appropriated by plaintiff from 
defendant’s article. 


DEFENDANT’s THIRD COUNTERCLAIM 


Of Plaintiff’s Alleged Circulation Fraud. 


51. Plaintiff did not in any material respect misrepresent its circula- 
tion. The alleged acts of misrepresentation of its circulation by plaintiff 


did not occur while plaintiff and defendant were in competition with each 
other. 


DEFENDANT’s FouRTH COUNTERCLAIM 
Of Plaintiffs Alleged Unfair Competition re Hammergren Letter. 


52. The proof offered by defendant consisted solely of a letter from 
a salesman of the plaintiff to an advertiser named Hammergren, coupled 
with testimony of defendant’s auditor that it had never charged for edi- 
torial mention. The letter was no more than a reply to complaints made 
by the advertiser, who had apparently confused INSTITUTIONS MAGAZINE 
with INSTITUTIONAL FEEDING AND HOUSING, and had apparently blamed or 
accused INSTITUTIONS MAGAZINE of charging for editorial mention or for 
an unauthorized advertisement. This letter does no more than restate 
what very obviously had been told by the advertiser to the writer of the 
letter. Defendant’s burden of proof on this charge has not been sustained. 

After the conclusion of the trial plaintiff filed a 5th counterclaim in 
which additional relief was sought because of alleged unfair competition 
on the part of the plaintiff. Depositions were taken and briefs were sub- 
mitted in support of this Counterclaim and the matter is disposed of in 
the findings of fact and conclusions of law submitted herewith. 
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DEFENDANT’s SUPPLEMENTAL COUNTERCLAIM 
The Pillsbury Survey. 


53. The testimony and the stipulation of facts show that Pillsbury 
Mills Inc. of Minneapolis, Minnesota, without any knowledge or participa- 
tion by plaintiff had a survey made for its own use, which among other 
subjects contained a media section covering the magazines or periodicals 
in the multiple feeding and housing field of interest to it. The survey was 
conducted by the personal interview method by B. Angell and Associates 
of Chicago, Illinois, using questionnaires developed by Pillsbury Mills Ince. 

The interviewing by B. Angell & Associates of selected representative 
subjects was completed by them on May 15, 1955. Thereafter Pillsbury 
Mills Ine. tabulated the information received, and thereafter authorized 
its advertising agency to sell the media portion thereof on November 15, 
1955. Plaintiff learned of the existence of this survey in February of 1956. 

Thereafter on April 25, 1956 Pillsbury Mills Inc. offered to sell the 
media portion of this survey to the plaintiff, and a contract was thereafter 
entered into between Pillsbury Mills Inc. and the plaintiff for the purchase 
of the right to use this survey in exchange for a $3,000.00 advertising 
credit, subject to two conditions. First that it was to be represented as 
“a National Survey conducted by a major flour miller”, and second, that 
the sale of the material was not to be construed as an endorsement by 
Pillsbury Mills Inc. of INSTITUTIONS MAGAZINE of its circulation or trade 
coverage. 

The survey material as received by plaintiff from Pillsbury Mills Inc. 
is known in the record herein as Exhibits 2 to 13 of plaintiff’s Answers to 
Interrogatories, and is commonly referred to in the testimony as the “white 
sheets”. Plaintiff prepared a supplementary synopsis or brochure for 
explanatory use in conjunction with the white sheets. In this supplement 
part of the data, with respect to the most widely read magazines competi- 
tive to plaintiff’s magazine, was reduced to bar graphs. This necessarily 
eliminated mention of many of the magazines which had low percentages 
of readers. (Exhibit “A” to defendant’s Supplementary Answer and 
Counterclaim. ) 

A preliminary photostatic mock-up of this supplementary synopsis was 
submitted to Pillsbury Mills Inc. for its approval, which resulted in only 
minor changes being made therein, and an agent of Pillsbury Mills Inc. 
in referring to this synopsis stated, “First of all factually I found no error 
in your presentation”. (Defendant’s Exhibit X-2.) 

This Supplementary Synopsis whenever issued by plaintiff to any 
of its salesmen was forwarded with the Pillsbury white sheets clipped 
and attached to all copies, and plaintiff’s salesmen were instructed to use 
the said supplementary synopsis with the Pillsbury white sheets. Although 
the evidence shows several instances of use by plaintiff’s salesmen of the 
white sheets alone, there is in evidence no instance of any use by any of 
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plaintiff’s salesmen of the supplementary synopsis without the white 
sheets. In the one instance testified to by one of defendant’s salesmen 
when this material was encountered in calling on a prospect, he found 
both the supplementary synopsis and the white sheets together in the 
file of that particular advertising agency. 

There is no evidence that plaintiff made any unfair use of the Pills- 
bury Survey, nor has defendant proved that it misrepresented the contents 
thereof. 


CONCLUSIONS OF LAW 


1. The following advertisements, drawings and literary material, 
protected by plaintiff’s “issue” copyrights, have been infringed by de- 
fendant: 


(a) The five advertisements appearing on pages 16, 17, 19, 20 and 
21 of plaintiff’s Exhibit 38. 


(b) The drawing in the Airesearch article (plaintiff’s Exhibit 65). 
(c) The drawing in the Ohio State article (plaintiff’s Exhibit 66). 
(d) The Allstate article (plaintiff’s Exhibit 56). 

(e) The four Flooring articles (plaintiff’s Exhibits 59 and 61). 


and plaintiff is entitled to a Writ of Injunction restraining defendant 
from further acts of copyright infringement and for an order of reference 
to enable it to establish its damages. 


2. Plaintiff has a valid common law and statutory trademark in the 
name INSTITUTIONS as the title for its magazine. 


3. Plaintiff has a valid composite trademark in the combination of 
the words INSTITUTIONS MAGAZINE, OF MASS FEEDING—-MASS HOUSING as a 
title and sub-title for its magazine. 


4. Plaintiff’s statutory trademark in the name INSTITUTIONS as a title 
for its magazine is incontestable under Section 15 of the Lanham Act. 


5. The defendant has been guilty of acts of unfair competition in its 
competition with plaintiff, and plaintiff is entitled to a Writ of Injunction 
restraining defendant from the commission of such acts and to an order 
of reference to allow plaintiff to establish its damages. 


6. The act of defendant in selecting the title INSTITUTIONAL FEEDING 
AND HOUSING for its magazine constituted an infringement of the common 
law and statutory trademark of plaintiff in the name INSTITUTIONS as the 
title for its magazine, and the act of defendant in selecting the title mvstr- 
TUTIONAL FEEDING AND HOUSING for its magazine constituted an infringe- 
ment of the plaintiff’s composite trademark in the combination of the words 
INSTITUTIONS MAGAZINES, OF MASS FEEDING—MASS HOUSING as the title and 
sub-title for plaintiff’s magazine; and plaintiff is entitled to protection of 
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its said trademark or trademarks by a Writ of Injunction restraining 
defendant from continuing to use the title, INSTITUTIONAL FEEDING AND 
HOUSING, or any similar title, and to an order of reference to allow plain- 
tiff to establish its damages. 


7. The word “institutions” is not descriptive of plaintiff’s mvstrTv- 
TIONS MAGAZINE or of its contents or subject matter, but is arbitrary or 
merely suggestive thereof. 


8. Even if the title of plaintiff’s magazine is descriptive, plaintiff has: 


(a) established a secondary meaning in the title to its INSTITUTIONS 
MAGAZINE, and 


(b) established a secondary meaning in the title and sub-title of 
its INSTITUTIONS MAGAZINE, OF MASS FEEDING—MASS HOUSING. 


9. Even if the title of plaintiff’s magazine is descriptive and even 
if plaintiff has not succeeded in giving it a secondary meaning, defen- 
dant’s use of the word INSTITUTIONAL and of such word in combination 
with the words FEEDING AND HOUSING as the title of its magazine was so 
likely to create confusion with plaintiff’s magazine that defendant knew, 
or should have known, of this likelihood of confusion, and such use was 
an act of unfair competition which, in conjunction with all of the other 
aforesaid acts of unfair competition committed by the defendant, consti- 
tuted an unfair and unlawful course of concerted action and entitles plain- 
tiff to protection of its trademark by a Writ of Injunction restraining 
defendant from continuing to use the title INSTITUTIONAL FEEDING AND 
HOUSING, or any similar title, and to protection from the aforesaid acts 
of unfair competition by said Writ, and to an order of reference to allow 
plaintiff to establish its damages. 


10. Plaintiff is not guilty of copyright infringement of defendant’s 
“Snack Service” article. 


11. Plaintiff is not guilty of misrepresentation of its circulation, as 
charged by defendant. 


12. Plaintiff is not guilty of misrepresentation amounting to unfair 
competition, as charged by defendant. 


13. All of defendant’s counterclaims must be dismissed. 


14. Plaintiff is not guilty of unfair competition with respect to the 
Pillsbury Survey, and did not misrepresent that survey or the contents 
thereof as charged by the defendant, and defendant’s Supplemental 
Counterclaim must be dismissed, and the defense to the Complaint based 
thereon denied. 
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JUDGMENT 


The trial of the above entitled cause commenced on April 3, 1956 
before the Honorable MicHaku L. Icor, Judge of the United States District 
Court, for the Northern District of Illinois, Eastern Division, sitting with- 
out a jury, and said trial was completed on April 17, 1956. 

Evidence, both oral and documentary, was introduced on behalf of 
both parties at the said trial. Subsequent to the trial, defendant filed, by 
leave of court, a Supplemental Answer and Counterclaim and took deposi- 
tion on the issues thereby raised to be considered as evidence on said issues, 
subject to the objections made at the time said depositions were taken. In 
addition, a Stipulation of Facts was entered into by the parties with re- 
spect to the said Supplemental Answer and Counterclaim. The court hav- 
ing considered all of the above evidence and the objections thereto, the 
Briefs of counsel, and the arguments of counsel on April 22, 1957, the 
cause was submitted to the court for its decision. 

And the court now being fully advised and having made its Findings 
of Fact and Conclusions of Law, it is hereby ORDERED, ADJUDGED and 
DECREED that: 


1. Defendant, CONOVER-MAST PUBLICATIONS, INC., its officers, directors, 
agents and employes, be perpetually restrained and enjoined from: 

(a) Using in the title or sub-title of any magazine the word “institu- 
tions,” “institutional,” “institution,” or any form or variant thereof, or 
any imitation or substitution therefor which appears or sounds like any 
of the said words, or which might be mistakenly identified with any of 
said words. 


(b) Using as the title or sub-title of any magazine any collocation of 
words using the words “institutions” or “institutional” or any variant or 
form thereof, together with the words “mass feeding” and “mass housing” 
or “feeding and housing,” or any combination of said words, or any imita- 
tion or substitution therefor which appears or sounds like any of the said 
words or which might be mistakenly identified with said words. 


(c) From unfairly competing with the plaintiff by infringing any of 
plaintiff’s copyrighted material or by unfairly appropriating any of plain- 
tiff’s uneopyrighted material, or by the appropriation of editorial material, 
editorial and advertising ideas, format, features, or arrangements, as used 
by plaintiff in its publication INSTITUTIONS MAGAZINE, or in any other maga- 
zine or periodical owned or published by the plaintiff. 


(d) Unfairly competing with the plaintiff by using in its advertising 
or promotion false or inaccurate circulation statements, or estimates, or 
other material or statistics which does not or do not truly state the circu- 
lation of any magazine owned or published by defendant in competition 
with plaintiff. 
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(e) Unfairly competing with the plaintiff by using as sales or pro- 
motion material that certain Ross Federal Survey containing the Non- 
Readership list and marked at the trial as plaintiff’s Exhibit 107, and from 
using the list known at the trial as the Readership list, prepared by the 
defendant (plaintiff’s Exhibit 140), or from using any data or informa- 
tion shown or developed by the said surveys or the said lists, or derived 
in whole or in part therefrom. 


(f) From unfairly competing with the plaintiff by using any false or 
fraudulent or unfair surveys or statistical studies, whether prepared by 
it or by others. 


2. With respect to the trademark infringements, the -copyright in- 
fringements, and the acts of unfair competition committed by the defen- 
dant herein, as stated in the court’s Findings of Fact and Conclusions of 
Law, a reference be and the same hereby is ordered to Victor E. LaRue, 
one of the Masters of the United States District Court, for the Northern 
District of Illinois, Eastern Division, for a hearing at which plaintiff may 
introduce testimony and other evidence of the damages and expenses 
suffered by it in connection with any of the above matters and in the 
prosecution of this suit, and the defendant may introduce testimony and 
other evidence in mitigation thereof. 


3. All claims of copyright infringement unfair competition, and for 
the cancellation of any trademark registration contained in any of defen- 
dant’s counterclaims herein filed, or in defendant’s Supplemental Counter- 
claim, be and the same hereby are dismissed, and defendant take nothing 
thereby. 


4. This cause be continued generally until such time as the Master 
hereinabove specified in the Order of Reference shall have filed his Report 
herein. 


TAS-T-NUT COMPANY v. VARIETY NUT & DATE COMPANY 
No. 12923—C. A. 6—June 10, 1957 


CoMMON LAW TRADEMARKS—PACKAGES AND CONFIGURATIONS 
PATENTS 
When a product patent expires, anyone is free to manufacture an exact copy 
of the article so long as no passing off results. If the patent covered packaging 
materials, others would be free to simulate the identical physical construction, size 
and shape thereof and to use them in connection with the same goods but this 
would not authorize adoption of similar color schemes and labeling features which 
would make for confusion. 
COMMON LAW TRADEMARKS—COLOR MARKS 
One may not acquire proprietary rights in color as such. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
The marketing of products in containers or with labels deceptively similar to 
those of another which have acquired a secondary meaning is not excused by the 
fact that the name of the second comer appears on such containers or labels, 
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REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 

Package simulation amounting to unfair competition does not reside in the 
identity of single features nor in indistinguishability when set side by side but 
rather by the general impression upon the ordinary purchaser or user and if that 
impression is such as to induce a belief that it is the original article, unfair com- 
petition is present. 

In an action to restrain package simulation, an injunction was found appro- 
priate to restrain the defendant’s use of a package for nut meats which package 
simulated the overall appearance of the package previously used by plaintiff for 
the same goods in arrangement, design, and collocation of printing and ornamen- 
tation. 

CoMMON Law TRADEMARKS—SECONDARY MEANING MARKS 

To prove secondary meaning in a trade dress it is not necessary to show that 

the public knew the personal identity of the appellant. 
CourRTS—CONFLICT OF LAWS 

When federal jurisdiction is based solely on diversity of citizenship, the state 

law on unfair competition controls. 


Action by Tas-T-Nut Company v. Variety Nut & Date Company for 
unfair competition. Plaintiff appeals from judgment of District Court for 
Eastern District of Michigan dismissing complaint. Reversed. 

Case below reported at 46 TMR 435. 


Albert R. Teare, of Cleveland, Ohio (Jerome F. Kramer and Bates, Teare 
& McBean, of Cleveland, Ohio, and Alfonse J. D’Amico and Barnes, 
Kisselle, Laughlin & Raisch, of Detroit, Michigan, on the brief) for 
appellant. 

Bernard J. Cantor and Daniel G. Cullen (Cullen & Cantor on the brief) 
of Detroit, Michigan, for appellee. 


Before Martin, Miuuer, and Stewart, Circuit Judges. 


Stewart, Circuit Judge. 

The appellant brought this suit in the district court asking for an 
injunction and money damages. The wrong complained of was the appel- 
lee’s unfair competition. No trademark infringement was alleged, and 
federal jurisdiction was grounded exclusively upon diversity of citizenship. 
Deciding that no unfair competition had been proved, the district court 
dismissed the complaint. 136 F. Supp. 775, 108 USPQ 174 (46 TMR 435) 
(1956). 

For almost thirty years the appellant has produced packaged nut 
meats for sale at retail throughout most of the United States, including 
the state of Michigan. The product is sold under the trade name TAS-T-NUT, 
and since 1936 has been marketed in a package consisting of a moisture- 
proof cellophane bag and a surrounding outer wrapper with an open face, 
which permits the nut meats to be seen through the cellophane. The phys- 
ical construction of the package was covered by a patent which expired 
in July, 1955. 

The appellee also produces packaged nut meats for retail sale in Michi- 
gan, under the trade name Pic-a-NUT. In 1950 it began to market its 
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product in a package substantially identical in physical construction to 
the appellant’s. Because of this, the appellant brought an action against 
the appellee in that year for relief against patent infringement and unfair 
competition. The district court held that the claims. of the patent in suit 
were invalid, and that the proof was insufficient to establish unfair com- 
petition. Weeks v. Variety Nut & Date Co., 103 F.Supp. 528, 92 USPQ 311 
(E.D. Mich., 1952). This decision was affirmed on appeal. Weeks v. 
Variety Nut & Date Co., 208 F.2d 414, 100 USPQ 10 (6 Cir., 1953). 

Although in physical construction the packages involved in that litiga- 
tion were substantially identical, appellant’s and appellee’s packages were 
dissimilar in appearance because of differing color combinations, and 
differing arrangement and positioning of labeling. 

In 1953 the appellant embarked upon a plan of color coding its pack- 
ages for different varieties of nut meats, the three new color combinations 
being red and yellow, green and yellow, and blue and yellow. In 1954 the 
appellee redesigned the appearance of its packages, changing its previous 
red and yellow package to the same shades of those colors used by the 
appellant, introducing green and yellow and blue and yellow packages, 
and arranging the labeling in such a way as strikingly to resemble the 
overall appearance of the appellant’s packages. 

Upon the appellee’s refusal to discontinue the use of these packages, 
the appellant filed the present suit. Shortly before the trial the appellee 
introduced additional packages which had a diamond-shaped design in- 
stead of printed words along the sides, but which otherwise were identical 
to its 1954 designs, and use of these packages was also sought to be enjoined 
in the present action. 

The district court found that the appellee’s packages “have much in 
common” with those of the appellant. The court further found, 108 USPQ 
at 175, “that the careless purchaser could easily be confused. * * * One 
could have bought Tas-T-NUTs one week and become so familiar with the 
package that the next week without specifically looking for the name but 
knowing he liked nuts in a certain shaped packaged and a certain color 
container, purchase pic-a-NUTs believing them to be the same as he had 
purchased before.” The court also found that the appellee “is deliberately 
trying to take advantage of the great amount of advertising done by, 
the good reputation earned, and the style of package that has been gotten 
out by [appellant].” Moreover, the court recognized that there was evi- 
dence that customers actually had confused the products, and that there 


1. The court noted the following similarities: “(1) Contrasting colors on side 
and end flaps; (2) Top and bottom flaps folded over side flaps and with the trade- 
mark in the upper left corner on the top flap; (3) Each trademark has seven letters 
with the middle letter separated from the ot ers by hyphens; (4) Price location in a 
circle at the upper right of the top fla “pi (5) White band across the bottom flap; (6) 
Descriptive words on each side flap; (7) Use clause on top flap on each package, with 
exactly same words in same order; (8) Company name and address on bottom edge 
of the bottom flap; (9) Beveled corners on top and bottom flaps; (10) Identical overall 
dimensions; and (11) Rectangular transparent window.” 
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had been an actual palming off by retailers of the appellee’s product as 
that of the appellant. 

The court concluded, however, that because the appellee placed its 
own trade name in a conspicuous position on its packages, it was not guilty 
of unfair competition. This court’s decision in West Point Manufacturing 
Company v. Detroit Stamping Company, 222 F.2d 581, 105 USPQ 200 (45 
TMR 795) (6 Cir., 1955), and the Supreme Court’s earlier decision in 
Singer Manufacturing Company v. June Manufacturing Company, 163 U.S. 
169 (1896), were thought to compel this conclusion. Those cases express 
the now-settled law that, when a patent covering an article of manufacture 
has expired, the original manufacturer cannot prevent another from making 
and marketing an exact copy of the article, so long as the other does not 
deceive the public by passing off his product as that of the original manu- 
facturer. In the scholarly and exhaustive opinion written for the court 
by Judge McAllister in the West Point case, there are analyzed many deci- 
sions expressing the basic proposition that the identical imitation of the 
goods of another does not in itself constitute unfair competition. “The 
public interest in competition ordinarily outweighs the interest in securing 
to a person the rewards of his ingenuity in making his product attractive 
to purchasers.” 222 F.2d 581, 589, 105 USPQ 200, 207. 

Insofar as the packages here in suit can themselves be considered 
“products,” the rule of law expressed in the West Point case~indeed gave 
the appellee complete freedom to copy the appellant’s packages, so long 
as the appellee clearly affixed its own name. Thus, the West Point rule 
would permit the appellee to use with impunity packages of identical 
physical construction, size, and shape as the appellant’s.” 

Moreover, it is equally clear that the appellant could acquire no pro- 
prietary right in the color or colors used on its packages, as such. James 
Heddon’s Sons v. Millsite Steel & Wire Works, Inc., 128 F.2d 6, 53 USPQ 
579 (32 TMR 410) (6 Cir., 1942) ; Diamond Match Co. v. Saginaw Match 
Co., 142 F. 727 (6 Cir., 1906) ; Campbell Soup Co. v. Armour & Co., 175 
F.2d 795, 81 USPQ 430 (39 TMR 566) (3 Cir., 1949). The obvious reason 
is well stated in the Campbell Soup opinion: “If they may thus monopolize 
red in all of its shades the next manufacturer may monopolize orange 
in all its shades, and the next yellow in the same way. Obviously, the 
list of colors will soon run out.” 175 F.2d at 798, 81 USPQ at 432. 

The basis of the appellant’s present complaint, however, was not the 
appellee’s use of packages constructed identically to its own, nor the 
appellee’s use of a particular color or colors, but its deceptive imitation 
of the overall appearance of the appellant’s trade dress in the arrange- 
ment, design, and collocation of printing and ornamentation. 


2. This issue was in fact decided in the previous litigation between the parties. 
Weeks v. Variety Nut ¢ Date Co., 208 F.2d 414, 100 USPQ 10 (6 Cir., 1953). 
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The rule expressed in the West Point case does not preclude in 
appellant from securing relief from the appellee’s conduct, if the ap- 
pellant’s trade dress has acquired a secondary meaning. The difference 
in the protection against imitation which will be accorded to an article 
of commerce on the one hand, and to a package in which the article is 
marketed on the other, was long ago noted. Writing for the Supreme 
Judicial Court of Massachusetts in Flagg Mfg. Co. v. Holway, 178 Mass. 
83, 59 N.E. 667 (1901), that court’s then Chief Justice Oliver Wendell 
Holmes pointed out that the law which permits one to market an identical 
copy of his competitor’s product does not give him freedom to imitate 
the appearance of the package in which the article is sold. As there pointed 
out, the public policy which permits the imitation of an article of com- 
merce is without relevance to the dress in which the article is marketed. 
“* * * (T]he label or ornament is a relatively small and incidental affair, 
which would not exist at all, or least would not exist in that shape but 
for the intent to deceive; whereas the instrument sold is made as it is, 
partly at least, because of a supposed or established desire of the public 
for instruments in that form.” 178 Mass. 91, 59 N.E. 667. 

The same point was recently made by the United States Court of 
Appeals for the Ninth Cireuit in Pagliero v. Wallace China Co., 198 F.2d 
339, 95 USPQ 45 (42 TMR 839) (9 Cir., 1952). In that case the court 
said: “If the particular feature is an important ingredient in the com- 
mercial success of the product, the interest in free competition permits 
its imitation in the absence of a patent or copyright. On the other hand, 
where the feature or, more aptly, design, is a mere arbitrary embellishment, 
a form of dress for the goods primarily adopted for purposes of identifi- 
cation and individuality and, hence, unrelated to basic consumer demands 
in connection with the product, imitation may be forbidden where the 
requisite showing of secondary meaning is made.” 198 F.2d 343, 95 USPQ 
at 48. 

This same distinction was implicitly recognized by the Supreme Court 
in Kellogg Co. v. National Biscuit Company, 305 U.S. 111, 39 USPQ 296 
(28 TMR 569) (1938). There the Court held that Kellogg was entitled 
to call its competing product “shredded wheat” and to produce it in the 
same pillow-shaped form as the plaintiff’s product. But Justice Brandeis’ 
opinion carefully pointed out: “Each company sells its biscuits only in 
eartons. The standard Kellogg carton contains fifteen biscuits; the plain- 
tiff’s twelve. The Kellogg cartons are distinctive. They do not resemble 
those used by the plaintiff either in size, form, or color. And the difference 
in the labels is striking.” 305 U.S. 120, 39 USPQ at 300. 

This court has consistently held that when the unfair competition 
complained of is the marketing of a product in containers or labels de- 
ceptively similar to the first comer’s containers or labels which have 
acquired a secondary meaning, the competitor cannot avoid liability merely 
by affixing his own name. Chesebrough Mfg. Co. v. Old Gold Chemical Co., 
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70 F.2d 383, 21 USPQ 304 (24 TMR 149) (6 Cir., 1934), cert. den. 293 
U.S. 599; E. Kahn’s Sons Co. v. Columbus Packing Co., 82 F.2d 897, 29 
USPQ 257 (26 TMR 303) (6 Cir., 1936). Writing for the court in the 
Chesebrough case, Judge Moorman set out the controlling test in actions 
of this type: 


“It is not contended that the appellee has so closely simulated 
appellant’s trademarks as to amount to infringement, nor that there 
is unfairness in the type, shape or form of appellee’s jar and cap. 
The contention is that it has so simulated in coloring and marking 
the caps, cartons, and labels of the appellant as to mislead the pur- 
chasing public. Simulation amounting to unfair competition does not 
reside in identity of single features of dress or markings nor in in- 
distinguishability when the articles are set side by side, but is to be 
tested by the general impression made by the offending article upon 
the eye of the ordinary purchaser or user. If the general impression 
which it makes when seen alone is such as is likely to lead the ordinary 
purchaser to believe it to be the original article, there is an unlawful 
simulation. * * * It is true that appellee places on its article distin- 
guishing marks by which it could be identified by a careful and dis- 
discriminating purchaser, but this is not enough, for its the casual or 
ordinary purchaser who must be protected, and as to him the test is 
general appearance.” 70 F.2d 384, 385, 21 USPQ at 305. 


Many decisions of other courts have also adopted this test. G. H. 
Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, 61 USPQ 337 
(34 TMR 196) (2 Cir., 1944) ; Pacific Coast Condensed Milk Co. v. Frye. 
& Co., 147 Pac. 865 (5 TMR 236) (Wash., 1915) ; Town Tazi Service Corp. 
v. Green Cab & Brok. Co., 38 N.Y.S.2d 529, 5385 (1942); H. A. Metz 
Laboratories v. Blackman, 275 N.Y.S. 407, 416-17 (24 TMR 504) (1934). 
But see Gum, Inc. v. Gumakers of America, Inc., 136 F.2d 957, 58 USPQ 
453 (83 TMR 381) (3 Cir., 1948); Life Savers Corporation v. Curtiss 
Candy Co., 182 F.2d 4, 85 USPQ 440 (40 TMR 520) (7 Cir., 1950). A case 
factually very close to the present one is Hi-Land Dairyman’s Ass’n v. 
Cloverleaf Dairy, 151 P.2d 710, 63 USPQ 31 (34 TMR 321) (Utah, 1944), 
where the court, in a thoroughly documented opinion, recognized a com- 
petitor’s right to use a milk container identical in physical construction 
to the plaintiff’s, but enjoined the use of deceptively similar ornamental 
design. 

In finding that the appellee had deliberately tried, 108 USPQ at 175, 
“to take advantage of the great amount of advertising done by, the good 
reputation earned, and the style of package that has been gotten out by 
plaintiff,” the district court necessarily found that the distinctive appear- 
ance of the appellant’s packages had acquired a secondary meaning. 
Although as the district court pointed out, 108 USPQ at 177, “the evi- 
dence on that point * * * is not overwhelming,” there was nevertheless 
uncontroverted evidence that the appearance of the appellant’s packages 
had acquired a special significance identifying the appellant’s products. 
See Restatement of the Law, Torts, Section 741. To prove secondary mean- 
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ing in a trade dress, it was not necessary to show that the public knew 
the personal identity of the appellant. “[{I]t is the article itself and its 
good qualities which the public appreciates and which cause it to desire 
to get the genuine article made by the manufacturer who has established 
its reputation, rather than something made by someone else.” Saalfield 
Pub. Co. v. G. & C. Merriam Co., 238 F.1, 8 (7 TMR 110) (6 Cir., 1917). 
See also Upjohn Co. v. Wm. 8. Merrell Chemical Co., 269 F. 209 (11 TMR 
87) (6 Cir., 1920); 1 Nims, The Law of Unfair Competition and Trade- 
marks, 169-71 (4th Ed., 1947). 

Since federal jurisdiction in this case was based exclusively upon 
diversity of citizenship, the law of Michigan is controlling. American Auto 
Ass’n v. Spiegel, 205 F.2d 771, 98 USPQ 1 (43 TMR 1071) (2 Cir., 1953) ; 
L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649, 652, 102 USPQ 
94, 97 (3 Cir., 1954); but see Stauffer v. Exley, 184 F.2d 962, 87 USPQ 
40 (40 TMR 960) (9 Cir., 1950) ; Pagliero v. Wallace China Co., 198 F.2d 
339, 95 USPQ 45 (42 TMR 839) (9 Cir., 1952). See Maternally Yours, 
Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 540, footnote 1, 545, 110 
USPQ 462, 463, 467 (46 TMR 1509) (2 Cir., 1956). We find that the 
law of Michigan is consistent with the general law of unfair competition 
as refiected in the authorities cited, although the precise question in issue 
seems not to have come before the courts of that state. Federal Engineering 
Co. v. Grieves, 315 Mich. 326, 24 N.W.2d 138 (1946); Carbonated Bev- 
erages, Inc. v. Wisko, 297 Mich. 80, 297 N.W. 79 (1941). 

From what has been said it follows that the appellant is entitled to 
protection against the appellee’s use of packages closely simulating the 
appellant’s packages in arrangement and combination of printed and 
ornamental design as exemplified in its exhibits 3, 4, 7 and 8. To that end 
the judgment is set aside and the case remanded for further proceedings. 


SAFEWAY STORES, INCORPORATED v. SAFEWAY 
‘FURNITURE CO., INC. et al. 


No. 17553 — HW D. C., S. D. Calif., Central Div. —June 18, 1956 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Plaintiff sues to enjoin defendant from the use of the name SAFEWAY FURNITURE 
co. as an infringement of its name SAFEWAY STORES, INC. Plaintiff and its prede- 
cessors had operated a large chain of retail food and grocery stores under the name 
SAFEWAY for many years and had acquired a secondary meaning indicating plain- 
tiff’s organization, but where there is no competition between the products or the 
business plaintiff is not entitled to an injunction against the use of the word 
SAFEWAY as part of the name for a furniture company. 


Action by Safeway Stores, Incorporated v. Safeway Furniture Co., 
Inc., Safeway Furniture Co., Morris Rudner, Gerald Rudner, and Rose 
Rudner for unfair competition. Judgment for defendants. 
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Norman 8. Sterry, Henry F. Prince, Frederic H. Sturdy, Ira C. Powers, 
James R. Hutter, and Gibson, Dunn & Crutcher, of Los Angeles, Cali- 
fornia, for plaintiff. 

William B. Magid, of Hollywood, California, for defendants. 


WEsTovER, District Judge. 

This is an action for unfair competition. Plaintiff is the owner and 
operator of a large chain of retail food and grocery stores. The stores sell 
groceries, meats, vegetables, incidental notions, kitchen hardware, et cetera. 
Plaintiff and plaintiff’s predecessors since 1925 have been using the name 
SAFEWAY, and the name sAFEWAy has attained a secondary meaning in the 
Southern California area as indicating a retail food and grocery store, oper- 
ated by plaintiff organization. There is no question that in the minds of 
thousands of residents of Southern California the word saFEWAY means the 
SAFEWAY retail grocery and food stores operated by plaintiff. 

Sometime prior to 1952 there had been organized and operated in Van 
Nuys, California, a small furniture store which was and is now known as 
SAFEWAY FURNITURE ©O., INC. In April, 1952, defendant Morris Rudner 
purchased an interest in the Safeway Furniture Co., Inc., and one year 
later he bought out his co-owners, so that after April 1, 1953, he owned the 
Safeway Furniture Co., Inc. in Van Nuys in its entirety. Since that date 
he has conducted the business under the name of SAFEWAY FURNITURE CO., 
Inc. He did not attempt to change the name, inasmuch as it would entail 
considerable expense to change the name, signs, stationery, et cetera, in 
connection therewith. 

This action was filed on December 1, 1954. Plaintiff alleges unfair 
competition in the use of the name sarEway. After an extensive hearing 
in this matter the Court will find the word sareway has a secondary mean- 
ing in Southern California, including the Van Nuys area, but there is no 
evidence of any kind that defendant has attempted to trade upon the repu- 
tation and name of plaintiff. 

The Court will also find there is no competition between the Safeway 
food markets and the Safeway furniture store. Although sareway has a 
secondary meaning in Southern California and although Van Nuys is a city 
within the area, nevertheless, the SAFEWAY organization of retail food and 
grocery stores does not have a SAFEWAY store within the city limits of Van 
Nuys, the nearest being approximately two miles distant from the defen- 
dant’s store. However, under present modern transportation facilities no 
doubt many persons living in Van Nuys patronize a saFeEway food and 
grocery market outside the city limits. There is no evidence in this case 
that there has been any confusion between the two stores, as no one testified 
they went into defendant’s store thinking it was plaintiff’s, or vice versa; 
and there has been no evidence that defendant at any time attempted to 
“palm off” any of his merchandise as being that of plaintiff. 
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It was plaintiff’s original contention that it had the exclusive right to 
the use of the name SAFEWAY. Inasmuch as there was no evidence of compe- 
tition or confusion between plaintiff and defendant the Court asked for 
memoranda of points and authorities relative to the right to restrain the 
use of the name in a non-competitive business. In its brief plaintiff now 
contends it can prevent any other retail establishment from using the word 
SAFEWAY, even though such establishment is not in direct competition with 
plaintiff. 

The problem thus presented to the Court is rather simple—Can the 
plaintiff monopolize the word sareway in relation to retail trade in South- 
ern California in the absence of competition? 

Plaintiff has cited a number of authorities to the Court, among which 
is the case of Phillips v. The Governor & Co., ete., 79 F.2d 971, in which at 
page 974, 27 USPQ 229, 232 (25 TMR 635), the Court says: 


“* * * defendant contends that there is no ‘competition’ between 
them, and therefore there can be no ‘unfair competition.’ This court, 
however, has carefully considered the question in Del Monte Special 
Food Co. v. California Packing Corporation, (C.C.A.) 34 F.2d 774, 
3 USPQ 15 (19 TMR 443), and has held that the two products need 
not be competitive. * * *” 


Plaintiff herein also relies upon a recent case of the Ninth Circuit, 
North American Air Coach Systems, Inc. v. North American Aviation, Inc., 
231 F.2d 205, 107 USPQ 68 (46 TMR 70). In that case the plaintiff claimed 
it had the sole and exclusive right to use the name NORTH AMERICAN in con- 
nection with airplanes and aviation. The Ninth Circuit points out that in 
the North American case there was overwhelming proof of confusion of 
source. Instances of actual confusion in the minds of the public were 
stacked high in the record. The trial court had also found the acts of defen- 
dant were designed, intended and calculated to cause confusion and had 
already misled numerous members of the general public. 

In the case at bar the Court expressly finds there has been no confu- 
sion in the minds of the public between plaintiff’s food and grocery stores 
and defendant’s furniture store, and there is no evidence that anyone has 
been misled because of similarity of the two names. 

In the North American case, supra, the Ninth Circuit holds that plain- 
tiff was entitled to the exclusive use of the term NORTH AMERICAN in the 
aviation industry. It certainly does not extend the exclusive use beyond 
the aviation industry. A casual examination of the Central Directory of 
the Los Angeles Telephone Exchange for June, 1956, indicates there are 
companies known as North American Accident Insurance Co. of Chicago, 
North American Car Corporation; North American Church Tenrikyo, 
North American Film Corporation, North American Industrial Engineers, 
Inc., et cetera. In fact, this directory gives the names of twenty-two com- 
panies using the words NORTH AMERICAN in their names. We cannot find 
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in reading the North American Air Coach Systems, Inc. case, supra, that 
the Court held plaintiff therein was entitled to the exclusive use of the 
name outside the aviation industry. 

In the case at bar the Court is of the opinion plaintiff is entitled to 
protection of its name SAFEWAY within the retail food and grocery industry 
in Southern California. The only question is whether defendant sarEway 
FURNITURE CO., INC. comes within the area of protection. Although plaintiff 
and its predecessors have been using the name SAFEWAY since 1925, never- 
theless, over the years the name has been used many, many times in other 
businesses. In 1925 there was a “Safeway Cleaners and Dyers”; in 1926 a 
“Safeway Auto Finance Co.” and a “Safeway Loan Company.” Since 1925 
there have been approximately ninety-six listings with the County Clerk 
of Los Angeles County of fictitious or corporate names in which the name 
SAFEWAY appears. An examination of the June, 1956 Central Directory of 
the Los Angeles Telephone Exchange indicates twenty firms now using 
the word saFEway in their titles. 

Plaintiff contends there does not have to be competition between the 
parties. However, this Court is of the opinion that the statement made by 
the Ninth Circuit in the Phillips case, supra, has been modified by later 
decisions of that court. In Robert C. Wian Enterprises, Inc. v. Persinger, 
229 F.2d 154, 108 USPQ 25 (46 TMR 199) (in which this Court dismissed 
the complaint on the ground that it appeared from the records and files 
there was no competition between the parties) the Circuit reversed, stating: 


“#* * * There seems to be little likelihood of confusion of identity 
of products, but upon a trial there may be some proof of confusion of 
source that entitled plaintiff to some relief. * * *” 





In Fairway Foods v. Fairway Markets, 118 F.Supp. 840, 99 USPQ 452 
(44 TMR 401), a case tried by this Court, the judgment was sustained by 
the Circuit, 227 F.2d 193, which said, at page 196, 107 USPQ 253, 255: 


“The evidence without conflict supports the trial court’s finding 
that there has been no confusion and that there is no likelihood of con- 
fusion because of the use by both parties of the word rarrway. * * * 
Perhaps the most important element of unfair trade is that there be 
competition in the sale of like merchandise and that there is, or is like- 
lihood of, confusion as to which competitive article is being pur- 
chased. * * *” 





In the case at bar the Court is of the opinion there is no competition 
between the parties hereto of like merchandise; there has been no confusion 
between the parties’ products, and there is little likelihood of confusion so 
long as plaintiff continues to operate retail food and grocery markets and 
defendant continues to operate a retail furniture store. We cannot agree 
with plaintiff that it is entitled to protection of the word saFEway in the 
entire retail business in Southern California. Its protection must be limited 
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to the retail trade definitely connected and associated with sale of commodi- 
ties usually found in a retail grocery and food store. 

Judgment is ordered in favor of defendant herein, who is required to 
prepare findings of fact, conclusions of law and judgment in conformity 
herewith for presentation to the Court on or before June 29, 1956. 


SAFEWAY STORES, INCORPORATED v. RUDNER 
No. 15294—C. A. 9—June 25, 1957 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Plaintiff and its predecessors having used the name SAFEWAY in connection 
with retail grocery and vegetable stores for many years, are held to have acquired 
a secondary meaning identifying plaintiff, and defendant’s use of the name 
SAFEWAY FURNITURE COMPANY constitutes unfair competition, entitling plaintiff to 
injunctive relief despite the fact that the parties were not directly in competition. 
The facts that others in California have used the name SAFEWAY since the adoption 
of the mark by plaintiff does not aid defendant. 


Action by Safeway Stores, Incorporated v. Morris Rudner for unfair 
competition. Plaintiff appeals from District Court for Southern District 
of California from judgment for defendant. Reversed. 

Case below reported at 47 TMR ——. 


Norman 8S. Sterry, Henry F. Prince, Frederic H. Sturdy, Ira C. Powers, 
James R. Hutter, and Gibson, Dunn & Crutcher, of Los Angeles, 
California, for appellant. 

William B. Magid, of Hollywood, California, for appellee. 


Before MATHEWS, CHAMBERS, and Barngs, Circuit Judges. 


MaTHEws, Circuit Judge. 

Cn December 1, 1954, in the United States District Court for the 
Southern District of California, Central Division, appellant, Safeway 
Stores, Incorporated, a Maryland corporation, brought an action against 
nine defendants—a California corporation and eight individual citizens 
of California, one of whom was appellee, Morris Rudner. Thereby appel- 
lant sought to enjoin appellee and his co-defendants from using the trade 
name SAFEway. Appellee and three of his co-defendants answered on 
December 23, 1954. The others did not answer. A trial was had on May 24 
and 25, 1956. On June 6, 1956, on motion of appellant, the action was 
dismissed as to appellee’s co-defendants, without prejudice. The District 
Court on June 18, 1956, filed an opinion’ and, on July 24, 1956 stated its 
findings and conclusions and entered a judgment ordering, adjudging and 
decreeing that appellant “take nothing by its complaint, or at all.” Appel- 
lant has appealed from the judgment. 


1. The opinion was entitled “Memorandum of Opinion,” 114 USPQ 211 (47 TMR 
1079). 
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The record discloses the following facts: 


Sam Seelig Company, a California corporation, was organized on 
August 14, 1914. It adopted the trade name sareway in 1925. Its own 
name was changed to SAFEWAY STORES, INCORPORATED, in 1925 and to SAFE- 
WAY STORES, INC., in 1934. It is hereafter called California Safeway Stores. 
From 1925 to December 31, 1942, California Safeway Stores was engaged 
in the business of operating retail stores in California and in that business 
used the trade name saAFEWAY. So far as the record shows, California Safe- 
way Stores was the first adopter and user, and hence the original owner, 
of the trade name SAFEWAY.’ 

Skagg-Safeway Stores, a Nevada corporation, was organized on August 
4, 1926, and, at the time of its organization, adopted the trade name 
SAFEWAY. Its own name was changed to Safeway Stores, Incorporated, in 
1928 and to Safeway Stores, ete., in 1941. It is hereafter called Nevada 
Safeway Stores. From 1934 to December 31, 1942, Nevada Safeway Stores 
was engaged in the business of operating retail stores in California and 
in that business used the trade name SAFEWAY. 

Appellant was organized on March 24, 1926, and, at the time of its 
organization, adopted the trade name SAFEWAY. From August 4, 1926 to 
December 31, 1942, California Safeway Stores and Nevada Safeway Stores 
were wholly owned subsidiaries of appellant. On December 31, 1942, Cali- 
fornia Safeway Stores and Nevada Safeway Stores transferred to appellant 
their assets and businesses, including good will and all of their right, title 
and interest in and to the trade name saFeway.’ Thereupon, on or as of 
December 31, 1942, California Safeway Stores and Nevada Safeway Stores 
were dissolved. At all times thereafter, appellant was engaged in the busi- 
ness of operating retail stores in California and in that business used the 
trade name sAFEWAY. Many of appellant’s retail stores were in Los Angeles 
County, California. 

Large sums of money were spent by appellant’s predecessors (Cali- 
fornia Safeway Stores and Nevada Safeway Stores) in and before 1942 
and by appellant in and after 1943 in advertising their retail stores, their 
businesses and the trade name SAFEWAY. As a result, the word sarEway— 
a combination of the words “safe” and “way”—acquired a secondary mean- 


2. Sections 14400-14402 of the California Business and Professions Code provide: 

“§ 14400. Ownership. Any person who has first adopted and used a trade name, 
whether within or beyond the limits of this State, is its original owner. 

§ 14401. Transferability. Protection accorded. Any trade name may be trans- 
ferred in the same manner as personal property in connection with the good will 
of the business in which it is used or the part thereof to which it is appurtenant, 
and the owner is entitled to the same protection by suits at law or in equity. 

§ 14402. Remedy for violation of rights. Any court of competent jurisdiction 
may restrain, by injunction, any use of trade names in violation of the rights 
defined in this chapter.” 

The chapter referred to includes §§ 14400-14405 of the California Business and 
Professions Code. 
3. See § 14401 of the California Business and Professions Code, supra. 
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ing, so that, in Los Angeles County and elsewhere, on June 22, 1950,* and 
at all times thereafter, the word SAFEway meant and referred to, and was 
generally understood by the public to mean and refer to, appellant’s retail 
stores and appellant’s business of operating retail.stores. On June 22, 
1950, and at all times thereafter, the trade name saFEway had a value 
greatly in excess of $3,000. 

From June 22, 1950, to April 3, 1952, Frank Kiefer and Sam Simms, 
calling themselves Safeway Furniture Co., were engaged in the business of 
operating a retail store at Van Nuys in Los Angeles County and in that 
business used the trade name saFEWAyY. On April 3, 1952, appellee acquired 
an interest in the Van Nuys store. Thereafter, until some time in 1953, 
Kiefer, Simms and appellee, calling themselves SAFEWAY FURNITURE CO., 
were engaged in the business of operating the Van Nuys store and in that 
business used the trade name sAFEWAY. In 1953, appellee acquired the in- 
terests of Kiefer and Simms in the Van Nuys store. At all times thereafter, 
appellee, calling himself Safeway Furniture Co., was engaged in the busi- 
ness of operating the Van Nuys store and in that business used the trade 
name SAFEWAY. 

The trade name SAFEWAY was not used by appellee or appellee’s prede- 
eessors (Keith and Simms) or either of them until long after its adoption 
and use by appellant’s predecessors. On April 3, 1952, and at all times 
thereafter, appellee knew that the trade name sarEwAy was appellant’s 
trade name. 

Appellant contended that appellee’s use of the trade name SAFEWAY 
constituted unfair competition and should be enjoined.’ Appellee con- 
tended that he and appellant were not competitors, and that therefore his 
use of the trade name SAFEWAY did not constitute unfair competition and 
should not be enjoined. The District Court agreed with appellee. We 
agree with appellant. 

As indicated above, appellant and appellee were operators of retail 
stores in Los Angeles County. As such, they were competitors. It is true 
that the goods they sold were not identical. In Los Angeles County, 
appellant sold groceries, meats, fruits, vegetables, other food products, 
kitchenware and household articles such as mops, brooms, floor wax and 
furniture polish. Appellee did not. Appellee sold furniture. Appellant 
did not sell furniture in Los Angeles County.* Thus, in Los Angeles 
County, appellant’s goods and appellee’s goods were not directly competi- 
tive. However, that fact did not justify appellee’s use of the trade name 
SAFEWAY or warrant the denial of relief to appellant ;’ nor does the record 
disclose any fact or facts justifying such use or warranting such denial. 


4. The date on which appellee’s predecessors (Kiefer and Simms) began using 
the trade name SAFEWAY. 

5. See $§ 14401 and 14402 of the California Business and Professions Code, supra. 

6. Appellant sold furniture in some of its stores in States other than California. 

7. Del Monte Special Food Co. v. California Packing Corp., 9 Cir., 34 F.2d 774, 
3 USPQ 15 (19 TMR 443) ; Horlick’s Malted Milk Corp. v. Horluck’s, 9 Cir., 59 F.2d 
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The record does show that, in Los Angeles County, names containing 
the word saFEWAyY have been used, not only by appellant, appellant’s prede- 
cessors, appellee and appellee’s predecessors, but by many others. This, 
however, is immaterial. The record does not show that the trade name 
SAFEWAY was used, in Los Angeles County or elsewhere, prior to its adop- 
tion and use by appellant and appellant’s predecessors. 

It is said that, although appellee used the trade name sareway, he did 
not use it for any fraudulent or illegal purpose or with any wrongful 
intent. This, however, is immaterial, if true.? Whether it is true or untrue 
need not be decided. 

It is likewise immaterial, if true, that, up to the time of the trial, 
appellant had suffered no actual loss or damage as a result of appellee’s 
use of the trade name sarFEwAY;°° for this was not an action for damages. 

The evidence showed that, when the action was brought and at all 
times thereafter, there was a likelihood—a probability, if not a certainty— 
that, unless enjoined, appellee’s use of the trade name sarFEway would 
greatly and irreparably damage appellant. That showing was sufficient to 
entitle appellant to injunctive relief.™ 

Judgment reversed and case remanded with directions to enter a judg- 
ment granting appellant injunctive relief against appellee, as prayed in 
the complaint, and awarding appellant its costs. 


13, 13 USPQ 296 (22 TMR 319) ; Phillips v. The Governor and Company of Adventurers 
or England Trading into Hudson’s Bay, 9 Cir., 79 F.2d 971, 27 USPQ 229 (25 TMR 
635); Stork Restaurant v. Sahati, 9 Cir., 166 F.2d 348, 76 USPQ 374 (38 TMR 431); 
Safeway Stores v. Dunnell, 9 Cir., 172 F.2d 649, 80 USPQ 115 (39 TMR 116); 
Sunbeam Furniture Corp. v. Sunbeam Corp., 9 Cir., 191 F.2d 141, 90 USPQ 43 (41 
TMR 818); North American Air Coach Systems v. North American Aviation, 9 Cir., 
231 F.2d 205, 107 USPQ 68 (46 TMR 70); Academy of Motion Picture Arts and 
Sciences v. Benson, 15 Cal. 2d 685, 104 P.2d 650, 46 USPQ 488 (30 TMR 563) ; Winfield 
v. Charles, 77 Cal. App. 2d 64, 175 P.2d 69; Jackman v. Mau, 78 Cal. App. 2d 234, 
177 P.2d 599, 73 USPQ 13 (37 TMR 153); MacSweeney Enterprises v. Tarantino, 
106 Cal. App. 2d 504, 235 P.2d 266, 91 USPQ 73 (41 TMR 1084). 

8. Del Monte Special Food Co. vy. California Packing Corp., supra; Stork Restau- 
rant v. Sahati, supra; Safeway Stores v. Dunnell, supra. 

9. Stork Restaurant v. Sahati, supra; Lane Bryant v. Maternity Lane, 9 Cir., 
173 F.2d 559, 81 USPQ 1 (39 TMR 299); National Van Lines v. Dean, 9 Cir., 237 F.2d 
688, 111 USPQ 165 (47 TMR 198). 

10. Horlick’s Malted Milk Corp. v. Horluck’s, supra; Stork Restaurant v. Sahati, 
supra; Lane Bryant v. Maternity Lane, supra; Mershon Co. v. Pachmayr, 9 Cir., 220 
F.2d 879, 105 USPQ 4 (45 TMR 560); National Van Lines v. Dean, supra; Academy 
of Motion Picture Arts and Sciences v. Benson, supra; Sun-Maid Raisin Growers of 
California v. Mosesian, 84 Cal. App. 485, 258 P. 630; Winfield v. Charles, supra; 
MacSweeney Enterprises v. Tarantino, supra. 

11. See cases cited in footnotes 7-10. 
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UNITED STATES v. GUERLAIN, INC.; UNITED STATES v. 
PARFUMS CORDAY, INC.; UNITED STATES v. 
LANVIN PARFUMS, INC. 


Nos. 93-267-9 —D. C., S. D. New York — July 9, 1957 


TARIFF AcT or 1930—IMPORTATIONS UNDER § 526 
ANTITRUST LAws 

Consolidated action for violation of Section 2 of Sherman Act against three 
American companies, each exclusive importer of original French firm. Products 
sold in United States under trademarks identical with those used by French com- 
pany. French company granted exclusive sales rights in United States and trans- 
ferred trademark rights to enable American concern to secure trademark registra- 
tions here. Each has filed certificate with Customs under Section 526 of Tariff Act 
to exclude competitive importation of same products sold abroad by foreign manu- 
facturer which government claims constitutes illegal monopolization. Evidence 
shows each defendant and its French counterpart to be a single international enter- 
prise. Section 526 is available to independent American trademark owner who 
registers mark of foreign producer in his own name, to prevent importation of 
authentic products by others but not where importer is part of such international 
enterprise, since then it constitutes illegal monopolization. Evidence shows that 
sales of perfume depend on famous trademark and that defendants here inten- 
tionally and illegally excluded competition. Purchasers from the French part of 
the enterprise are prevented, by utilization of Section 526, from competing in the 
United States with the American part of the same enterprise. Except for the uti.i- 
zation of Section 526, American merchants could buy in France the identical trade- 
marked items and sell them in the United States at substantially lower prices than 
those charged by defendants and differential is not explained by transportation 
charges and advertising expenses of exclusive importer. 


Actions for violation of Sherman Act by the United States v. Guerlain, 
Inc.; United States v. Parfums Corday, Inc.; United States v. Lanvin Par- 
fums, Inc. Judgments for plaintiff. 


Paul W. Williams (Joseph F. Newlin of counsel) for plaintiff. 

Shearman, Sterling & Wright (Charles C. Parlin, Jr., of counsel) of New 
York, N.Y., for Guerlain, Inc. 

Joseph L. Hechman, of New York, N.Y., for Parfums Corday, Inc. 

Jay Leo Rothschild, of New York, N.Y., for Lanvin Parfums, Inc. 


EDELSTEIN, District Judge. 

In three separate but similar civil action consolidated for trial to the 
court without a jury, the Government charges each of the three defendants 
with a violation of §2 of the Sherman Act, 15 U.S.C. §2. There is no 
allegation of conspiracy. The defendants are American corporations? 
marketing trademarked toilet goods? of better quality and relatively high 


1. Guerlain, Inc. and Parfums Corday, Inc. are organized under the laws of the 
State of New York and Lanvin Parfums, Inc. are organized under the laws of the 
State of Delaware. 

2. The term “toilet goods” as defined in the complaint includes perfumes, colognes, 
toilet waters, bath preparations and similar products; however, the business of the 
defendants is mainly in perfumes, colognes and toilet waters. 
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price. Each of the American companies is closely associated with a French 
company that originated the trade name, first marketed products under 
the trademarks and supplies the products, manufactured under secret 
formulae, sold by the American company, or the essential ingredients of 
those products. The Government alleges that, in each case, the American 
company and the French company constitute a single international enter- 
prise. The toilet goods sold in the United States by the defendants are 
obtained from the French companies in packaged form ready for sale, 
or in bulk and bottled in the United States, or compounded in the United 
States by adding alcohol to the essences or concentrates obtained from the 
French company. These products are sold in the United States under trade- 
marks identical with those used by the French company upon similar prod- 
ucts, and the advertising emphasizes the prestige factor of origin with 
Parisian perfumers. 

In each case the French company has given to its associated American 
company an exclusive right to distribute its products in the United States 
and has transferred to the American company trademark rights intended 
to be sufficient to justify registration in the United States Patent Office 
on the basis of a claim of ownership by the American company.* And each 
of the defendants has filed with the Bureau of Customs, United States 
Treasury, certificates of registration of certain trademarks for the purpose 
of preventing the competitive importation of products bearing those trade- 
marks without the written consent of the American registrant, under the 
terms of § 526 of the Tariff Act of 1930.* 

The Government takes the position that such utilization of § 526 by 
each defendant is unwarranted and constitutes a violation of §2 of the 
Sherman Act: an attempt to monopolize and a monopolization of the im- 
portation into and sale within the United States of these trademarked prod- 
ucts, by preventing the importation and reselling by others who purchase 
such goods from the French company that forms but the foreign part of a 
single international enterprise with a defendant. 

Most of the factual questions in the case were disposed of by stipula- 
tion and the remaining proof was largely documentary. Left for decision 
are the following issues: (1) the factual issue of whether for each defen- 
dant and its associated French company, there exists a single international 
enterprise; (2) the legal issue of whether, where such a single international 
enterprise is found, the American part of that enterprise may exclude the 
competitive importation of the trademark products sold abroad by the 
French part of the enterprise, under the provisions of § 526 of the Tariff 
Act of 1930; (3) the legal issue of whether, if a defendant is not authorized 
to exclude competitive imports under § 526, conduct in doing so constitutes 
monopolization under § 2 of the Sherman Act; and (4) involved in the 


3. The Government does not, in these cases, challenge the right of the defendants 
to register their trademarks with the Patent Office. 
4. 46 Stat. 741, 19 U.S.C, § 1526. 
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legal issue of monopolization under the Sherman Act, the factual issue con- 
nected with the determination of the relevant market, the issue of the 
uniqueness of the defendants’ products. 


1. Relations between defendants and their associated French companies 


I have found as a fact in each case, beyond any gnawing doubt, that 
the defendant and its French counterpart constitute a single international 
enterprise. In order to avoid any undue extension of this opinion, reference 
is made to the appended specific findings of fact.’ The defendants, with 
varying degrees of vigor, deny integral existence with their foreign asso- 
ciates, but an examination of the facts leaves the denials utterly unconvic- 
ing. The asserted independence is contrived and the “corporate veil” is 
easily pierced by the merest glance through the forms of the business or- 
ganizations to the realities of the relationships. See United States v. Reading 
Co., 253 U.S. 26, 62-63. 


2. §526 of the Tariff Act of 1930 


The Government urges a construction of § 526 of the Tariff Act of 1930 
that is not to be derived from a literal reading of the words of the statute. 
Subsection (a) of § 526 reads as follows: 


“Tt shall be unlawful to import into the United States any mer- 
chandise of foreign manufacture if such merchandise, or the label, sign, 
print, package, wrapper, or receptacle, bears a trademark owned by a 
citizen of, or by a corporation or association created or organized 
within, the United States, and registered in the Patent Office by a 
person domiciled in the United States, under the provisions of sections 
81 to 109 of Title 15, and if a copy of the certificate of registration 
of such trademark is filed with the Secretary of the Treasury, in the 
manner provided in section 106 of said Title 15, unless written consent 
of the owner of such trademark is produced at the time of making 
entry.” 


The Government contends that this provision may apply only to the ad- 
vantage of an independent American trademark owner which may, by reg- 
istering a trademark of a foreign producer in its own name, prevent the im- 
portation of authentic products by anyone else. But it is argued that the 
provision does not apply to the American part of a single international 
enterprise to enable it to prevent the importation into the United States of 
authentic products sold abroad by the foreign part of the enterprise. De- 
spite the absence of specific language to that effect in the legislation, I am 
constrained to agree, in view of the litigated history of the issue involved 
and of the legislative history of the section. 


5. In the Guerlain case, see Findings of Fact 13, 14, 15 and 16; in the Corday 
case, see Findings of Fact 15, 16, 17, 18 and 19; in the Lanvin case see Findings of 
Fact 2, 13, 14, 15 and 16, 
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The first statutory limitation on trademarks borne by imported articles 
was § 27 of the Trademark Act of 1905° which later became, substantially, 
§ 42 of the Lanham Act.’ Prior to 1905 it was held that a person who 
purchased exclusive United States rights to a trademark identifying im- 
ported merchandise did not have an infringement remedy against a com- 
petitor who imported goods bearing the same trademark bought from the 
foreign manufacturer. Apollinaris Co. v. Scherer (C.C.S.D.N.Y.), 27 F. 18. 
After the enactment of § 27 of the 1905 Act, which prohibited the importa- 
tion of merchandise bearing a mark “which shall copy or simulate a trade- 
mark registered in accordance with the provisions of this Act * * *”, the 
same result was obtained, the section being restricted to spurious goods. 
Fred Gretsch Mfg. Co. v. Schoening (2 Cir.), 238 F. 780 (7 TMR 1). The 
Court of Appeals for the Second Circuit followed these precedents in the 
ease of Bourjois v. Katzel (2 Cir.), 275 F. 5389 (11 TMR 211), involving 
a French manufacturer of face powder which sold plaintiff its American 
business, including trademarks. The plaintiff continued to import the 
French powder and to sell it in boxes similar to the French ones. The 
defendant purchased the same product from the French firm abroad and 
sold it in the original French boxes. The court held that there was no 
infringement. The case went to the Supreme Court which, after a consider- 
able delay of decision, reversed the Court of Appeals, 260 U.S. 689. In 
Bourjois v. Aldridge, 263 U.S. 675, the Court adhered to Katzel and held 
that where an American trademark was so infringed, the Collector of 
Customs was required by § 27 of the Act of 1905 to exclude products with 
infringing marks. 

However, prior to the decision of the Supreme Court in the Katzel case, 
§ 526 of the Tariff Act of 1922,* currently § 526 of the Tariff Act of 1930, 
was passed by Congress. The record of the Congressional debate is brief, 
with the inclusion of § 526 being characterized as “midnight amendment” ® 
and with floor debate in the Senate limited to ten minutes.’ Nevertheless, 
it appears from that debate that the purpose of the section was to vrotect 
the rights of Americans who bought foreign trademarks and that it was 
aimed at the Katzel decision in the Court of Appeals, involving an American 
trademark owner independent of the foreign manufacturer.‘ That this 
was obviously the target of the legislation was pointed out by Judge 
Learned Hand in Coty v. Le Blume Import Co. (D.C.S.D.N.Y.), 292 F. 
264, 269, and by Judge Augustus N. Hand in Sturges v. Pease (2 Cir.), 
48 F.2d 1035, 1037, 8 USPQ 375, 376-377 (21 TMR 283). 


33 Stat. 730. 
60 Stat. 440 (1946), 15 U.S.C. § 1124. 
. 46 Stat. 975. 
9. 62 Cong. Rec. 11602. 
10. Id. at 11585. 
11. Id. at 11602-11605. However, the fact situation of the Katzel case was mis- 
represented to be a situation where the firm which sold the trademark rights was the 
one seeking to import the trademarked product. Id. at 11605. 
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The Supreme Court, in reversing the Court of Appeals in the Katzel 
ease, did not refer to §526. But one basis for the decision was that the 
defendant’s use of the French trademark could harm the plaintiff’s reputa- 
tion, because the trademark so used in this country did not truly indicate 
the origin of the goods; for the trademark in the United States indicated 
that the goods came from the plaintiff. It can hardly be claimed by the 
defendants in the cases at bar that the trademarks indicate an origin with 
them in the United States, inasmuch as the whole burden of their advertis- 
ing is to emphasize French origin. A competing importer’s identical toilet 
goods coming from the French part of the international enterprise could in 
no way harm a defendant’s good will and reputation, as was stated to be 
possible in the Katzel case. 

The defendants press the legislative history of §526 negatively. In 
1954, certain proposals of the Treasury Department were introduced in 
Congress to prevent affiliated concerns from invoking the import prohibi- 
tions.’7 From the fact that the amendments were not enacted into law, 
the defendants argue that they, embodying substantially the Government’s 
position in these cases, were “rejected” by Congress. But actually the pro- 
posals were withdrawn, and from this situation I am able to derive no 
ulterior significance. The reasons for the withdrawal are not clear,’® and 
nothing appears to prevent a re-introduction’ and possible future enact- 
ment. If the failure of enactment of every amendment offered for the con- 
sideration of Congress were necessarily held to shed light on the legislation 
sought to be amended, the search for Congressional intention would be 
endless and fruitless.*® 

But the defendants insist that it would destroy the very essence of the 
trademark and the property values represented by it to permit those who 
do not contribute to the good will, identified with the mark, nevertheless, to 
divert that good will to themselves, on a “free ride”. The argument is 
one for the protection of advertising expenditures and expected profits not 
necessarily related to good will. Obviously advertising is for the purpose 
of building good will, but the defendants make an exclusive American 
market an element of that good will. The exclusive right to sell in the 


12. For the form of the proposed legislation, see Note 64 Yale L.J. 557 (1955) 
footnote 17 at page 560. 

13. Counsel for the Government suggested at oral argument that at the time of the 
proposed amendments it was the purpose of the Administration to make a far-reaching 
custom simplification, and the sponsor of the amendments, the Treasury Department, 
withdrew them in order to avoid controversy that might becloud the Administration’s 

urpose. 
Pid. It was stated at oral argument that one or two further bills have been intro- 
duced at the present session of Congress. 

15. See the dissenting opinion of Mr. Justice Frankfurter in Schwegmann Bros. 
v. Calvert Corp., 341 U.S. 384, 397 (41 TMR 545). It was widely assumed for many 
years that the Miller-Tydings Amendment to §1 of the Sherman Act, 50 Stat. 693, 15 
U.S.C. §1, authorized State acts with “non-signer” provisions, and amendments offered 
to remove such presumed authorization failed of enactment. The Supreme Court held, 
nevertheless, that “non-signer” provisions were not authorized by the Miller-Tydings 
Amendment. 





1092 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


American market on the part of an international concern exploiting world 
markets is not an element of good will except in so far as it may be made 
so artificially by import prohibitions. A competing importer selling iden- 
tical merchandise under the same trademark would not be a “pirate” or a 
“cheat”. The public would not be deceived about the authenticity or origin 
of the product and the reputation of the trademark owner could not suffer 
from the marketing of inferior merchandise under his mark. Even the 
trademark owner’s advertising expenses bear fruit, in some measure, from 
the activities of the “free riders”, for the international enterprise reaps 
some benefit from all sales.1° That the defendants may be disappointed in 
their expectations of profit from an exclusive domestic market, after having 
made substantial expenditures for advertising, involves not the diversion 
of their good will or the repudiation of their trademark rights, but the 
denial of a special privilege. And I am not persuaded that it was the inten- 
tion of Congress to grant such a special privilege for the benefit of an 
international enterprise.” 

Moreover, to ascribe such an intention to Congress wou!d have the effect 
of reading into the legislation an implied exception to the Sherman Act. 
Indeed, the defendants maintain, as a reason why they should not be held 
in violation of the Sherman Act, that their conduct is under the legal license 
of §526. Assuming a case where the products involved are unique so as 
to constitute a relevant market in themselves, a construction permitting 
the American part of a single international enterprise to exclude imports 
by purchasers from the foreign part of the enterprise would authorize 
monopolization by permitting a manufacturer to prevent purchasers of 
his merchandise from competing with him.’* See United States v. Klearflax 
Linen Looms, 63 F.Supp. 32; ef. FTC v. Beech-Nut Packing Co., 257 USS. 
441 (12 TMR 39). But exemptions from the operation of the antitrust laws 
are explicitly made by Congress,’® and repeals by implication are not 
favored. “The intention of the legislature to repeal ‘must be clear and 
manifest.’ * * * There must be ‘a positive repugnancy between the provi- 
sions of the new law, and those of the old; and even then the old law is 
repealed by implication only pro tanto to the extent of the repugnancy.’ ” 
United States v. Borden Co., 308 U.S. 188, 198-99; Georgia v. Pennsylvania 
R. Co., 324 U.S. 439; United States Alkali Export Association, Inc. v. United 
States, 325 U.S. 196. I find no “clear and manifest” intention on the part 
of Congress to limit the scope of the Sherman Act for the benefit of an 


16. See Developments in the Law—Trademarks and Unfair Competition, 68 Harv. 
L. Rev. 814, 915-16 (1955). 

17. “The rationale underlying trademark protection does not support the exclusion 
of genuine products by independent American trademark owners any more than it sup- 
ports exclusion by related importers.” Note, 64 Yale L.J. 557, 567 (1955). But § 526 
was passed specifically to protect independent American trademark owners from the 
importation of authentic products. 

18. See discussion under §2 of the Sherman Act’, infra. 

19. For a listing of Acts containing specific exemptions from the antitrust laws, 
see United States v. du Pont § Co., 351 U.S. 377, footnote 14 at page 388. 
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international enterprise by means of § 526, and to construe that section 
in accordance with the purpose disclosed by the history detailed avoids 
a “positive repugnancy” in favor of a harmonious consistency between the 
two laws. See Takao Ozawa v. United States, 260 U.S. 178, 194. 


3. §2 of the Sherman Act 


The charge of illegal monopolization requires a finding of monopoly 
power and a finding of intent to monopolize, American Tobacco Co. Vv. 
United States, 328 U.S. 781, or, obviously, an actual exercise of the power. 
Inasmuch as monopoly power is “the power to control prices or exclude 
competition * * *”, United States v. du Pont & Co., 351 U.S. 377, 391, 
it must be determined by defining the market and assessing the defendant’s 
power in that market. In the definition of the relevant market, the defen- 
dants maintain that the recent decision in the cellophane case, United 
States v. du Pont & Co., supra, is dispositive. In that case the majority 
opinion stated: “[W]here there are market alternatives that buyers may 
readily use for their purposes, illegal monopoly does not exist merely be- 
cause the product said to be monopolized differs from the others. If it were 
not so, only physically identical products would be a part of the market. 
* * * What is called for is an appraisal of the ‘cross-elasticity’ of demand in 
the trade.” *° “The ‘market’ which one must study to determine when a 
producer has monopoly power will vary with the part of commerce under 
consideration. The tests are constant. That market is composed of products 
that have reasonable interchangeability for the purposes for which they are 
produced—price, use and qualities considered.” ?1 And it is argued that 
the defendants’ products vie in a highly competitive market with each 
other and with similar products of numerous other manufacturers, products 
that are highly comparable and reasonably interchangeable for the purposes 
for which they are produced, considering price, use and quality.?* It is 
therefore submitted that the cellophane case conclusively precludes the con- 
sideration of the trademarked products of any one manufacturer as a 
relevant market. 

But the du Pont case also pointed that “[t]}he varying circumstances 
of each case determine the result * * *”,”* citing in a footnote Maple 
Flooring Assn. v. United States, 268 U.S. 563, 579: 


“Tt should be said at the outset, that in considering the applica- 
tion of the rule of decision in these cases to the situation presented by 


20. United States v. du Pont & Co., 351 U.S. 377, 394. 

21. Id. at 404. 

22. About 90 different manufacturers sell over 408 perfumes of different names in 
the United States, and of these manufacturers, 61 sell toilet goods in the same price 
range as the toilet goods sold by the defendants. Based on retail sales prices, the total 
annual sale in the United States of toilet goods in the same price range as defendants’ 
products is approximately $120,000,000, with $3,500,000 accounted for by Guerlain, 
$2,000,000 by Corday and $6,000,000 by Lanvin. 

23. United States v. du Pont § Co., 351 U.S. 377, 395. 





THE TRADEMARK REPORTER Vol. 47 T. M.R. 


this record, it should be remembered that this Court has often an- 
nounced that each case arising under the Sherman Act must be deter- 
mined upon the particular facts disclosed by the ‘record, and that the 
Opinions in those cases must be read in the light of their facts and of a 
clear recognition of the essential differences in the facts of those cases, 
and in the facts of any new case to which the rule of earlier decisions 
is to be applied.” 


The product involved in the du Pont case, cellophane, was a raw material 
for use by manufacturers in packaging their products. In determining 
whether to use cellophane or some other flexible packaging material, manu- 
facturers were guided by careful and objective considerations of utility and 
price. As the district court found in that case, a finding sustained by the 
Supreme Court, there was a great sensitivity of customers in the flexible 
packaging markets to price or quality changes. Thus, small variations in 
price or quality would induce a manufacturer to shift from one flexible 
packaging material to another, in accordance with a balance of all the 
utilities toward the achievement of the most efficient economic operation. 
But the products involved in the cases at bar do not compete with each 
other on such terms. Although each perfume is manufactured under a 
secret formula and possesses a distinctive fragrance, there is nevertheless 
undisputed testimony that many purchasers are unable to distinguish be- 
tween the different scents of various perfumes. Indeed, Guerlain insists 
that it competes not only with other fragrances, but also with fragrances 
that an average customer could not distinguish from its products. For a 
good perfumer can, it appears, and frequently does come so close to repro- 
ducing another fragrance that the average person cannot distinguish be- 
tween the two. There is even evidence in the record of expert difference 
of opinion in the classification of individual scents. 

From these facts the defendants would draw the conclusion of the sub- 
stantial fungibility of their products with innumerable others, so that the 
relevant market must be considered to constitute not one single brand but 
the aggregate of products of similar price and quality. But this conclu- 
sion, I feel, ignores certain other meaningful evidence, evidence that came 
from defendants’ witnesses. This evidence supports the conclusion that 
the most important element in the appeal of a perfume is a highly exploited 
trademark. There seems to be agreement that no quality perfume can be 
successfully marketed without a famous name. It would appear that, to a 
highly significant degree, it is the name that is bought rather than the 
perfume itself. This fact gives the market a rigidity not found in the 
cellophane case. In applying its test of market to cellophane, the Supreme 
Court said: 


“An element for consideration as to cross-elasticity between prod- 
ucts is the responsiveness of the sales of one product to price changes 
of the other. [Footnote omitted.] If a slight decrease in the price of 
cellophane causes a considerable number of customers of other flexible 
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wrappings to switch to cellophane, it would be an indication that a 
high cross-elasticity of demand exists between them; that the products 
compete in the same market.” ** 


There is no evidence in the cases at bar on responsiveness of the sales of one 
product to the price changes of another. But there is evidence, not disputed, 
that the leading perfume of one of the defendants would not sell satisfac- 
torily if offered under an unknown name without national advertising. 
There is agreement that this result would prevail for any quality perfume 
similarly offered. And it would be fair to conclude from the evidence that 
an unexploited product, packaged and merchandised without its trademark, 
would have a negligible effect on the sales of the same produc¢t, exploited 
and trademarked, even though the former may be sold at a substantial price 
differential from the latter. The kind of cross-elasticity discussed by the 
Supreme Court in the cellophane case does not exist for perfumes bearing 
the names and trademarks of the defendants. Objectively, the products 
may be more than reasonably interchangeable with others. But the lack of 
objectivity in consumer demand impairs the basis of interchangeability 
and negates a finding of cross-elasticity. 


The cases at bar are distinguishable from the cellophane case, in the 
search for the relevant market, in another important particular. For in 
these cases the defendants conducted themselves in accordance with a 
specific intention to exclude competitors and to control prices. This con- 
sideration was absent from the du Pont case. Indeed, the Supreme Court 
distinguished this situation and said: “Illegal monopolies under §2 may 
well exist over limited products in narrow fields where competition is elim- 
inated.” 75 In the footnote to that statement,”* the cases set out as illustra- 
tive of the principle were (with one exception) attempt and conspiracy 
eases, rather than monopolization cases. The defendants have been charged 
with attempt to monopolize as well as with monopolization, but inasmuch 
as the attempts in the markets contended for by the Government have been 
completely successful, it is perhaps inaccurate to speak of attempts. Never- 
theless, the cases are much more closely akin to attempt and conspiracy 
eases than they are to a monopolization case like the cellophane case. The 
most singular and certainly the most indisputable element in the cases is the 
intentional exclusion of potential competitors through the instrumentality 
of §526. The exclusion of competition is the essence of monopoly. If my 
opinion about §526 is correct, the defendants have intentionally and 
illegally excluded competition. The means were not illegal in the sense of 
immoral, predatory and bad faith practices familiar in many cases, but 
they were not “honestly industrial” ** in that they were actuated solely 


Id. at 400. 

Id. at 395. 

Ibid. (footnote 23). 

United States v. Aluminum Co. of America (2 Cir.), 148 F.2d 416, 431, 65 
USPQ 6, 21. 
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by a desire to prevent competition. In cases where there is no specific intent 
to exclude competition, even maneuvers “honestly industrial” having an 
exclusionary effect may supply the requisite purpose and intent for a finding 
of monopolization,”® though the market may not be narrowly defined. 
Where, however, exclusionary conduct demonstrates a specific intent to 
prevent competition, the analogy to the attempted conspiracy cases is 
forceful. The fact that an attempt is successful is hardly reason to destroy 
the analogy, and a limited definition of the market is therefore appropriate. 
See Turner, Antitrust Policy and The Cellophane Case, 70 Harv. L. Rev. 
281 (1956). 

But the defendants cite two recently decided cases as holding that the 
product of a single manufacturer cannot constitute a relevant market. 
Schwing Motor Co. v. Hudson Sales Co., 188 F.Supp. 899, aff’d per curiam 
(4 Cir.) 239 F.2d 176, and Webster Motor Car Company v. Packard Motor 
Car Co. 135 F.Supp. 4, reversed (D.C., Cir.) 243 F.2d 418.2° The Schwing 
case, which was substantially followed by the Court of Appeals for the 
District of Columbia in the Webster case, involved an alleged combination 
or conspiracy by means of an agreement between an automobile manu- 
facturer and a retail dealer, pursuant to which the manufacturer refused 
to renew expiring agreements with two other dealers, thus giving one dealer 
a “virtual monopoly” of the sale of one make of the automobiles within 
one city. In the first place, it would seem that the element of cross-elas- 
ticity of demand for automobiles is much greater than for tighly exploited, 
trademarked perfumes, or that, in any event, the automobile market does 
not possess the rigidity of the quality perfume market, as discussed. But 
more significantly, Chief Judge Thomsen, whose opinion in the district court 
was adopted as the opinion of the Court of Appeals for the Fourth Circuit, 
pointed out that every manufacturer has a natural and complete monopoly 
of his particular product, especially when sold under his own private brand 
or trade name, and he may sell his product as he chooses, exercising his 
own independent discretion about the parties with whom he will deal. 
United States v. Colgate & Co., 250 U.S. 300. He may reduce the number 
of his dealerships in any area, and, obviously, if he chooses to do so he will 
discuss the matter with the dealer or dealers whom he wishes to retain. 
“To say that a manufacturer may legally decide to reduce the number of 
its dealers in a given area if it does not discuss the matter with the dealers 
beforehand, but violates the anti-trust laws if it does discuss the matter 
with them before the new agreements are made, ignores the realities.” *° 
But Judge Thomsen went on to say that a horizontal arrangement between 
competitors to effect the same purpose would be invalid, for that would 


28. American Tobacco Co. v. United States, 328 U.S. 781, 813-14, quoting from 
the Alcoa case. 

29. See also Arthur v. Kraft-Pheniz Cheese Corp., 36 F.Supp. 824. 

30. 138 F.Supp. at page 906; but see the dissent of Judge Bazelon in the Webster 
case, supra, in which he takes the position that the manufacturer’s decision to sell 
through an exclusive dealer is unlawful unless made unilaterally. 
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constitute a true conspiracy, notwithstanding that its subject matter would 
be a relatively minor brand, constituting about 2% of the automobiles sold 
in the city, in a highly competitive market. Nor could a manufacturer, 
without the element of conspiracy, seek to monopolize by preventing pur- 
chasers of his merchandise from competing with him. United States v. 
Klearflex Linen Looms, 63 F.Supp. 32; ef. FTC v. Beech-Nut Packing Co., 
257 U.S. 441.*: This situation does not present a case of the natural monop- 
oly that a manufacturer has in his own product, but an extension of such 
a monopoly. Neither the Schwing case nor the Webster case involved an 
effort of a manufacturer to extend the natural monopoly of his own product. 

The defendants stress heavily the sentence in the cellophane case that 
the “* * * power that, let us say, automobile or soft-drink manufacturers 
have over their trademarked products is not the power that makes an illegal 
monopoly.” ** But such power of the defendants over their trademarked 
products is not here under attack. What is under attack is, in effect, an 
attempt (successfully executed) by each defendant, as a part of a single 
international business enterprise to limit the resale of its products for the 
express purpose of excluding competition and controlling prices. Purchas- 
ers from the French part of the enterprise are prevented, by means of the 
utilization of § 526, from competing in the United States with the American 
part of the same enterprise. Such exclusion, if it were accomplished by 
agreement, would violate §1 of the Sherman Act. For, “[a] distributor 
of a trademarked article may not lawfully limit by agreement, express or 
implied, the price at which or the persons to whom its purchaser may resell, 
except as the seller moves along the route which is marked by the Miller- 
Tydings Act.” United States v. Bausch & Lomb Co., 321 U.S. 707, 721, 61 
USPQ 61, 67 (34 TMR 158), quoted in United States v. McKesson & Rob- 
bins, 351 U.S. 304, 310. These defendants have achieved the same result 
unilaterally, without agreement, with the effect of expanding their trade- 
mark monopolies beyond their proper scope. In the cellophane case there 
was no evidence that du Pont had attempted to control the use or resale 
of cellophane, and there is nothing in the case to indicate that the power 
of a manufacturer of a trademarked product may not be expanded into an 
illegal monopoly. It is in the context of the extension of a statutory monop- 
oly into illegal proportions by deliberately exclusionary conduct that the 
relevant market must be defined. 

With the relevant market defined as the trademarked toilet goods of 
each defendant, there can be no doubt about the possession and exercise 
by each of them of monopoly power. Monopoly power is “the power to 
control prices or exclude competition.” ** That this power has been exten- 


31. The Beech-Nut case directly involved the Federal Trade Commission Act and 
involved the Sherman Act indirectly in that the publie policy embodied in that Act 
was considered in determining what were unfair methods of competition within the 
Federal Trade Commission Act. 

32. United States v. du Pont & Co., 351 U.S. 377, 393. 

33. Id. at 391. 
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sively utilized by the defendants is obvious. Each of them intentionally 
excludes potential competitors from dealing, in the United States, in the 
products sold abroad by the French part of its enterprise. The result has 
been the maintenance of substantial price differentials in the United States 
and in France—price levels so different that the removal of their artificial 
protection would threaten defendants’ American monopolies. For it is clear 
that the price differentials are sufficient to make competitive dealing in 
these products profitable. The defendants argue the inaccuracy of this 
conclusion by citing the cost of promotional and administrative expenses 
of their American businesses, expenses that largely make up the price dif- 
ferentials, and without which there could be no profitable business in any 
event. But the evidence of these expenses, admitted upon the trial, I now 
find to be irrelevant. If price differentials may not be maintained under the 
Sherman Act by means of the exclusion of competition, the expenses that 
the defendants choose to undertake may not be offered in exculpation. The 
economic justification of expenses furnishes no legal justification for price 
differentials resulting from an illegal monopoly. 

Accordingly, I append findings of fact and conclusions of law separately 
in each case, substantially as submitted by the Government, holding that 
each defendant is in violation of §2 of the Sherman Act, entitling the 
Government to relief in the form of an order enjoining the continuation of 
the conduct constituting the violation. Proposed decrees may be filed within 
30 days from the date of the filing of this opinion and a hearing will there- 
after be scheduled upon due notice. 


Finpines or Fact 


1. The defendant in this action, Guerlain, Inc., hereinafter referred 
to as “American Guerlain”, is a New York corporation with its principal 
place of business within the Borough of Manhattan, New York City. 


2. American Guerlain transacts business within the Scuthern District 
of New York and is found therein. 


3. The acts hereafter found to have been done by American Guerlain 
were authorized, ordered or done by officers, agents or employees of Ameri- 
ean Guerlain. 


4. The term “toilet goods”, as used herein, comprehends perfumes, 
colognes and toilet waters. Not less than 90% of the business of American 
Guerlain is in the sale and distribution of distinctive lines of such toilet 
goods, which are obtained, processed and packaged as found hereafter 
(Findings 5 and 6). These distinctive lines of toilet goods are sold and dis- 
tributed by American Guerlain from its place of business in New York City 
to retailers and other customers located throughout the United States. 
American Guerlain markets its distinctive lines of toilet goods under vari- 
ous United States trademarks, hereinafter referred to as “Guerlain United 
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States trademarks”, which are registered in the United States Patent Office 
under its name. 


5. All perfumes sold and distributed in the United States by American 
Guerlain are manufactured in France by Societe Guerlain of Paris, France, 
a “Societe en Nom Collectif” under the laws of France, hereinafter referred 
to as “French Guerlain”. American Guerlain obtains these perfumes from 
French Guerlain, imports them into the United States and packages them 
in containers obtained in the United States for sale and distribution 
throughout the United States. 


6. The colognes and toilet waters sold in the United States by Ameri- 
ean Guerlain are prepared by blending alcohol with essences obtained from 
French Guerlain and imported from France. The distinctive character and 
quality of a cologne or toilet water is governed by the essence used and the 
proportion in which it is combined with alcohol, since the alcohol is substan- 
tially uniform in quality and character as used in toilet goods of comparable 
quality. These essences are manufactured from flower oils and other fra- 
grance products in accordance with secret formulae and, when combined 
with alcohol in appropriate proportions, impart the characteristic and dis- 
tinctive fragrance to the colognes and toilet waters processed by American 
Guerlain. Colognes and toilet waters prepared in this manner by American 
Guerlain are packaged in containers obtained in the United States for sale 
and distribution throughout the United States. 


7. A substantial quantity of the toilet goods sold by American Guerlain 
in the United States bear the same trademarks as are borne by a substantial 
quantity of toilet goods sold elsewhere by French Guerlain. The trade- 
market toilet goods sold by French Guerlain in foreign countries and those 
sold by American Guerlain in the United States are hereinafter referred 
to as “Guerlain toilet goods”. 


8. All Guerlain toilet goods bearing a particular trademark are sub- 
stantially identical in character and quality, whether sold in the United 
States by American Guerlain or sold elsewhere by French Guerlain. Trade- 
marks used both on goods sold in the United States by American Guerlain 
and on goods sold elsewhere by French Guerlain include sHALIMAR, VOL DE 
NUIT, L’HEURE BLEUE and MITSOUKO. 


9. Guerlain toilet goods, whether sold abroad or within the United 
States, are manufactured in accordance with secret formulae and possess 
characteristics which distinguish them from all other toilet goods. The 
principal such characteristic in a given line of Guerlain toilet goods is the 
fragrance common to that line. In the United States and elsewhere this 
fragrance is customarily described by the particular trademark exclusively 
referrable to the line characterized by the fragrance. 


10. Guerlain toilet goods are distinguished from all other toilet goods 
by the characteristics heretofore described in Findings 8 and 9, and are 
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further distinguished by the Guerlain trademarks which they bear. Toilet 
goods of this character are sold by means of extensive and intensive adver- 
tising which creates consumer preferences based in large part upon con- 
siderations other than the physical quality and character of the goods. 
Consumers, many of them unable to distinguish fragrances sold by Guerlain 
from somewhat similar fragrances sold by others, are induced to purchase 
Guerlain toilet goods by means of this advertising. Guerlain trademarked 
toilet goods are thus distinguished in the minds of their consumer from 
other toilet goods. 


11. Each line of Guerlain toilet goods, although to some extent com- 
petitive with somewhat similar toilet goods sold by other companies, con- 
stitutes a separate market for toilet goods to the extent that customers are 
influenced by a preference for distinctive Guerlain toilet goods bearing 
unique Guerlain trademarks. Guerlain toilet goods could not be marketed 
successfully at present price levels without the consumer preference based 
upon association of the goods with Guerlain trademarks. Without a Guer- 
lain trademark, toilet goods manufactured by French Guerlain and identical 
with toilet goods sold by American Guerlain would not sell in the United 
States in quantities and at prices comparable to those of Guerlain toilet 
goods sold under Guerlain trademarks. 


12. Each line of Guerlain toilet goods has a protected market in the 
United States to the extent of the advantage created by the trademark 
monopoly of American Guerlain in Guerlain trademarks. 


13. A contract dated February 11, 1949, between American Guerlain 
and Guerlain Perfumery Corporation (of Delaware), a wholly-owned sub- 
sidiary of French Guerlain, gives Guerlain Perfumery Corporation effec- 
tive control of American Guerlain with respect to Guerlain trademarks used 
by American Guerlain in the marketing of toilet goods. The contract pro- 
vides that American Guerlain will not use, register, transfer, sell or assign 
any of the listed Guerlain trademarks without the prior written consent 
of Guerlain Perfumery Corporation, and further provides that if, for any 
reason, American Guerlain ceases or discontinues the business of distribut- 
ing goods obtained from French Guerlain, American Guerlain will transfer 
its Guerlain trademark rights to the Guerlain Perfumery Corporation. 
This contract may be cancelled by Guerlain Perfumery Corporation upon 
ninety days notice to American Guerlain; no privilege of cancellation is 
reserved to American Guerlain. 


14. French Guerlain may, at its unrestricted option, cease supplying 
American Guerlain with Guerlain toilet goods at the end of any year, under 
the terms of an agreement expressed in a letter dated April 22, 1955 from 
French Guerlain to American Guerlain and a letter in reply thereto from 
American Guerlain to French Guerlain, dated June 9, 1955. 
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15. American Guerlain, in deciding upon its action on the exclusion 
from importation into the United States of Guerlain toilet goods purchased 
in France from French Guerlain, accommodated its policies in this matter 
to the desires of French Guerlain. 












16. American Guerlain is in fact controlled by French Guerlain, under 
the terms of the contracts described in Findings 13 and 14 and the two 
companies are component parts of a single international business enterprise 
engaged in manufacturing and marketing Guerlain toilet goods. 


17. American Guerlain markets within the United States an annual 
volume of Guerlain toilet goods amounting to approximately $3,500,000 at 
prevailing retail prices. 












18. American Guerlain has filed with the Bureau of Customs, United 
States Treasury Department, certificates of trademark registration for the 
following trademarks: APRES 1 ONDEE, L’HEURE BLEUE, GUERLAIN, MITSOUKO, 
SHALIMAR and VOL DE NUIT. The defendant filed these certificates with a 
request for treatment of the listed trademarks under § 526 of the Tariff 
Act of 1930 and regulations pertaining thereto with the intent and for the 
purpose of excluding from importation into the United States Guerlain 
toilet goods manufactured, sold and distributed abroad by French Guerlain 
without the prior written consent of American Guerlain. 




















19. Prior to July 25, 1950, American Guerlain transmitted to the 
Bureau of Customs, United States Treasury, its written consent to the 
importation into the United States of toilet goods bearing Guerlain trade- 
marks limited to one bottle of each perfume bearing each trademark, and 
one package or container of each toilet preparation other than perfume, 
when imported by a person arriving in the United States as a passenger 
from abroad. No consent was given to any importation other than in the 
baggage of persons entering the United States. This consent was given 
for the trademarks APRES 1 ONDEE, L’HEURE BLEUE, GUERLAIN, MITSOUKO, 
SHALIMAR and VOL DE NUIT. Between July 25, 1950 and March 29, 1954, such 
written consent was filed with the Customs Bureau for Guerlain trade- 
marked goods under the mark MITSOUKO, subject to the same limitations. 
These consents were given for the purpose of permitting limited importa- 
tion by tourists and at the same time prohibiting importation in any quan- 
tity large enough to constitute a competitive threat to the exclusive dis- 
tributorship of American Guerlain. 








20. As a result of the acts described in Findings 18 and 19, Guerlain 
toilet goods manufactured, sold and distributed abroad by French Guerlain 
have been and are being excluded from importation into and resale within 
the United States by persons other than American Guerlain, except in quan- 
tities too small to constitute a competitive threat. This has been and is 
being done with the intent and for the purpose of protecting from competi- 
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tion American Guerlain’s monopoly of Guerlain’s toilet goods in the United 
States. 


21. Retail selling prices of Guerlain toilet goods are substantially lower 
in France than the prices for identical goods bearing identical trademarks 
sold by American Guerlain in the United States. This difference in price 
levels is substantially greater than the costs, including duty, transportation 
and other costs that would be incurred in importing goods sold by French 
Guerlain in France into the United States. At present price levels, and 
in the absence of the present exclusion from importation of such goods, 
American merchants could obtain Guerlain toilet goods directly from 
France at a cost substantially lower than the cost for which such goods can 
be obtained through American Guerlain in the United States, and it would 
be economical for American consumers who desire to do so to purchase 
Guerlain toilet goods by mail order from France. 


CoNcLUSIONS OF LAW 


1. This Court has jurisdiction over the subject matter of and the 
parties to this action. 


2. The defendant American Guerlain, by means of the utilization of 
§ 526 of the Tariff Act of 1930 (19 U.S.C. §1526), has been and is exclud- 
ing potential competition in the sale of Guerlain toilet goods in interstate 
and foreign commerce by preventing the importation of toilet goods bearing 
Guerlain trademarks and manufactured, sold and distributed by French 
Guerlain abroad. This has been and is being done with the intent and 
for the purpose of excluding potential competition in such interstate and 
foreign trade and commerce in Guerlain toilet goods in order to maintain 
existing price levels in the United States and to prevent others from selling 
and distributing Guerlain toilet goods in the United States. 


3. Section 526 of the Tariff Act of 1930 does not grant an American 
company which is a part of a single international business enterprise with 
a foreign company any protection from competition by exclusion from im- 
portation of goods manufactured, sold and distributed abroad by the foreign 
part of such an international business enterprise, when such goods orig- 
inating with such foreign company bear the same trademarks as goods 
manufactured, sold and distributed in the United States by the American 
Company. 


4. The exclusion by American Guerlain of goods manufactured, sold 
and distributed by French Guerlain and bearing the same trademarks as 
those used by American Guerlain for the purpose of excluding competition 
and controlling price levels is a monopolization and an attempt to monop- 
olize interstate and foreign trade and commerce in Guerlain toilet goods in 
violation of § 2 of the Sherman Act, 15 U.S.C. § 2. 
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5. Plaintiff is entitled to relief in the form of an order enjoining 
the continuation of the conduct heretofore described. 


FINDINGS oF Fact 


1. The defendant in this action, Parfums Corday, Inc., hereinafter 
referred to as “American Corday,” is a New York corporation with its 
principal place of business within the Borough of Manhattan, New York. 


2. American Corday transacts business within the Southern District 
of New York and is found therein. 


3. The acts hereafter found to have been done by American Corday 
were authorized, ordered or done by officers, agents or employees of Ameri- 
ean Corday. 


4. The term “toilet goods,” as used herein, comprehends perfumes, 
colognes and toilet waters. Not less than 90% of the business of American 
Corday is in the sale and distribution of distinctive lines of such toilet 
goods, which are obtained, processed and packaged as found hereafter 
(Findings 5, 6 and 7). These distinctive lines of toilet goods are sold and 
distributed by American Corday from its place of business in New York 
City to retailers and other customers located throughout the United States. 
American Corday markets its distinctive lines of toilet goods under various 
United States trademarks, hereinafter referred to as “Corday United States 
trademark,” which are registered in the United States Patent Office under 
its name. 


5. Some of the toilet goods sold by American Corday under Corday 
United States trademarks are manufactured in France by Parfumerie In- 
ternationale Corday, a French corporation, of Paris, France, hereinafter 
referred to as “French Corday,” and are purchased from French Corday, 
imported into the United States and sold by American Corday in the orig- 
inal packages in which they were packed by French Corday. 


6. Some of the toilet goods sold by American Corday under Corday 
United States trademarks are manufactured in France by French Corday, 
purchased from French Corday by American Corday, imported in bulk 
and packaged in the United States. 


7. All Corday toilet goods not obtained as described in Findings 5 
and 6 are compounded in the United States from materials which include 
as essential ingredients fragrant oils or essences, about 60% of which are 
obtained by American Corday from French Corday. The essences not 
obtained from French Corday are compounded from the same ingredients 
as would have been used by French Corday to produce the same essence, 
and the resulting product is of the same quality and character as would 
have been used by French Corday in manufacturing an essence of the 
same fragrance. 
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8. The colognes and toilet waters sold in the United States by Ameri- 
can Corday are prepared by blending alcohol with essences obtained from 
France. The distinctive character and quality of a cologne or toilet water 
is governed by the essence used and the proportion in which it is combined 
with alcohol, since the alcohol is substantially uniform in quality and 
character as used in toilet goods of comparable quality. These essences 
are manufactured from flower oils and other fragrance products and when 
combined with alcohol in appropriate proportions, impart the characteristic 
and distinctive fragrance to the colognes and toilet waters processed by 
American Corday. Colognes and toilet waters prepared in this manner 
by American Corday are packaged in containers obtained in the United 
States for sale and distribution throughout the United States. 













9. A substantial quantity of the toilet goods sold by American Corday 
in the United States bear the same trademarks as are borne by a substan- 
tial quantity of toilet goods sold elsewhere by French Corday. The trade- 
marked toilet goods sold by French Corday in foreign countries and those 
sold by American Corday in the United States are hereinafter referred 
to as “Corday toilet goods.” 










10. All Corday toilet goods bearing a particular trademark are sub- 
stantially identical in character and quality, whether sold in the United 
States by American Corday or sold in France by French Corday. Trade- 
marks used both on goods sold in the United States by American Corday 
and on goods sold in France by French Corday include TovUJouRs MOI, 
TOUJOURS TOI, ZIGANO, POSSESSION, ORCHIDEE BLEUE, FAME and JET. 














11. Corday toilet goods, whether sold in France or in the United States, 
are manufactured in accordance with secret formulae and possess unique 
characteristics which distinguish them from all other toilet goods. The prin- 
cipal such characteristic in a given line of toilet goods is the fragrance 
common to that line. In the United States and elsewhere that fragrance 
is customarily described by the particular trademark exclusively referrable 
to the line characterized by the fragrance. 











12. Corday toilet goods are distinguished from all other toilet goods 
by the characteristics heretofore described in Findings 7, 8 and 11, and 
are further distinguished by the Corday trademarks they bear. Toilet goods 
of this character are sold by means of extensive and intensive advertising 
which creates consumer preferences based in large part upon considerations 
other than the physical quality and character of the goods. Consumers, 
many of them unable to distinguish fragrances sold by Corday from some- 
what similar fragrances sold by others, are induced to purchase Corday 
toilet goods by means of this advertising. Corday trademarked toilet goods 
are thus distinguished in the minds of their consumers from other toilet 


goods. 
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13. Each line of Corday toilet goods, although to some extent competi- 
tive with somewhat similar toilet goods sold by other companies, constitutes 
a separate market for toilet goods to the extent that customers are influenced 
by a preference for distinctive Corday toilet goods bearing unique Corday 
trademarks. Corday toilet goods could not be marketed successfully at 
present price levels without the consumer preference based upon associa- 
tion of the goods with Corday trademarks. Without a Corday trademark, 
toilet goods manufactured by French Corday and identical with toilet 
goods sold by American Corday would not sell in the United States in quan- 
tities and at prices comparable to those of Corday toilet goods sold under 
Corday United States trademarks. 


14. Each line of Corday toilet goods has a protected market in the 
United States to the extent of the advantage created by the trademark 
monopoly of American Corday in Corday trademarks. 


15. Denson Storfer owns all of the common stock of American Corday. 
Storfer’s ownership of this stock is not subject to any encumbrance, pledge, 
trust, agreement or other limitation upon the free exercise of his rights to 
beneficial ownership and control of American Corday. Benson Storfer is 
also the president and secretary of American Corday and one of the four 
directors, the others being his wife and two sons. 


16. American Corday owns 750 of the 800 shares of the voting stock 
of French Corday. Benson Storfer owns 10 shares of that stock, and each 
of his sons, Herbert and Fred Storfer, owns 10 shares. The ownership 
of these 780 shares of the French Corday voting stock is not subject to any 
encumbrance, pledge, trust, agreement or other limitation upon the free 
exercise of the rights of the owner of record to share in the beneficial 
ownership and control of French Corday. 


17. In 1937 American Corday and French Corday entered into a con- 
tract by which American Corday was to have exclusive rights to distribute 
Corday toilet goods in the United States for a term of 10 years. Although 
that agreement has never been extended, renewed or replaced by another 
formal agreement, the two companies have continued their relationship to 
the present time. 


18. The defendant American Corday, because of its relationship with 
French Corday, has furnished a guaranty to the Chase National Bank of 
certain of the financial obligations of French Corday. That guaranty has 
continued in effect to the present time. 


19. Asa result of the facts found in Findings 15, 16, 17 and 18, Ameri- 
can Corday controls French Corday, and the two companies are parts of 
a single international business enterprise engaged in manufacturing and 
marketing Corday toilet goods. 
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20. The defendant American Corday has for many years prior to the 
filing of the complaint herein filed certificates with the Bureau of Customs, 
United States Treasury, purporting to show its ownership of certain Corday 
trademarks, and thereby has caused the Customs Bureau to prevent the 
importation of any toilet goods described in these certificates without the 
written consent of American Corday. These certificates were filed with 
the intent and for the purpose of excluding from importation into the 
United States Corday toilet goods manufactured, sold and distributed 
abroad by French Corday without the prior written consent of American 
Corday. 


21. Since 1950, and continuing to the present time, defendant Ameri- 
can Corday, for toilet goods bearing the trademark corDay, and any of the 
Corday trademarks TOUJOURS MOI, FAME and FEMME DU JOUR has filed docu- 
ments with the Bureau of Customs, United States Treasury, authorizing the 
Bureau of Customs to permit each individual entering the United States 
to import Corday toilet goods in quantities limited to one bottle of each 
perfume bearing a Corday trademark and one package or container of each 
preparation other than perfume bearing a Corday trademark. The importa- 
tion of such toilet goods in excess of this quantity is prohibited in the ab- 
sence of a specific individual written consent furnished by American 
Corday. The limited general consent for the importation of one package 
of goods was given for the purpose of permitting such limited importation 


by tourists, and at the same time prohibiting importation in any quantity 
large enough to constitute a competitive threat to the exclusive distributor- 
ship of American Corday. 


22. As a result of the acts described in Findings 20 and 21, Corday 
toilet goods manufactured, sold and distributed abroad by French Corday 
have been and are being excluded from importation into and resale within 
the United States by persons other than American Corday, except in quan- 
tities too small to constitute a competitive threat. This has been and is being 
done by defendant for the purpose of protecting from competition American 
Corday’s monopoly of Corday toilet goods in the United States. 


23. Retail selling prices of Corday toilet goods are substantially lower 
in France than the prices for identical goods bearing identical trademarks 
sold by American Corday in the United States. This difference in price 
levels is substantially greater than the cost, including duty, transportation 
and other costs, that would be incurred in importing goods sold by French 
Corday in France into the United States. At present price levels and in 
the absence of the present exclusion from importation of such goods, 
American merchants could obtain Corday toilet goods directly from France 
at a cost substantially lower than the cost for which such goods can be ob- 
tained through American Corday in the United States, and it would be 
economical for American consumers who desire to do so to purchase Corday 
toilet goods by mail order from France. 
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24. American Corday markets within the United States an annual 
volume of Corday toilet goods amounting to approximately $2,000,000 at 
prevailing retail prices. 


CoNncLusions or Law 


1. This Court has jurisdiction over the subject matter and the parties 
to this action. 


2. The defendant American Corday, by means of the utilization of 
§ 526 of the Tariff Act of 1930 (19 U.S.C. § 1526), has been and is exclud- 
ing potential competition in the sale of Corday toilet goods in interstate and 
foreign commerce by preventing the importation of toilet goods bearing 
Corday trademarks and manufactured, sold and distributed by French 
Corday abroad. This has been and is being done with the intent and for 
the purpose of excluding potential competition in such interstate and for- 
eign trade and commerce in Corday toilet goods in order to maintain exist- 
ing price levels in the United States and to prevent others from selling 
and distributing Corday toilet goods in the United States. 


3. Section 526 of the Tariff Act of 1930 does not grant an American 
company, which is a part of a single international business enterprise with 
a foreign company, any protection from competition by exclusion from im- 
portation of goods manufactured, sold and distributed abroad by the foreign 
part of such an international business enterprise, when such goods bear the 
same trademarks as goods sold and distributed in the United States by the 
American company. 


4. The exclusion by American Corday of goods manufactured, sold 
and distributed by French Corday, and bearing the same trademarks as 
those used by American Corday, for the purpose of excluding competition 
and controlling price levels is a monopolization and an attempt to monop- 
olize interstate and foreign trade and commerce in Corday toilet goods, in 
violation of § 2 of the Sherman Act, 15 U.S.C. 2. 


5. Plaintiff is entitled to relief in the form of an order enjoining the 
continuing of the conduct heretofore described. 


FInpDInGs oF Fact 


1. The defendant in this action, Lanvin Parfums, Inc. hereinafter 
referred to as “American Lanvin,” is a Delaware corporation with its prin- 
cipal place of business within the Borough of Manhattan, New York City. 


2. American Lanvin transacts business within the Southern District 
of New York and is found therein. 


3. The acts hereafter found to have been done by American Lanvin 
were authorized, ordered or done by officers, agents or employees of Ameri- 
ean Lanvin. 
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4. The term “toilet goods,” as used herein comprehends perfumes, 
colognes and toilet waters. Not less than 90% of the business of American 
Lanvin is in the sale and distribution of distinctive lines of such toilet 
goods, which are obtained, processed and packaged as found hereafter 
(Findings 5 and 6). These distinctive lines of toilet goods are sold and 
distributed by American Lanvin from its place of business in New York 
City to retailers and other customers located throughout the United States. 
American Lanvin markets its distinctive lines of toilet goods under au- 
thorized United States trademarks, hereinafter referred to as “Lanvin 
United States trademarks,” which are registered in the United States 
Patent Office under its name. 


5. All perfumes sold and distributed in the United States by American 
Lanvin are manufactured and packaged in France by Lanvin-Parfums, 
S.A., a French corporation of Paris, France, hereinafter referred to as 
“French Lanvin.” American Lanvin obtains these perfumes from French 
Lanvin and imports them into the United States for sale and distribution 
throughout the United States. 


6. The colognes and toilet waters sold in the United States by Ameri- 
ean Lanvin are prepared by blending alcohol with essences obtained from 
French Lanvin and imported from France. The distinctive character and 
quality of a cologne or toilet water is governed by the essence used and 
the proportior, in which it is combined with alcohol, since the alcohol is 


substantially uniform in quality and character is used in toilet goods of 
comparable quality. These essences are manufactured from flower oils 
and other fragrance products in accordance with secret formulae and 
when combined with alcohol in appropriate proportions impart character- 
istic and distinctive fragrance to the colognes and toilet waters processed 
by American Lanvin. Colognes and toilet waters prepared in this manner 
by American Lanvin are packaged in the United States for sale and dis- 
tribution throughout the United States by American Lanvin. 


7. A substantial quantity of the toilet goods sold by American Lanvin 
in the United States, its possessions and Canada, bear the same Lanvin 
trademarks as are borne by a substantial quantity of toilet goods sold by 
French Lanvin elsewhere. Lanvin toilet goods bearing a particular trade- 
mark are substantially identical in character and quality, whether sold 
in the United States, its possessions and Canada by American Lanvin or 
sold elsewhere by French Lanvin. Trademarks used both on goods sold in 
the United States, its possessions and Canada by American Lanvin, and 
elsewhere by French Lanvin include scANDAL, MY SIN, RUMEUR, PRETEXTE, 
ARPEGE and LAVIN (as it appears on labels of EAU DE LANVIN). 


8. Lanvin toilet goods, whether sold in France or in the United States, 
are manufactured in accordance with secret formulae and possess unique 
characteristics which distinguish them from all other toilet goods. The 
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principal such characteristic in a given line of such toilet goods is the fra- 
grance common to that line. In the United States and elsewhere that fra- 
grance is customarily described by the particular trademark exclusively 
referrable to the line characterized by the fragrance.. 


9. Lanvin toilet goods are distinguished from all other toilet goods 
by the characteristics heretofore described in Findings 6, 7 and 8, and are 
further distinguished by the Lanvin trademarks they bear. Toilet goods 
of this character are sold by means of extensive and intensive advertising 
which creates consumer preference based in large part upon considerations 
other than the physical quality and character of the goods. Consumers, 
many of them unable to distinguish fragrance sold by Lanvin from some- 
what similar fragrance sold by others, are induced to purchase Lanvin 
toilet goods by means of this advertising. Lanvin trademarked toilet goods 
are thus distinguished in the minds of their consumers from all other toilet 
goods. 


10. Each line of Lanvin toilet goods, although to some extent competi- 
tive with somewhat similar toilet goods sold by other companies, constitutes 
a separate market for toilet goods to the extent that customers are influ- 
enced by a preference for distinctive Lanvin toilet goods bearing unique 
Lanvin trademarks. Lanvin toilet goods could not be marketed successfully 
at present price levels without customer preferences based upon associa- 
tion of the goods with Lanvin trademarks. Without a Lanvin trademark, 
toilet goods manufactured by French Lanvin identical with toilet goods sold 
by American Lanvin could not be sold in the United States in quantities 
and at prices comparable to those of Lanvin toilet goods sold under Lanvin 
United States trademarks. 


11. Each line of Lanvin toilet goods has a protected market in the 
United States to the extent of the advantage created by the trademark 
monopoly of American Lanvin and Lanvin trademarks. 


12. The owner of record of all of the common stock of American 
Lanvin is Edoward L. Cournand. Cournand acquired this ownership of 
record under the terms of a “stock purchase agreement” dated June 21, 
1946. The purchase price recited in that agreement was $100.00. Under the 
provisions of the agreement, Cournand was obliged to terminate the business 
of the company in Lanvin toilet goods, and to change the name American 
Lanvin so as to exclude therefrom the word Lanvin, if for any reason the 
merchandise agreements or the intangible assets agreement between Ameri- 
ean Lanvin and French Lanvin were terminated. The termination of either 
of those agreements would render the common stock in American Lanvin 
worthless. The stock purchase agreement also precluded Cournand from 
disposing of his stock or voting it in favor of any proposal to merge the 
company with any other organization or to sell any part of its assets. 
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13. The merchandise agreements between American Lanvin and 
French Lanvin, the first dated November 16, 1946 and the second dated 
January 5, 1953, prescribe the terms under which American Lanvin pur- 
chases Lanvin toilet goods from French Lanvin. Under the agreement now 
in effect Cournand must retain his ostensible majority ownership of the 
common stock of American Lanvin, and the agreement will terminate if 
Cournand ceases to be the chief executive officer of American Lanvin. 
American Lanvin is required to deal exclusively in the products of French 
Lanvin and to conduct all of its merchandising in a manner satisfactory 
to French Lanvin failing which French Lanvin may terminate the agree- 
ment. 


14. The intangible assets agreements, the first, with French Lanvin, 
dated November 16, 1946, the second, with Renacimiento, dated “as of” 
Nov. 18, 1946, and the third, with Coverep, C.A., dated March 25, 1953, 
control the manner in which American Lanvin may use Lanvin trade- 
marks. These agreements, like the merchandise agreements, are conditioned 
upon American Lanvin associating Lanvin trademarks with goods supplied 
by French Lanvin in a manner satisfactory to French Lanvin. If American 
Lanvin fails to conduct its business in a manner satisfactory to French 
Lanvin or its Venezuelan affiliate, or if the merchandise agreement is 
terminated for any reason, the intangible assets agreement will ter- 
minate. Termination of the intangible assets agreement would require 


American Lanvin to release and reassign all its Lanvin trademarks 
to Coverep, C.A. Such termination would effectively destroy the business 
of American Lanvin and render its common stock worthless. 


15. American Lanvin, in deciding upon its action on the exclusion 
from importation into the United States of Lanvin toilet goods purchased 
in France from French Lanvin, accommodated its policies in this matter to 
the desires of French Lanvin. 


16. Asa result of the facts found in Findings 12, 13, 14 and 15, French 
Lanvin effectively controls American Lanvin in the management of its 
business as well as in the nature and quality of the products sold by Ameri- 
ean Lanvin under Lanvin trademarks. American Lanvin and French Lan- 
vin are parts of a single international business enterprise engaged in manu- 
facturing and marketing Lanvin toilet goods. 


17. American Lanvin has for many years prior to the filing of the com- 
plaint herein filed certificates with the Bureau of Customs, United States 
Treasury, purporting to show its ownership of certain Lanvin trademarks, 
and thereby has caused the Customs Bureau to prevent the importation 
of any toilet goods described in these certificates without the written consent 
of American Lanvin. These certificates were filed with the intent and for 
the purpose of excluding from importation into the United States Lanvin 
toilet goods manufactured, sold and distributed abroad by French Lanvin 
without the prior written consent of American Lanvin. 
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18. Since 1950, and continuing to the present time, defendant Ameri- 
can Lanvin, for toilet goods bearing the trademark LANvIN, and any of the 
Lanvin trademarks PRETEXTE, PETALES FROISSES, ARPEGE, SCANDAL, MY SIN 
and RUMEUR, has filed documents with the Bureau of Customs, United 
States Treasury, authorizing the Bureau of Customs to permit each indi- 
vidual entering the United States to import Lanvin toilet goods in quan- 
tities limited to one bottle of each perfume bearing a Lanvin trademark 
and one package or container of each preparation other than perfume bear- 
ing a Lanvin trademark. The importation of such toilet goods in excess 
of this quantity is prohibited in the absence of a specific individual written 
consent furnished by American Lanvin. The limited general consent for 
the importation of one package of each kind of goods was given for the 
purpose of permitting such limited importation by tourists, and at the 
same time prohibiting importation in any quantity large enough to consti- 
tute a competitive threat to the exclusive distributorship of American 
Lanvin. 


19. As a result of the acts described in Findings 17 and 18, Lanvin 
toilet goods manufactured, sold and distributed abroad by French Lanvin 
have been and are being excluded from importation into and resale within 
the United States by persons other than American Lanvin, except in quan- 
tities too small to constitute a competitive threat. This has been and is 
being done by defendant for the purpose of protecting from competition 
American Lanvin’s monopoly of Lanvin toilet goods in the United States. 


20. Retail selling prices of Lanvin toilet goods are substantially lower 
in France than the prices for identical goods bearing identical trademarks 
sold by American Lanvin in the United States. This difference in price 
levels in substantially greater than the cost, including duty, transportation 
and other costs, that would be incurred in importing goods sold by French 
Lanvin in France into the United States. At present price levels and in 
the absence of the present exclusion from importation of such goods, Ameri- 
ean merchants could obtain Lanvin toilet goods directly from France at 
a cost substantially lower than the cost for which such goods can be ob- 
tained through American Lanvin in the United States, and it would be 
economical for American consumers who desire to do so to purchase Lanvin 
toilet goods by mail order from France. 


21. American Lanvin markets within the United States an annual 
volume of Lanvin toilet goods amounting to approximately $6,000,000 at 
prevailing retail prices. 


ConcLusions or LAW 


1. This Court has jurisdiction over the subject matter of and the 
parties to this action. 


2. The defendant American Lanvin, by means of the utilization of 
§ 526 of the Tariff Act of 1930 (19 U.S.C. § 1526), has been and is exclud- 








1112 THE TRADEMARK REPORTER Vol. 47 T.M.R. 








ing potential competition in the sale of Lanvin toilet goods in interstate 
and foreign commerce by preventing the importation of toilet goods bear- 
ing Lanvin trademarks and manufactured, sold and distributed by French 
Lanvin abroad. This has been and is being done with the intent and for 
the purpose of excluding potential competition in such interstate and 
foreign trade and commerce in Lanvin toilet goods in order to maintain 
existing price levels in the United States and to prevent others from sell- 
ing and distributing Lanvin toilet goods in the United States. 


3. Section 526 of the Tariff Act of 1930 does not grant an American 
company, which is a part of a single international business enterprise 
with a foreign company, any protection from competition by exclusion 
from importation of goods manufactured, sold and distributed abroad by 
the foreign part of such an international business enterprise, when such 
goods bear the same trademarks as goods sold and distributed in the 
United States by the American company. 


4. The exclusion by American Lanvin of goods manufactured, sold 
and distributed by French Lanvin, and bearing the same trademarks as 
those used by American Lanvin, for the purpose of excluding competition 
and controlling price levels is a monopolization and an attempt to monop- 
olize interstate and foreign trade and commerce in Lanvin toilet goods, 
in violation of §2 of the Sherman Act, 15 U.S.C. § 2. 


5. Plaintiff is entitled to relief in the form of an order enjoining the 
continuing of the conduct heretofore described. 


AKTIEBOLAGET BOFORS v. UNITED STATES 
No. 206-53 — Court of Claims — July 12, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
REMEDIES—UNFAIR COMPETITION—DEFENSES 

Suit for breach of contract. Plaintiff, Swedish manufacturer, licensed United 
States to make, use and have made in United States a particular type of anti- 
aircraft gun in 1941. United States commenced exporting gun to its allies in 1942. 
Plaintiff’s petition filed in 1953 and government raises bar of statute of limi- 
tations. However, agreement not to export was without limitation as to time and 
therefore violations within six year period not barred. Contract contained arbi- 
tration clause but although violation arose in 1942 arbitration not invoked until 
1947 but statute of limitations not affected by arbitration rights. Evidence shows 
that in 1940 government purchased Bofors gun only for testing purposes. Sub- 
sequently acquired from Dutch authorities bluepr:nts and manufactured guns. 
Subsequently U.S. Navy Department negotiated with Swedish firm for license. 
Various restrictions proposed that gun be used only for U.S. forces in United 
States. Final contract provided guns were “for United States use” but plaintiff’s 
agent throughout stipulated that plaintiff would not agree to exporting of guns. 
Meaning which plaintiff attached to language controlling and government was 
under duty to affirm its intention to export and not remain silent. Government 
may not defend on ground it had already gotten blueprints from others and did 
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not need Swedish blueprints. Government got what it sought—immunity from 
liability to plaintiff for actions within scope of contract and must therefore comply 
with contract. 


Petition by Aktiebolaget Bofors v. United States for breach of contract. 
Judgment for plaintiff. 
See also 40 TMR 982. 


C. E. Rhetts (Lawrence J. Latto and Richard T. Conway on the brief) of 
Washington, D.C., for plaintiff. 


Kendall M. Barnes and George Cochran Doub (Thomas J. Lydon on the 
brief) for defendant. 


MappEN, Judge. 

The plaintiff sues for damages for an alleged breach of contract by 
the United States. It made a contract with the United States on June 21, 
1941, licensing the United States to make, use and have made in the United 
States a type of 40 mm. anti-aircraft gun which the plaintiff had devel- 
oped. It claims that its contract, properly interpreted, contained an agree- 
ment on the part of the United States not to export such guns and thus 
compete with the plaintiff’s interest in selling guns, or licenses to manufac- 
ture them, to other countries. 

As we have said, the contract was made in 1941. The exporting of the 
guns by the United States began in 1942 and has apparently continued 
down to recent years. The plaintiff’s original petition was filed on May 15, 
1953. The Government says that the cause of action is barred by our six- 
year statute of limitations. The plaintiff says that, in any event, its cause 
of action for such export of guns as occurred not more than six years before 
the filing of the petition is not barred. We think the plaintiff is right. The 
agreement not to export, if we conclude that there was such an agreement, 
was without limit of time, and each act of violation, whenever it occurred, 
would constitute a violation of the agreement. There would be no way 
to measure, at any given time, the total damages which might result from 
violations then past and those which might occur in the future, and thus 
include them all in one suit. 

The contract contained an agreement to arbitrate disputes which 
might arise under it. The instant dispute as to the meaning of the contract 
arose in 1942. Not until May 23, 1947 did the plaintiff request arbitration. 
That request was promptly rejected by a letter from the General Counsel 
of the Navy Department “in view of the absence of authority of an execu- 
tive agency of the Government to consent to the resolution of disputes by 
arbitration.” The plaintiff says that its right to sue did not arise until its 
request for arbitration had been rejected, and that its suit filed within six 
years after that rejection is effective for all breaches of the contract, when- 
ever they occurred. 

The Government says that the running of the statute of limitations 
was not affected by the arbitration provision. We think the Government 
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is right. The arbitration agreement is a provision for extrajudicial resolu- 
tion of disputes, analogous to administrative remedies which are often 
available. A party may be barred from suit for failure to exhaust such 
remedies, but normally, the statute of limitations runs while he is pursuing 
them. In the case of arbitration agreements, with no time limit, it would 
be intolerable that a party should prevent the statute of limitations from 
even beginning to run, merely by delaying his request for arbitration. 

The plaintiff says that the Government’s refusal, in 1947, to arbitrate 
was a breach of contract, and that the instant suit includes that breach and 
is therefore timely, since it was filed within six years after that refusal. 
Whether the agreement to arbitrate was invalid, as the General Counsel 
of the Navy Department wrote, or not, we do not decide. See George J. 
Brent Construction Co. v. United States, 124 C. Cls. 202. Even if valid, 
we think its breach does not give rise to a cause of action against the United 
States. In the absence of special circumstances such as that one has been 
misled, to his damage, by the repudiation of an agreement to arbitrate, 
the only effective judicial remedy for such a refusal is a decree for specific 
performance. That remedy is not available against the United States, 
since it has not consented to such suits. A suit for damages for the viola- 
tion of an agreement to arbitrate can, in the absence of the special cir- 
cumstances above referred to, result in no more than the award of nominal 
damages, since a court cannot know what arbitrators would have decided, 
if there had been arbitration. The cases in this court in which contracting 
officers have failed to make decisions entrusted to them by Government 
contracts are not in point. The court decides those cases on their merits, 
not as it surmises that the contracting officer would have decided them, 
if he had decided them. The plaintiff must seek the contracting officer’s 
decision in order to exhaust his available extrajudicial remedy. But his 
recovery here, if any, is based on the substantive provisions of the contract, 
and not on the refusal to arbitrate. 

Our conclusion then is that the plaintiff’s suit is not barred by the 
Statute of Limitations, but recovery, if any, may be had only for violations 
of the alleged agreement which occurred not more than six years before 
the filing:of the petition. 

We now consider the contentions of the parties as to whether there 
was, in fact, an agreement by the United States that it would not export 
Bofors type guns. 

The wording of the contract as signed was agreed upon after prelim- 
inary events and negotiations, which will be described only briefly in this 
opinion. American Army officers witnessed a demonstration of the Bofors 
gun at the plaintiff’s plant in 1937. In that year the plaintiff was asked 
by our military attache in Berlin to quote prices on a quantity of the guns 
and ammunition. The plaintiff suggested that our War Department pur- 
chase a license to manufacture the guns in the United States. The War 
Department advised the plaintiff in 1938 that it did not care to do that. 
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In the fall of 1939 the Bofors gun was called to the attention of the Chief 
of the Bureau of Ordnance of our Navy, by a person who had seen the gun 
fired in Sweden. In 1940, that official decided to obtain one of the guns, 
with ammunition, for testing purposes. In 1940 a. gun was purchased, 
for $40,000 and 3,000 rounds of ammunition at $10 each. The contract 
provided that it did not grant to the United States a license to manufacture 
the gun or have it manufactured, and that the gun would be used only 
for testing purposes. The gun was so used in October 1940. 

In August 1940, two officers of the Bureau of Ordnance of the Navy 
were sent to the West Indies to witness the firing of Bofors guns on a Dutch 
ship. They made a favorable report on the gun, but an unfavorable report 
on its fire-control system. Following the report of these officers, and the 
test-firing of the purchased gun, the Bureau of Ordnance of the Navy de- 
cided, in effect, to adopt the Bofors gun in place of the 1.1 inch gun which 
had been developed by the Navy itself, and initiated procedures looking 
toward the manufacture of the Bofors gun. It obtained from Dutch auth- 
orities prints of drawings of the gun. These prints were made from draw- 
ings furnished by the plaintiff to the Government of the Netherlands be- 
fore the German occupation. The set of prints so obtained was virtually 
complete, and from them the Navy was able to undertake the manufacture 
of the gun. 

The drawings needed some changes, to adapt them for mass production, 
and such changes were made. The Bureau of Ordnance was not satisfied 
with the plaintiff’s mount for the gun, and a drastically different mount 
was developed. In 1941 a contractor began to manufacture the guns for 
the Navy. Early in 1941 the Navy obtained from a British source some 
drawings of the Bofors gun. It made no use of these drawings because its 
reworking of the prints it had obtained from the Dutch gave it all the 
material it needed. 

In 1940 the British suggested to our Army that it cause Bofors guns to 
be manufactured in the United States for the Army. The Army was al- 
ready procuring, on a quantity basis, another gun developed by itself, 
but when the Navy adopted the Bofors gun, the Army did likewise. It 
obtained a complete set of blueprints of the gun from a company in Canada 
which was manufacturing the gun for the British. These were based upon 
drawings which had been furnished to the British Government by the plain- 
tiff. Contracts were made early in 1941 with American manufacturers for 
the manufacture of Bofors guns for the United States on a quantity basis. 

On January 10, 1941, while our military authorities were in the process 
of arranging for the manufacture of the Bofors gun, the Bureau of 
Ordnance of the Navy requested our naval attache in Sweden to find 
out what the plaintiff would charge for a license to have the Bofors gun 
manufactured in the United States “for use by United States forces only.” 
The plaintiff sent a Captain Linden to Stockholm to confer with our naval 
attache. After conferences, Linden returned to Bofors and came back 
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to Stockholm with a draft of a proposed contract. This draft said “this 
license to be used exclusively for the requirements of the Navy of the United 
States of America.” Our naval attache suggested that the draft be changed 
because the Army might also desire to use the gun. Linden agreed that the 
change would be made. Our naval attache advised the Navy Department 
that the cost of a license, with drawings and the services of a production 
expert and a design engineer would be $600,000. 

Exchanges of messages relating to price and time of performance and 
having no direct bearing on our problem took place. On June 3, 1941 the 
Navy Department authorized the naval attache to purchase an “irrevocable 
non-exclusive license to make, have made, and use in the U.S.” the Bofors 
gun, ammunition and mounting. The attache prepared a draft which used 
the language quoted above and further stated that the gun with a specified 
mounting was to be for naval use, and the gun with a specified field 
carriage was for Army use. Conferences between the naval attache and 
Linden occurred. Linden said that the plaintiff would insist on limiting 
the license to manufacture for the military forces of the United States. 
He suggested that the wording be changed to limit the use to the Army 
and Navy of the United States. The naval attache said that there might 
be other organizations such as home defense units or air forces that would 
be interested in the guns. 

About June 10 Linden submitted a proposed draft of contract which 
said that the license was to cover the manufacture of the material “in the 
United States for the United States forces.” The naval attache advised 
the Department of this language and of other terms of the proposed con- 
tract and asked if they were acceptable. The Department replied: 


* * * the terms stated are satisfactory except for the limitation as to 
use by United States forces. It is agreeable that license be limited to 
manufacture under United States contract and for United States use 
but not that such use be restricted to forces of the United States. 


In a subsequent conference our naval attache advised Linden that the 
expression “for the United States forces” used in the draft was not satis- 
factory to the Navy, and that it had particularly specified that the use of 
the material manufactured under the license was not to be restricted to 
the forces of the United States. He suggested that the phrase “for the 
United States use” be substituted. There was extended discussion of what 
the substituted expression would mean. Linden said that the export of 
Bofors guns manufactured in the United States could not be allowed, as 
it was the plaintiff’s policy, in selling manufacturing rights, to limit such 
rights to the country purchasing them, except that the United Kingdom 
had acquired a manufacturing license for the entire British Empire. 

After the conference the final draft of the contract was prepared by 
our naval attache and it was signed on June 21, 1941 by him and by Linden, 
for their respective principals. It contained the expression “for the United 
States use.” In the latter months of 1941 the United States began to supply 
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other countrics with Bofors guns, under its lend-lease program. It has, 
apparently continued since that time to export these guns. The instant pro- 
ceeding is, by the stipulation of the parties, limited to the question of the 
right of the plaintiff to recover, and hence no evidence has been taken on the 
question of the extent of the alleged violations. 

From the above recital it will be noted that the Navy’s first inquiry 
was about the cost of a license to manufacture “for use by United States 
forces only.” The plaintiff’s draft in response said “exclusively for the 
requirements of the Navy.” Our attache said the Army should be included, 
and the plaintiff’s agent agreed. Then for many weeks the negotiations 
related only to other terms of the contract. Next came our attache’s draft 
using the expressions “for naval use” and “for Army use” with regard 
to the guns with their two kinds of accessories. Linden said the plaintiif 
would insist that the material be limited to the use of the military forces of 
the United States. Our attache said it should also include home defense 
units, air forces, and other possible forces. Linden submitted a draft saying 
“for the United States forces.” Our attache submitted this to the Depart- 
ment, and received the reply which we have quoted. Then the language sug- 
gested in the reply, i.e., “for the United States use” was inserted, but only 
after a discussion in which the plaintiff’s agent made it plain that the 
plaintiff would not agree that the guns might be exported, and in which 
the agent of the United States expressed no opinion that the language used 
would permit export. 

In no stage of the negotiation, except the final one, was there any 
intimation by the United States that it contemplated a license to do any- 
thing with the material manufactured, except to have it used by its armed 
forces. Its own first proposal was “for use by United States forces only.” 
Its agent was made aware of the importance which the plaintiff attached 
to the matter of licensing the export of its guns. When the Department’s 
last proposal reached our agent, it suggested language which was highly 
ambiguous. One needs only to read the briefs in this case to be convinced 
of that. The plaintiff’s agent stated, in effect, that the plaintiff would 
not agree to it if it were to be interpreted to mean that the license per- 
mitted export. The Government’s agent did not say that it did mean that. 
He had no instructions from his superiors as to what it had been written 
to mean. 

In the circumstances, the meaning which the plaintiff attached to the 
language is controlling. If parties are at the signing of a contract. and 
one says that he will not sign except upon the understanding that the word 
white, when used in the contract, means black, and the other party says 
nothing, and they sign, probably white means white. But where one party 
says that the words “for the United States use,” speaking of an imple- 
ment of war, does not mean to him, “for use by any nation at all, if that use 
will redound to the benefit of the United States,” he is properly putting 
his interpretation upon language which has no plain meaning, and the 
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other party is, in all fairness, under a duty to express his views if they are 
different. The probability in the instant case is that our naval attache had 
no clear idea of what his superiors meant by the language; there was 
nothing in his prior communications with them which enlightened him; 
the negotiations had been long and tedious; and the plaintiff’s interpreta- 
tion of the words, in the circumstances, was not unreasonable. 

Our conclusion is that the United States did not, by the June 21, 1941 
contract, obtain a license to export Bofors guns and that, in the circum- 
stances, by necessary implication, it agreed that it would not export them. 

The Government says that, because it made no use of the drawings 
received from the plaintiff, the plaintiff cannot recover, regardless of the 
meaning of the contract. It is true that so much progress had been made 
toward the production of the Bofors gun from the data obtained from the 
Dutch and the British that no use was made of the drawings. The defen- 
dant suggests that it bought the license to ward off possible suits for patent 
infringement after the war. The plaintiff had no American patent on the 
gun, but it had such a patent on the field gun carriage. Also, there was a 
possibility that under an international convention, its Swedish patent might 
become retroactively effective in this country. 

We think that one cannot, with full knowledge of the title of the 
licensor, and of all relevant facts as to whether the license is necessary or 
valuable, make a contract for the license and then assert that the licensor 
had nothing to sell. The Government got what it principally desired, im- 
munity from liability to the plaintiff for actions within the scope of the con- 
tract. It must therefore itself comply with the contract. 

The plaintiff is entitled to recover, and a judgment to that effect will 
be entered. The amount of the judgment will be determined in further pro- 
ceedings pursuant to Rule 38(c). 

It is so ordered. 






























LARAMORE, Judge; WHITAKER, Judge; LITTLETON, Judge; and JONES, 
Chief Judge, concur. 







EISENSCHIML v. FAWCETT PUBLICATIONS, INC. 
No. 11830 —C. A. 7—July 17, 1957 


CoPpYRIGHTS—INFRINGEMENTS—EVIDENCE IN GENERAL 
Action for copyright infringement of plaintiff’s book, “Why was Lincoln 
Murdered?” by an article published in “True” magazine. The matter was heard by 

a Special Master, who recommended the dismissal of the complaint and the taxing 

of costs against plaintiff. The plaintiff, a well-known authority on the Civil War 
period and Lincoln, had published two books dealing with Lincoln’s assassination. 
Defendant Millard, a free lance writer, had also written many magazine articles 

on the same subject. No permission was granted defendant nor Millard to use 
material from plaintiff’s books, nor is there any credit in the article in question, 

it having been deleted by the publisher. Millard had read Eisenschiml’s two books 

and freely admitted that some of his material and ideas came from these sources. 
























Vol. 47 T. M.R. EISENSCHIML v. FAWCETT PUBLICATIONS 1119 


Copyright infringement is not confined to literal and exact repetition or reproduc- 
tion. Paraphrasing is copying and an infringement if carried to a sufficient extent 
but ideas are not protected by copyright. The evidence shows some copying but in 
view of the Master’s finding, confirmed by the District Court, that this was fair 
use, the evidence is not sufficient to hold the finding clearly erroneous. 
COURTS—PLEADING AND PRACTICE 
CourTs—CostTs 
Awarding of attorney’s fees as part of the costs is an abuse of discretion 
where plaintiff’s case was not without merit. 
Since defendant’s printed record contained much unnecessary testimony and 
mater.al, defendant may include only cost of 400 of the 798 pages. 


Action by Otto Eisenschiml v. Fawcett Publications, Inc. for copyright 
infringement. Plaintiff appeals from District Court for Northern District 
of Illinois from judgment for defendant. Modified. Schnackenberg, Cir- 
cuit Judge, concurring in part and dissenting part with opinion. 


Elmer Gertz, of Chicago, Illinois, for appellant. 
Don H. Reuben and Frank A. Olsen, of Chicago, Illinois, for appellee. 


Before Durry, Chief Judge, and FINNEGAN and SCHNACKENBERG, Circuit 
Judges. 


Durry, Chief Judge. 

The complaint herein alleges copyright infringement. Count I alleges 
defendant infringed plaintiff’s copyrighted book “Why Was Lincoln Mur- 
dered?” (hereinafter sometimes referred to as “Why’’). The second Count 
alleged the defendant infringed plaintiff’s copyrighted book “In the Shadow 
of Lincoln’s Death” (hereinafter sometimes referred to as “Shadow’’). 
Plaintiff seeks an accounting for profits, damages and costs pursuant to 
the Copyright Act. 

The defendant, Fawcett Publications, Inc., publishes a magazine called 
“True.” Plaintiff alleges defendant infringed his copyright by publishing 
in the February, 1953, issue of True, an article entitled “America’s Greatest 
Unsolved Murder” written by one Joseph John Millard. The cause was 
referred to a Special Master, although the oral testimony of only five wit- 
nesses was heard by him. He also considered three depositions including 
that of Joseph Millard, and examined numerous exhibits. 

The Special Master made a report recommending that the Court enter 
judgment for the defendant, and that the plaintiff be taxed all costs in- 
cluding the payment of an attorney fee. He reported that the parties had 
deposited with the master the sum of three thousand dollars for fees, and 
he requested an additional allowance of three thousand dollars. Exceptions 
were filed to the report. The District Court filed a short memorandum, 
and entered an order overruling objections to the report, ordering the 
plaintiff to pay the Special Master an additional sum of Forty-five Hundred 
Dollars and to reimburse the defendant in the amount of Fifteen Hundred 
Dollars for the sum which it had deposited with the Special Master. The 
Court also ordered that the plaintiff pay attorney fees. The amounts 
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allowed by the Court were Fifteen Hundred Dollars more than had been 
requested by the Special Master; however, the latter has filed a partial 
satisfaction to the extent of Fifteen Hundred Dollars. 

Plaintiff has written a number of articles and books on the Civil War 
period. He is an acknowledged authority in the field of Civil War history 
and, in particular, in the narrower field of Lincoln’s assassination. His 
research on this subject extended over a period of eighteen years, and 
plaintiff testified he expended $20,000.00 in doing this work. Millard 
testified no competent authority would write about Lincoln’s assassination 
without studying plaintiff’s works. Millard read plaintiff’s “Why” and 
“Shadow” at least twice before writing his article. 

Joseph Millard has been a free lance author and writer for twenty- 
five years. He has penned and sold over one thousand stories to popular 
media. He has made a study of the Civil War period, and has accumulated 
a Civil War library containing many books, magazines and newspapers. 
At the time of his deposition he produced more than a hundred books 
from his library. Prior to writing the alleged infringing article he had 
written, and defendant had published, two earlier articles concerning the 
Civil War. The first was published by True in December, 1945, and was 
entitled “The Spy Who Saved the Union.” The story concerned the 
exploits of one Felix Stidger, a counter-espionage agent who had exposed 
the dangerous Copperhead Society called “Knights of the Golden Circle.” 
The second was published in the July, 1947 issue of True, and was called 
“The Devil’s Errand Boy.” This story concerned incidents in the life 
of Lafayette Baker who was head of the Secret Service during the Civil 
War, and who was a one-time intimate of Secretary of War, Edwin M. 
Stanton. 

Plaintiff’s book “Why Was Lincoln Murdered?” is a scholarly work, 
extensively documented and foot-noted. It is a hard-covered book of five 
hundred three pages divided into twenty-nine chapters. It concerns the 
assassination of Abraham Lincoln, and a subsequent history of the persons 
involved. The hypothesis of the work is that Secretary of War Stanton was 
implicated or at least had a guilty knowledge of the conspiracy. Twenty- 
two thousand copies of this work were sold. 

Plaintiff’s second book “In the Shadow of Lincoln’s Death” is also a 
hard-covered book. It is four hundred fifteen pages in length and contains 
fourteen chapters. It is supplemented by extensive notations. One prom- 
inent reviewer described this book as a long foot-note to the earlier work 
“Why Was Lincoln Murdered?”. Thirty-six hundred copies of this work 
were sold. 


1. In his article “The Devil’s Errand Boy” Millard referred to plaintiff as follows: 
“Mr. Otto Eisenschiml of Chicago, the outstanding authority on Abraham Lincoln’s 
death, has devoted a lifetime of intensive research to the subject. His two books— 
‘Why was Lincoln Murdered’ and ‘In the Shadow of Lincoln’s Death’—are packed with 
his own sensational discoveries. Yet he feels the surface has barely been scratched.” 
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Defendant’s article “America’s Greatest Unsolved Murder” contains 
about twenty thousand words. It was the longest article and the main 
feature of the February, 1953 issue of True. The author originally entitled 
it “History’s Maddest Murder Case.” It contained no foot-notes, bibli- 
ography or other documentation. 

Neither defendant nor Millard ever asked or received permission to 
use material from plaintiff’s books. Nowhere in the published article is 
HKisenschiml credited or referred to. The only such passage in the article 
as written by Millard was “Otto Eisenschiml, probably the world’s leading 
authority on the mysteries of Lincoln’s assassination, has in one curt 
sentence treated Stanton’s diatribe to the respect which it deserves * * * .” 
However, his passage was deleted from Millard’s manuscript by defendant 
before publication in its magazine. 

Two expert witnesses testified and, as so often happens, held dia- 
metrically opposed views. Dr. Donald Riddle is the head of the division 
of Social Sciences at the University of Illinois, Chicago Undergraduate 
Division at Navy Pier, and teaches American history. He has written books 
on Lincoln’s Congressional career. He has done extensive work in studying 
and determining the textual history of the New Testament which included 
comparing the various Gospels’ language to determine literary relation- 
ships. In Dr. Riddle’s opinion, defendant’s article is a literary copying of 
the Eisenschim] books here in question. 

Dr. Ernest Samuels is a professor of English at Northwestern Uni- 
versity. He has served as editorial advisor upon matters of style and 
scholarship for various publishers. He has written an historical biography 
“The Life of Henry Adams.” One of his duties at the University has been 
to sit as a one-man court of review when students are accused of copying 
their English themes. He spent seventy-five to eighty hours analyzing 
the three works here under consideration. His opinion was that Millard’s 
article was an independent literary creation. 

Plaintiff insists Millard’s article is a slavish imitation, paraphrase and 
copy of substantial portions of his two copyrighted books, and that de- 
fendant, through Millard, substantially appropriated his research. Eisen- 
schiml claims that Millard’s article contains substantially the same treat- 
ment of and language about Stanton, Lincoln, the Grants, John F. Parker, 
O’Beirne, Miss Harris and Major Rathbone, John Fletcher and Atzerodt 
as in the Eisenschiml books, and that said named persons are the principal 
characters in the Millard article as in the infringed portion of the Eisen- 
schiml books. Plaintiff contends that Millard’s article follows the same 
general outline or pattern as the plaintiff’s two books, and that he treats 
the material therein in the same manner as does plaintiff. 

Plaintiff insists Millard’s article not only pirated the underlying theme 
of plaintiff’s books,—the theme that Secretary of War Stanton may have 
been implicated in the assassination, that obstacles were deliberately placed 
in the way of Booth’s capture, and that there are other unexplained mys- 
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teries—but the article treats the ideas, characters, scenes and events in 
the same way that plaintiff does. Plaintiff further states Millard’s article 
so parallels and simulates plaintiff’s two books that the article is actually 
a condensation of several chapters of Why with portions taken from 
Shadow plus some standard historical data. 

Exhibit 7 received by the master contained what plaintiff claimed 
were sixty-six parallels or quotes designed to show copying and para- 
phrasing by Millard of plaintiff’s two books. The limitation of space will 
not permit more than a brief illustration of the quotes. 

At page 56 of Why, plaintiff wrote: “In his memoirs, Grant passed 
over this episode quickly and skillfully * * *.” Millard, referring to the 
same matter, wrote “In his memoirs, Grant skillfully slid over the inci- 
a??? * 

At page 73 of Why, plaintiff wrote: “* * * L. A. Gobright, agent of 
the Associated Press at the Capitol * * * was about to close his office * * * 
when he was informed of the tragedy. Rushing to the telegraph office, he 
sent a short special * * * he tore over to Ford’s Theatre * * * and was 
fortunate enough to find Booth’s derringer on the floor.” Millard wrote: 
“One L. A. Gobright of the Associated Press was just closing his Washing- 
ton Office when the terrible news came. Rushing out, he quickly wired his 
paper * * * From there, Gobright hurried to Ford’s Theatre for more 
details. He was in the blood-spattered box when the man named Kent 
found the derringer on the floor.” 

In Why, at page 120, plaintiff quoted from the O’Beirne diary. The 
O’Beirne papers were in plaintiff’s exclusive possession. Millard quoted 
exactly the same passage. The comments following this quotation were as 
follows: Plaintiff said: “That close O’Beirne came to getting his man.” 
Millard wrote: “That close O’Beirne came to making the capture then.” 

In Shadow, plaintiff wrote at page 55: “What can be the meaning of 
this? A dying man hears his name mentioned. He opens his eyes and acts 
surprised.” Millard wrote: “Would a dying man be surprised at hearing 
his own name spoken ?” 

On page 71 of Shadow, plaintiff wrote: “(Baker) smiled, and said 
‘I intended to have his body, dead or alive, or a mighty good substitute 
for it.’” Millard wrote: “* * * Baker, grinning harshly, would soon be 
remarking to a friend, ‘I intended to have his body, dead or alive, or a 
mighty good substitute for it.’ ” 

In Why, at page 29, plaintiff refers to “The great scoop of the cen- 
tury * * *.” Millard refers to the same subject matter as “The newsbeat 
of the century * * * .” 

On page 419 in Why, plaintiff wrote: “Mrs. Lincoln, frightened and 
distracted, had fallen to the floor in a faint. A sudden rage possessed 
Stanton. Brutally he gave orders to take ‘that woman’ out of the room 
and not to let her come back.” Millard wrote: “When Mrs. Lincoln, half 
mad with grief and shock, fainted at the sight of her husband, Stanton 
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waved his arms, bawling, “Take that woman out of here.’ Get her out and 
don’t let her come back!” 

Items in the career of the dissolute policeman, John Parker, who was 
Lincoln’s bodyguard on the fatal night, were assenibled by plaintiff from 
private papers of a Provost Marshal named O’Beirne, and from old and 
scattered records and archives of the Washington, D. C. police department. 
Millard could not have examined the O’Beirne files as they were in plain- 
tiff’s possession. It is admitted Millard did not examine the Washington 
police files. 

The Parker story is an important part of Millard’s article. When Carl 
Sandburg was writing “Abraham Lincoln, the War Years” he requested 
and received permission from plaintiff to incorporate the Parker story 
in his work. In his forword in Volume I he wrote: “The liberal researches 
of Otto Eisenschim! on the closing scenes of Lincoln’s life are a distinct 
contribution; * * *” 

Millard claims he received part of the Parker story from Sandburg’s 
work. However, there are some parts used by Millard that were not used 
by Sandburg. The incident of the squawking ducks on the street car; the 
incident of Parker firing a pistol through a window of a house of ill fame; 
and the incident of Parker being severely kicked and injured by a man 
he was attempting to arrest, all of which were included in Millard’s article, 
were not included in the Sandburg work. This information came from 
plaintiff’s books because Millard did not examine the original police 
records, and they had appeared in no other book or article prior to that 
time. 

In his testimony, Millard freely admitted that some of the material 
and ideas used by him in his article came from plaintiff’s Why or Shadow. 
The following are illustrations of a number of his answers: “That, I 
believe, was queued to me by Dr. Eisenschiml’s book”; “Oh, I got some of 
it from the Eisenschiml books”; “The thought was undeniably inspired by 
Dr. Eisenschim]” ; “The idea, I think, is an inspiration of Dr. Eisenschiml” ; 
“The idea I think, I can positively state, was Dr. Eisenschiml’s”; “The 
material, I think, came from Dr. Eisenschiml.” 

Millard’s attention was called to a portion of his manuscript and he 
was asked to compare same with portions of plaintiff’s Why. He testified: 
“Tt just shocks me a little. I did not get the language consciously from 
Dr. Eisenschiml, whether unconsciously I could not say. * * * It is not 
a copy, but there is a similarity there, and a rather shocking one to me.” 

It is apparent Millard did, to some extent, at least, use the material 
which resulted from plaintiff’s research. In Toksvig v. Bruce Publishing 
Company, 181 F.2d 664, 667, 85 USPQ 339, 341, this Court said: “The 
question is not whether Hubbard could have obtained the same information 
by going to the same sources, but rather did she go to the same sources 
and do her own independent research? In other words, the test is whether 
the one charged with the infringement has made an independent produc- 
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tion, or made a substantial and unfair use of the complainant’s work. 
Nutt v. National Institute, Inc. (2 Cir.), 31 F.2d 236, 237.” 

But the master and the District Court found that whatever use Millard 
may have made of plaintiff’s work is not actionable “because it was an 
insignificant use, a fair use or use of non-copyrightable material.” The 
master and the Court also found the work of Millard “is an independent 
literary creation based upon independent research.” The District Court 
said: “Not only Millard’s sworn word, but all the circumstances, indicate 
clearly that he did not copy from the plaintiff.” 

Rule 53(e)(2) Federal Rules of Civil Procedure provides: “In an 
action to be tried without a jury the Court shall accept the master’s find- 
ings of fact unless clearly erroneous.” In Ferroline Corp. v. General 
Aniline & Film Corp., 7 Cir., 207 F.2d 912, at page 920, 99 USPQ 240, 
245, this Court said: “Findings of fact by a master are binding on the 
trial court unless clearly erroneous. * * * The threshold question here. then 
is the same as it was in the court below,—whether, as a matter of law, the 
master’s findings of fact were clearly erroneous. * * * Neither the trial 
court nor this one may refuse to recognize the findings ‘merely because of 
a difference in personal persuasion * * * or a dissatisfaction with the result 
reached.’ ” 

The master found that Millard did not copy but that he worked inde- 
pendently. We agree that a large portion of Millard’s article resulted 
from his independent work. But it also is apparent, as hereinbefore indi- 
eated, that a number of extracts from plaintiff's works were used in 
Millard’s article. “* * * an infringement is not confined to literal and 
exact repetition or reproduction; it includes also the various modes in 
which the matter of any work may be adopted, imitated, transferred, or 
reproduced, with more or less colorable alterations to disguise the piracy. 
Paraphrasing is copying and an infringement, if carried to a sufficient 
extent.” 18 C.J.S., Copyright and Literary Property, p. 217. This Court, 
quoting with approval from Ball on Law of Copyrights said in Toksvig v. 
Bruce Publishing Company, 181 F.2d 664, at 667, 85 USPQ 339, 341, “The 
question of infringement of copyright is not one of quantity but of quality 
and value.” 

Ideas, as such, are not protected by the law of copyright. Holmes v. 
Hurst, 174 U.S. 82; Kalem Company v. Harper Brothers, 222 U.S. 55. But 
the mode of expression used by the author can be protected. Dymow v. 
Bolton, 11 F.2d 690. The association, arrangement and combination of 
ideas and thoughts and their form of expression may make a particular 
literary composition which is entitled to protection. Holmes v. Hurst, 174 
U.S. 82; Chicago Record-Herald Co. v. Tribune Association, 7 Cir. 275 F. 
797. 

The question before us is did Millard make a substantial copy of 
plaintiff’s books? Mazer et al. v. Stein et al., 347 U.S. 201, 218, 100 USPQ 
325, 333 (44 TMR 389). We must keep in mind that copying is not neces- 
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sarily a literal or exact repetition or reproduction. The answer is not 
entirely free from doubt. However, we have concluded, in view of the 
findings of the master, and the findings in the memorandum opinion of the 
District Court, that Millard did not substantially copy plaintiff’s books,— 
in other words, we conclude that the findings of fact in this respect were 
clearly not erroneous. 

Whatever we may think of the ethics of Millard in utilizing various 
portions of plaintiff's works with only a scant credit reference, or the 
ethics of the defendant in publishing the article after first eliminating the 
credit reference, we conclude, in view of the findings, we must hold there 
was not a sufficient copying to amount to an infringement. 

The master found that such use as Millard did make of plaintiff’s 
books was a fair use. If so, such use was a non-infringing use. The ques- 
tion of a fair use usually arises in connection with scientific or other works 
dealing with a common subject matter. 18 C.J.S., Copyright and Literary 
Property, page 223. In historical writings such as the events immediately 
before and after President Lincoln’s assassination, plaintiff and Millard 
were, necessarily, writing about the same personages during a very limited 
period of time. It is to be expected that there would result some similarity 
of treatment. In any event, the issue of fair use is a question of fact. 
Mathews Conveyer Co. v. Palmer-Bee Co., 6 Cir., 135 F.2d 73, 85, 57 USPQ 
219, 230. We cannot say that the master’s finding in this respect is clearly 
erroneous. 

We consider the award of attorney fees by the District Court to be an 
abuse of discretion and entirely unwarranted. True, the master and the 
District Court were of the opinion that plaintiff’s case was entirely without 
merit. However, we have indicated our view to the contrary. We have 
pointed out that a very close question was involved, and we hold that 
plaintiff should not be assessed attorney fees for trying to protect the 
copyright on his books. The provision in the judgment requiring plaintiff 
to pay attorney fees must be eliminated. Official Aviation Guide, Inc. v. 
American Aviation Associates, Inc., et al., 7 Cir., 162 F.2d 541, 74 USPQ 45. 

Criticism must also be made of the size of the record before the master. 
In spite of repeated objections by plaintiff the time of the trial was unnec- 
essarily prolonged. 

Rule 16(¢c) of this Court provides: “* * * It is expected that the parties 
will not indulge in unnecessary or repetitious printing, having in mind the 
fact that the record is always available to the court for reference or 
examination. Infractions of this rule may be penalized by the denial or 
award of costs.” Plaintiff’s appendix contained 505 pages. Defendant 
filed a separate appendix containing 798 pages. Defendant’s appendix 
contained much unnecessary and repetitious testimony. Defendant may 
include in its Bill of Costs the printing of only 400 pages of its separate 
appendix. 

Modified as hereinbefore indicated, the judgment is affirmed. 
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ScCHNACKENBERG, Circuit Judge, concurring in part, and dissenting in part. 

I concur in Judge Duffy’s opinion insofar as it disapproves the assess- 
ment of attorneys’ fees against plaintiff. 

Insofar as the opinion upholds the district court’s finding and judg- 
ment on the merits of the case, I dissent. Even from those facts set forth in 
the majority opinion, it appears that the findings of the master and the 
district court are clearly erroneous. Rule 53(e) (2) Federal Rules of Civil 
Procedure. An examination of all the evidence in the record convinces me 
of Millard’s transparent and shocking piracy of plaintiff’s publications. 
For the wrongful and clearly established infringement, I would grant 
relief to this researcher and author. 


ROGER & GALLET v. JANMARIE, INC. 
Appl. No. 6302 —C. C. P. A.—June 10, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
REGISTRABIITY—ASSIGNMENTS 
Application sought to register JANMARIE for hair tints, rinses, hand lotions 

and hair dressing preparations and registration opposed by Roger & Gallet, a 
New York corporation on basis of its registration of mark JEAN MARIE FARINA 
used on eau de cologne and soap. Evidence shows French Roger & Gallet in 1947 
assigned to Roger & Gallet (New York) all rights in JEAN MARIE FARINA, three 
registrations thereof and goodwill of business. Examiner held marks confusingly 
similar and sustained opposition. On appeal Commissioner held opposer was not 
owner of registration because mark JEAN MARIE FARINA identifies product of 
French manufacture and further held the marks were not confusingly similar. 
Commissioner’s ruling in effect holds that so long as the French manufacturer 
continues to manufacture and sell the goods under the mark for the United States 
market, assignment of United States rights is impossible, but this is in error 
since it assumes that the goodwill symbolized by the trademark in international 
use has its situs at the place where the goods bearing the mark are made. The 
situs of goodwill of the business done under JEAN MARIE FARINA trademark in 
United States is in United States. Same trademarks may have different owners 
in different countries. Assignment of trademarks, registrations and goodwill of 
business was valid assignment of JEAN MARIE FARINA marks and an existing good- 
will in the business done under marks in the United States. Validity of assignment 
not affected by size of consideration. Decision of Commissioner reversed. 

REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 

Ruling of Commissioner that confusion was unlikely not involved in appeal 

since it was an ex parte decision in favor of applicant from which opposer could 
not appeal. 


Opposition proceeding No. 32,406 by Roger & Gallet v. Janmarie, Inc., 
application Serial No. 618,742 filed September 13, 1951. Opposer appeals 
from decision of Commissioner of Patents dismissing opposition. Modified. 

Case below reported at 46 TMR 217, 627. 


Choate, Ronalds, Reynolds & Hollister (William A. Moore of counsel) of 
New York, N.Y., for appellant. 
No appearance or brief for appellee. 
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Before JoHNSON, Chief Judge, and O’CoNNELL, Ricu, and JAcKSON (re- 
tired), Associate Judges. 


Ricu, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
acting through the Assistant Commissioner, reversing the decision of the 
Examiner of Interferences in an opposition by Roger & Gallet to the 
registration of the mark JANMARIE. 

On September 13, 1951, Janmarie, Inc., a California corporation filed 
application serial No. 618,742, to register the mark JANMARIE, alleged to 
have been in use since June 8, 1948, and first used “in commerce” on 
June 21, 1948, in connection with hair tints, hair rinses, hair waving 
preparations, hand lotions, hand creams, hair oils, hair tonics, and hair 
dressing preparations. 

On March 25, 1953, Roger & Gallet, a New York corporation filed a 
notice of opposition to the registration, alleging that it believed it would 
be damaged by such registration because said mark was deceptively similar 
to the trademark JEAN MARIE FARINA used on eau de cologne and soap from 
a time antedating the applicant’s-appellee’s mark JANMARIE by at least 
thirty-six years. The notice of opposition states: “Opposer is the owner 
of the trademark JEAN MARIE FARINA, registered to its assignor in the 
United States Patent Office * * *.” It also avers that, “Opposer as its 
assignor’s exclusive distributor in the United States or as owner, has used 
the trademark JEAN MARIE FARINA as such on eau de cologne and soap 
*«* ” (Emphasis ours.) 

The trademark JEAN MARIE FARINA was first registered on March 4, 
1930 by Parfumerie Roger et Gallet, Société Anonyme, a French corpora- 
tion, the certificate reciting that it, and its predecessor firms (1) Gallet, 
Pellerin & Cie, a partnership organized in December 30, 1909; (2) Roger 
et Gallet, 1869-1909; (3) Jean Marie Farina, 1862-1869; (4) Jacques Collas 
and Elizabeth Sophie Gabillot Collas, trading as Jean Marie Farina, 1840- 
1862; and (5) Jean Marie Farina, 1806-1840; had used the mark for eau 
de cologne, perfume extracts, toilet waters, and perfumery since 1806. 

On October 17, 1947, Parfumerie Roger & Gallet, Société Anonyme, by 
an assignment recorded in the Patent Office December 24, 1947, sold, as- 
signed and transfered unto the said Roger & Gallet, the New York cor- 
poration, the entire right, title and interest in and to a large number of 
trademarks and the registrations thereof, including the presently involved 
mark JEAN MARIE FARINA, and three registrations thereof, “together with 
the good will of the business in connection with which the said trademarks 
are used.” The stated consideration was “One Dollar and other good and 
valuable consideration.” 

Roger & Gallet, the opposer here, had been a distributor of the products 
of the French firm from 1910 until the above mentioned 1947 assignment. 

In his opinion of July 7, 1954, the Examiner of Interferences expressed 
the opinion that the case turned “upon the relationship between the respec- 
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tive goods and the similarities and differences between the marks” and held 
that the products of the parties pertain to the identical class of toilet prep- 
arations and that the mark JANMARIE contained nothing which resembled 
the term FARINA, a part of the opposer’s mark. The examiner then con- 
cluded that JEAN MARIE and JANMARIE commonly may be pronounced in 
the same way, are substantially identical in fact and in law and since both 
marks are used on the same class of goods they would be quite likely to 
cause deception of purchasers. The opposition was therefore sustained. 

On August 10, 1954, Janmarie, Inc. (acting pro se by its president) 
“appealed” from the above decision of the Examiner of Interferences by 
a letter sent to the Patent Office. Upon receipt of the letter, Janmarie, Inc. 
was notified that the limit of appeal was August 9, 1954, and that since 
the applicant’s letter was not received until August 10, 1954, the appeal 
could not be entered. Janmarie, Inc. replied that it considered the mailing 
date, and not the date of receipt by the office as the controlling date, and 
further observed “not being an attorney, and this being our first experience 
with trademark procedure we are not familiar with Rule 26.3, and will be 
very happy to comply with any of the requirements under it if you will 
advise us as to its contents.” Upon receipt of this letter, the Commissioner 
held that Janmarie, Inc’s. “appeal received August 10, 1954 without fee, 
and its letter of August 24, 1954 are treated as a request for an extension 
of time for filing an appeal,” and extended said time to September 13, 
1954. By another letter of September 10, 1954, Janmarie, Inc. took its 
appeal alleging that “these two trademarks are not pronounced in the same 
manner, nor do they look alike, nor are they spelled alike, and the average 
person could in no way be confused by Janmarie, Inc.’s label.” 

On November 30, 1955, the Commissioner handed down a short opinion 
(107 USPQ 295) holding that opposer was not the owner of the trademarks 
relied on because “the mark JEAN MARIE FARINA is a mark which identifies 
and distinguishes the products of a French manufacturer and the French 
manufacturer is therefore the owner of the mark.” (Emphasis ours.) On 
this ground the opposition was dismissed. 

In that opinion the Commissioner also said, 107 USPQ at 296 (46 TMR 
at 217): 


On ex parte consideration of likelihood of confusion, mistake or 
deception of purchasers between applicant’s JANMARIE hair and hand 
preparations and JEAN MARIE FARINA soaps and perfumeries, it is con- 
eluded that confusion, mistake or deception is not likely, since the 
marks do not look alike, nor do they sound alike; and the commercial 
impressions created by them when seen upon the goods are distinctly 
different. 


Opposer petitioned for rehearing stating that the question of owner- 
ship was not raised by any party to the proceedings, by the examiner, nor 
by any of the papers involved in the appeal, except by the Commissioner’s 
decision, and requested leave to argue the point. 
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In answer to the petition for rehearing, the Commissioner wrote a 
lengthy opinion (109 USPQ 16, 46 TMR 627) discussing the history of the 
mark JEAN MARIE FARINA, the relationship between Roger & Gallet of New 
York and the French firm, explaining why, in the opinion of the Commis- 
sioner, Roger & Gallet of New York could not legally be considered to be 
the owner of the mark, and reaffirming the Commissioner’s original decision. 

On April 20, 1956, notice was filed by Roger & Gallet of appeal to 
this court. 

A motion was then filed by opposer requesting that this court declare 
“the decisions of Assistant Commissioner Leeds appealed from herein to be 
null and void as having been made without jurisdiction; and * * * the 
reinstatement of the decision of [the] examiner * * *.” This motion was 
denied. 

In March of 1957 opposer filed a motion to advance the appeal on the 
calendar because of the “unusual importance” of the question, which motion 
was granted. 

A request by Janmarie, Inc. to appear in this court by its president 
having been denied, no appearance has been made on its behalf, nor has any 
brief been filed. 

As indicated in the foregoing statement, the Commissioner’s decisions, 
reversing the Examiner of Interferences, developed two conclusions of law: 
(1) That opposer did not become the owner of the registered trademarks 
relied on by virtue of the assignment of the marks to it; and (2) “On ex 
parte consideration,” that confusion, mistake or deception as between those 
marks and the applicant’s mark was not likely. 

Conclusion (2) is not before us because it was an ex parte decision 
in favor of the applicant from which opposer could not appeal. In taking 
its appeal to this court, the opposer properly excluded it from this inter 
partes appeal. Revere Paint Company v. 20th Century Chemical Com- 
pany, 32 C.C.P.A. (Patents) 1096, 150 F.2d 135, 66 USPQ 65 (35 TMR 
143). We have before us, therefore, only conclusion (1)—the question of 
the effectiveness of the assignment to transfer ownership of the trademarks. 
Opposer concisely states the issue in its allegation that there was error in 
the holding that 


The absolute assignment to opposer of the trademark JEAN MARIE 
FARINA executed in 1947 by the then owner of the trademark (and at 
all times pertinent hereto the manufacturer, in France, of the goods 
to which the mark is applied) regular on its face, for a recited good 
and valuable consideration and duly recorded in the Patent Office, 
did not transfer the trademark to opposer. 


In the Commissioner’s first opinion of November 30, 1955 the above 
holding was supported by the following two statements, 107 USPQ at 296 
(46 TMR at 217): 


It seems clear from the record that the mark JEAN MARIE FARINA 
is a mark which identifies and distinguishes the products of the French 
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manufacturer; and the French manufacturer is therefore the owner 
of the mark. (Emphasis ours.) 

* * * so long as the French manufacturer continues to manufacture 
the goods and use the mark JEAN MARIE FARINA to identify and dis- 
tinguish its goods sold in this country, it owns the mark. 


If the above holding is erroneous, then there must be demonstrable 
error in the reasoning which supports it. We think there is. It will be 
observed that in the quoted passages there is no mention of the assignment. 
The holding was simply that the French manufacturer owns the mark—a 
legal conclusion—because it continued to use it on goods which were sold 
in this country. This wholly begs the question as to the validity of the 
assignment by which the French manufacturer attempted to transfer own- 
ership of the mark in the United States to opposer. In effect it seems to 
hold that unless the French assignor stops making and marking goods for 
the United States market, assignment of the United States rights is an 
impossibility. 

The opinion further said, 107 USPQ at 296 (46 TMR at 217): 


Opposer, as an importer and distributor, stands in a position com- 
parable to a wholesaler who neither owns nor uses the mark within 
the legal concept of ownership and use of a trademark in this country. 
(Emphasis ours.) 


But this is beside the point because we are not concerned with the 
opposer “as an importer and distributor” but as a putative assignee. We 
would agree that a mere importer and distributor acquires no rights in the 
marks used on the imported goods by the foreign exporter in the absence 
of an assignment of any kind, but in this case there was an assignment. 

In the Commissioner’s second opinion, on reconsideration, it was said 
that “On its face, the instrument appears to be a valid assignment.” But 
it was held, in further amplification of the rationale, that it failed to trans- 
fer ownership because it did not comply with Sec. 10 of the 1946 Trademark 
Act, which permits assignment of marks only with the goodwill of the 
business in which the mark is used. The gist of the Commissioner’s reason- 
ing is in the following excerpts (not taken in order) : 


The enterprise or business of the French manufacturer and the 
goodwill symbolized by the mark JEAN MARIE FARINA were located in 
France. Such business and goodwill continue to be located in France. 
(Emphasis ours.) 

The record * * * shows that the parties to the instrument have con- 
tinued to do that, and only that, which they were doing prior to and 
at the time the instrument was executed. * * * (Emphasis ours.) 

Under these facts, the purported assignee could not have received, 
as a result of the execution of the instrument, anything which it did 
not have before; * * * There was not * * * any actual transfer of 


1. In the opinion the only references to the assignment are these: “* * * in 1947 
the registrations were assigned to opposer who renewed them in 1950” and “The instru- 
ment which transferred record title to the registrations * * *.” 
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either the goodwill of the business in which the mark is used or that 
part of the business connected with the use of and symbolized by the 
mark, The mark continues to be used in the French concern’s business 
and to symbolize the goodwill of that concern. (Emphasis in original.) 


We shall discuss these points in the order in which we have placed them. 

We think it is a mistake to assume that all of the goodwill symbolized 
by a trademark in international use has its situs at the place where the 
goods bearing the mark are made, at least to the extent of being so immo- 
bilized there as to preclude its original owner from parting with segments 
of it on a national basis. We are concerned here with business and goodwill 
attached to United States trademarks, not French trademark rights exist- 
ing under French law. We take it as axiomatic that neither the trademark 
law of France nor of the United States has any extraterritorial effect. 
Where, then, can business done under United States trademarks, registered 
in the United States Patent Office, and the goodwill symbolized by them, 
have their situs except in the territory where United States law is en- 
forceable? The location of the owner of such trademarks, the beneficiary 
of the goodwill attached to them, is an entirely different question and in 
this case the owner, until such time as he chose to part with his United 
States rights, was unquestionably the French manufacturer, located in 
France. But, to our minds, what was being dealt with by the assignment 
in question was the business done in the United States under United States 
trademarks symbolizing goodwill in the United States. This opposition pro- 
ceeding was brought to protect that business and goodwill against confu- 
sion in the domestic market. The legal concept of goodwill which we adopt 
must be in accord with business realities. We therefore hold that the situs 
of the goodwill of the business done under the JEAN MARIE FARINA trade- 
marks in the United States was in the United States. 

On the next point, that the parties were doing the same things after 
the assignment they were doing before, we think this is of little or no sig- 
nificance on the question of the validity of the assignment and of no help 
in deciding that issue. The important thing is not what they did do, but 
what they could do. 

The Commissioner’s first opinion does not seem to regard the assign- 
ment as a complete nullity. It says that it “transferred record title to the 
registrations” and expresses the view that it “might well create an estoppel 
as between the French manufacturer and the U.S. distributor so far as 
the registrations are concerned.” What the opinions fail to take into ac- 
count, seemingly because up to the time of decision the goods sold in the 
United States continued to come from the French factory, is the possibility 
that the same trademark can have different owners in different countries. 

Assuming, arguendo, that the opposer did acquire the U.S. trademarks, 
in the absence of some other agreement it was for the opposer to decide 
where it bought its goods, to be sold under the mark. This it could not have 
done before acquiring ownership of the marks. 
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On the last point, which we shall simplify to the statement that the 
opposer could not have received anything by the assignment which it did 
not have before, this seems to rest on the two-pronged proposition that all 
goodwill was in France and that the outward conduct of the parties did 
not change. We have dealt with the first. As to the other, there are in 
this case even now clear evidences of changed conduct which have been 
overlooked. As the Commissioner pointed out, “In 1950, opposer applied 
for renewals of the registrations, alleging itself to be the owner of the mark, 
and registrations under the assignment. The Patent Office granted the 
renewals.” Furthermore, the opposer filed the notice of opposition herein, 
as owner. The parties, therefore, have not “continued to do that, and only 
that, which they were doing prior to and at the time the instrument was 
executed.” They have been behaving as though a whole bundle of legal 
rights had been transferred by the assignment, which we think is clearly 
the case. 

In our opinion the validity of the assignment is controlled by the deci- 
sion of the Supreme Court in A. Bourjois & Company, Inc. v. Katzel, 260 
U.S. 689 (138 TMR 69), wherein a French company sold to the plaintiff, its 
former American distributor, its business in the United States, the goodwill 
and certain trademarks for face powder. Defendant purchased the genuine 
product from the French manufacturer-assignor, with genuine labels, and 
attempted to sell it here under the assigned marks. The court upheld an 
injunction, saying: 


It is said that the trademark here is that of the French house and truly 
indicates the origin of the goods. But that is not accurate. Jt is the 
trademark of the plaintiff only in the United States and indicates in 
law, and, it is found, by public understanding, that the goods come 
from the plaintiff although not made by it. (Emphasis ours.) 


The court further pointed out that after the sale the French manufacturer 
could not, itself, have come to the United States and have used its old marks 
in competition with the plaintiff. 

The Commissioner’s second opinion attempts to distinguish the Bourjois 
ease on the ground that “the facts in the present case are vastly different,” 
a proposition with which we do not agree. Referring to the above quotation, 
the Commissioner emphasized the statement that “by public understanding” 
the goods came from the plaintiff, a factor assumed to be lacking here. 
We point out that the Supreme Court threw in this factor conjunctively 
as in addition to its finding that the trademarks indicated in law that the 
goods came from the plaintiff, which, on the basis of the whole opinion, we 
believe is enough. 

The Commissioner said further, “In the present case there is no evi- 
dence of sale of the French concern’s business in the United States to the 
opposer for a large sum.” This statement is a negative pregnant and it is 
difficult to say precisely what is meant. The assignment is certainly clear 
evidence of a sale of the United States business. If it is the size of the 
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consideration which is under fire, we do not think assignments can be laid 
open to attack on this ground. And further it was argued that “There is 
no evidence that opposer operates any business other than the distribution 
of the French manufacturer’s product.” Other statements were made to 
the effect that the public would be likely to believe that the goods emanate 
from the French company. We do not see that opposer was under any 
obligation to show it had any business other than the sale of the French 
product. The record shows that the labels bore the name “Roger & Gallet,” 
which is opposer’s name, notwithstanding it is part of the French com- 
pany’s name, along with the notation “New York” as well as “Paris.” It 
also shows that labels were affixed at least to some products saying “Roger 
& Gallet, New York, Distributors” and that jobbers sheets and price lists 
distributed to the trade gave New York addresses for “Roger & Gallet.” 
These facts are a close parallel to the evidence in the Bourjois case which 
led the Supreme Court to say there was “public understanding” that the 
goods came from the plaintiff in that case. 

We hold that the assignment of the trademarks and the registrations 
thereof “together with the goodwill of the business in connection with 
which the said trademarks are used,” dated October 17, 1947, was a valid 
assignment which transferred to opposer-appellant ownership of the JEAN 
MARIE FARINA marks and an existing goodwill in the business done under 
those marks in the United States. The Commissioner was therefore in 
error in holding that opposer was not the owner and in dismissing the 
opposition on that ground. 

We agree with the following quotations from Keebler Weyl Baking 
Co. v. J. 8. Ivins’ Son, Inc., 7 F Supp. 211 at page 214, 23 USPQ 21, 23-24 
(24 TMR 161): 


* * * Keeping pace with industrial and business development the law 
has advanced a considerable distance from the earlier decisions which 
were made when small individual businesses personally owned and 
personally managed were the rule rather than the exception. * * * 
The use of a trademark does not any longer necessarily import that 
the articles on which it is used are manufactured by the user but it may 
be enough that they are manufactured for him, that he controls their 
production or even that they pass through his hands in the course of 
trade and that he gives to them the benefit of his reputation and name 
or business style. * * * 


So much of the decision of the Commissioner as has been appealed 
from is therefore reversed and the case is remanded for further proceedings 
not inconsistent with this opinion. 

Wortey, Judge, because of illness, was not present at the argument 
of this case and did not participate in the decision. 

JACKSON, Judge, retired, recalled to participate herein in place of Cox, 
Judge, absent because of illness. 
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NATIONAL LEAD COMPANY v. MICHIGAN BULB 
COMPANY, doing business as GARDEN 
SPECIALTIES CO. 


No. 34,199 — Commissioner of Patents — May 6, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE—RULES 

Petition requesting ruling on procedure under Rule 2.131(b) as to serving 
opposing party copy of petition for reconsideration or briefs, Examiner dismissed 
opposition and refused registration on ex parte grounds not put in issue by plead- 
ings. Applicant filed petition for reconsideration of refusal to register. Examiner 
held petition informal for failure to serve copies on opposer. However, refusal 
under Rule 2.131(b) is ex parte action in which opposer is not entitled to be heard 
and therefore service of petition on opposer was not necessary. 


Opposition proceeding by National Lead Company v. Michigan Bulb 
Company, doing business as Garden Specialties Co. Applicant petitions 
from decision of Examiner of Interferences holding petition for recon- 
sideration informal. Petition granted. 


Charles F. Kaegebehn and Milton Handler, of New York, N.Y., for National 
Lead Company. 

Mann, Brown & McWilliams, of Chicago, Illinois, for Michigan Bulb 
Company. 


Leeps, Assistant Commissioner. 

A petition has been filed requesting a ruling on the procedure to be 
followed under Rule 2.131(b) in so far as serving on the opposing party 
a copy of any petition for reconsideration, briefs or other documents is 
concerned. 

This is an opposition proceeding in which the Examiner of Inter- 
ferences dismissed the opposition and refused registration on ex parte 
grounds not placed in issue by the pleadings. Before expiration of the 
appeal period, applicant filed a petition for reconsideration of the refusal 
to register. The Examiner of Interferences, in his action on the petition 
for reconsideration stated in part that the petition (with an accompanying 
affidavit) was “informal in that copies thereof were not served upon coun- 
sel for the opposer as required by Trademark rule 2.119. See also Oliver 
Farm Equipment Co. v. Deere & Co., 56 USPQ 587 (33 TMR 431). Com- 
pliance with that rule is requested.” 

Rule 2.119 provides that every paper filed in the Patent Office (except 
those which are mailed by the Office) in inter partes cases, including ap- 
peals, must be served upon the other parties and proof of such service 
must be made before the paper will be considered. 

Rule 2.131(b) provides that if, in considering an inter partes case 
involving an application, facts appear which in the opinion of the Exam- 
iner of Interferences render the mark unregistrable on grounds not placed 
in issue by the pleadings, or which have not been placed in evidence by the 





Vol. 47 T. M. R. COAHOMA CHEM. CO. v. SMITH 1135 


parties, he may incorporate in his opinion a decision refusing registration 
on the new reasons (or grounds), and “Such action by the Examiner of 
Interferences is ex parte, and the opposing party is not entitled to be heard 
thereon.” The rule further provides that the applicant may request re- 
consideration of the ex parte refusal to register or he may appeal, and in 
the event neither action is taken the decision refusing registration be- 
comes the final decision on the application, without prejudice to the inter 
partes case. 

In the present case, the refusal of registration by the Examiner of 
Interferences was, under Rule 2.131(b), an ex parte action in connection 
with which the opposing party is not entitled to be heard. It was not a 
paper filed in the Patent Office in an inter partes case as referred to in 
Rule 2.119, and compliance with Rule 2.119 is, therefore, not required. 
In other words, applicant is not required to serve on the opposing party 
copies of any petition for reconsideration, briefs or other documents filed 
in connection with the ex parte refusal; but it would seem to be the 
courteous thing to do to advise the opposing party of the filing of any 
petition for reconsideration, either by sending a copy of such petition or 
by letter. 

In any event, a copy of the official action on any petition for recon- 
sideration filed under the circumstances outlined herein will be sent to the 
opposing party. 

This proceeding is forwarded to the Examiner of Interferences for 
consideration of and action upon applicant’s second petition for reconsid- 
eration filed April 26, 1957. 


COAHOMA CHEMICAL CO., INC. v. SMITH (BLACK 
PANTHER COMPANY, INC., assignee, substituted); 
SAME v. HOWERTON GOWEN COMPANY, INC. 
(BLACK PANTHER COMPANY, INC.., 
assignee, substituted) 


No. 6195-6 —- Commissioner of Patents— May 27, 1957 


REGISTRABILITY—IN GENERAL 

Use of a mark in connection with unlawful shipments in interstate commerce 
does not constitute use which the Patent Office may recognize. 

Failure to comply with the Federal Economic Poisons Act which requires that 
economic poisons be registered with the Secretary of Agriculture before interstate 
shipment vitiates any right that might otherwise arise from use of a trademark 
upon such goods and if during the period of non-compliance another commences 
lawful use of the same or a similar mark, the latter will obtain paramount rights. 

CoMMON LAW TRADEMARKS—TITLE 

There is no property in an idea for a trademark, for property rights in a mark 
grow only out of use and not mere adoption. 

A corporate officer who conceived the idea for a trademark subsequently used 
in the business of two corporations with which he was connected acquired no 
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independent rights in the mark since he was but an employee who did not make 
or sell the goods as an individual under that mark; nor were the corporations his 
related companies whose use inured to his benefit, for while he exercised control 
over the quality of the goods, such responsibility was to the corporations as his 
employers and not to the public. 
REGISTRATION PROCEDURE—APPLICATION 
Material misstatements regarding use and ownership of the mark which are 
made in applications for registration will render a registration issued thereon void 
ab initio if the true facts would have resulted in a refusal by the examiner. 
REGISTRATION PROCEDUKE—APPLICATION 
CANCELLATION PROCEDURE—IN GENERAL 
Registrations void ab initio should be canceled without regard for the respec- 
tive rights of the parties to the cancellation proceedings. 





Cancellation proceeding by Coahoma Chemical Co., Inc., v. Benjamin 
D. Smith, Jr. (Black Panther Company, Inc., assignee, substituted), Reg- 
istration No. 546,051, issued July 31, 1951. 

Cancellation proceeding by Coahoma Chemical Co., Inc., v. Howerton 
Gowen Company, Inc. (Black Panther Company, Inc., assignee, substi- 
tuted), Registration No. 546,032, issued July 31, 1951. 

Black Panther Company, Inc. appeals from decision of the Examiner 
of Interferences granting petitions. Affirmed. 


Lancaster, Allwine & Rommel, of Washington, D.C., and J. Lake Roberson, 
Clarksdale, Miss., for Coahoma Chemical Co., Inc. 


John Howard Joynt, of Washington, D.C., for Black Panther Company, 
Ine. 





LeEeps, Assistant Commissioner. 

Two petitions have been filed to cancel the registrations of BLACK 
PANTHER for insecticides.’ 

Simply stated, the petitions are based on three fundamental grounds: 
(1) petitioner’s lawful use of its trademark RED PANTHER on insecticides 
and fungicides antedates respondent’s lawful use of BLACK PANTHER on 
insecticides; (2) respondent did not, at the time of filing his application 
or at any time thereafter, use or own BLACK PANTHER as a trademark; and 
(3) registrations issued as a result of false and misleading statements 
to the Patent Office by respondent under oath. 

The Examiner of Interferences granted the petitions to cancel on the 
ground that the registrations issued to a person who did not own the mark; 
and although no mention was made in the decision concerning likelihood 
of confusion between BLACK PANTHER insecticides and RED PANTHER insecti- 
cides, it is assumed that the requisite finding of probable damage to peti- 
tioner was based upon likelihood of confusion, mistake or deception of 
purchasers ; in fact, probable confusion seems to be conceded by the parties. 


1. Reg. No. 546,032, issued July 31, 1951 to Benjamin D. Smith, Jr.; and Reg. 
No. 546,051, issued July 31, 1951 to Benjamin D. Smith, Jr. 
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The pertinent facts as to the activities of petitioner, a Mississippi cor- 
poration, in connection with its use of the mark RED PANTHER on insecticides 
appear to be as follows: 


March 20 and 21, 1950—Notice was received from the U.S. Depart- 
ment of Agriculture of its registration under the Federal Economic 
Poisons Act of RED PANTHER Toxaphene emulsions. 

April 14, 1950—An invoice indicates that a sale (intrastate) was 
made under the RED PANTHER mark in the State of Mississippi; and 
other invoices indicate that sales under the mark have continued in 
that State. 

May 4, 1950—Notice was received from the U.S. Department of 
Agriculture of its registration under the Federal Economic Poisons 
Act of RED PANTHER Toxaphene dust. 

May 8, 1950—An invoice indicates that a sale was made under 
the RED PANTHER mark in the State of Arkansas; and other invoices 
indicate that sales under the mark have continued in that State. 

May 15, 1950—Notice was received from the Tennessee Depart- 
ment of Agriculture of its registration of RED PANTHER products. 

May 18, 1950—An invoice indicates that a sale was made under 
the RED PANTHER mark in the State of Louisiana; and other invoices 
indicate that sales under the mark have continued in that State. 

May 30, 1950—Notice was received from the Louisiana Depart- 
ment of Agriculture of its registration of RED PANTHER products. 

June 2, 1950—An invoice indicates that a sale was made under 
the RED PANTHER mark in the State of Tennessee; and other invoices 
indicate that sales under the mark have continued in that State. 

June 11, 1950—Petitioner filed an application to register in the 
Patent Office as a trademark for insecticides and fungicides the 
words RED PANTHER with a picture of a red panther.? The application 
set forth the date of first use of the mark and the date of first use of 
the mark in commerce as March 1, 1950. Registration was refused 
on the ground of likelihood of confusion, mistake or deception of pur- 
chasers with the mark BLACK PANTHER previously registered to re- 
spondent for insecticides. Petitioner then amended to request 
concurrent registration, limited to Alabama, Arkansas, Louisiana, 
Mississippi, Texas, the western half of Kentucky and the western half 
of Tennessee, and the application recited use by respondent of BLACK 
PANTHER as the exception to petitioner’s exclusive use. 

June 15, 1950—Notice was received from the Mississippi Depart- 
ment of Agriculture of its registration of RED PANTHER products. It is 
noted that the Mississippi Economie Poisons Act requiring registra- 
tion of labels used on insecticides, fungicides, ete. became effective 
on May 18, 1950. 

February 5, 1953—Concurrent use proceedings were instituted 
between petitioner and respondent.® 

September 1, 1953—Respondent’s testimony was taken in the 
concurrent use proceeding, and apparently on the basis of that testi- 
mony, the present petitions to cancel were filed on December 7, 1953. 
Sales of RED PANTHER products by petitioner have been substantial in 


2. Ser. No. 615,010, pending. 
3. Conc. Use Proceeding No. 134, suspended pending final termination of these 
proceedings. 
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Alabama, Arkansas, Kentucky, Louisiana and Tennessee. Since at 
least May 31, 1951 billings for RED PANTHER products have been made 
on billheads showing “Red Panther Sales Company, agent of Coahoma 
Company.” 


The pertinent facts as to the activities of respondent, an individual 
who, during the prosecution of these cases, executed and recorded an in- 
strument purporting to transfer his rights in the mark and registrations 
to a North Carolina corporation, appear to be as follows: 


July 1, 1948—General Insecticide Co., Inc., a New York corpo- 
ration, Benjamin D. Smith, the President, General Manager and sole 
stockholder of the New York corporation, and Benjamin D. Smith, 
Jr., entered into an employment contract under the terms of which 
Benjamin D. Smith, Jr. was to build in North Carolina a branch plant 
of the New York corporation and operate it under the general super- 
vision of the corporation’s President and General Manager; to manu- 
facture at such branch plant and distribute in the South such products 
as the corporation desired; to sell and employ other salesmen to sell 
in the southern territory said products of the corporation; to devote 
his entire business time to the performance of such duties, and not to 
engage in the distribution or sale of any other products whether com- 
petitive or not; and so to conduct himself as to enhance the standing, 
reputation, goodwill and business of the corporation. The remunera- 
tion of Benjamin D. Smith, Jr. under the terms of the contracts was to 
be on a salary and commission basis with certain options as to stock 
acquisition; and the corporation was to maintain supervision over the 
said employe during business hours “while he is engaged in the further- 
ance of the first party’s [the corporation’s] affairs.” So far as the 
record shows, this agreement remained in effect until October of 1950. 

August, 1948—Benjamin D. Smith, Jr. established the branch 
plant in North Carolina, and he became the vice-president of the New 
York corporation. 

October and November, 1949—Orders dated in these months for 
delivery in February, March and April of 1950, show BLACK PANTHER 
dust written in on the printed order blanks of General Insecticide 
Co., Inc., Sanford, N.C. 

March 28, 1950—General Insecticide Co., Inc., received notices 
from the Georgia Department of Agriculture of its registration of 
BLACK PANTHER dust. 

March and April, 1950—Shipping orders of General Insecticide 
Co., Ine., with the address of Utica, N.Y. crossed out and Sanford, 
N.C. typed in, indicate that the orders taken in October and November 
of 1949 were filled during these months by shipments made to Virginia, 
North Carolina and South Carolina. 

April 25, 1950—General Insecticide Co., Ine., Sanford, North 
Carolina (the branch plant of the New York corporation), received 
notice from the North Carolina Department of Agriculture of the 
registration of its economic poisons BLACK PANTHER DUST, BLACK 
PANTHER INSECT SPRAY aNd BLACK PANTHER 25% DDT. 

May 4, 1950—General Insecticide Co., Inc. made its first intrastate 
shipment after it had registered in accordance with the North Carolina 
law. 

May 8, 1950—General Insecticide Co., Inc. received notice from 
the U.S. Department of Agriculture of registration under the Federal 
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Economie Poisons Act of BLACK PANTHER dust and BLACK PANTHER 
insect spray. The label submitted to the U.S. Department of Agricul- 
ture showed the trademark BLACK PANTHER with a picture of a leaping, 
snarling black panther, other required labeling and “Manufactured 
by General Insecticide Co., Inc., Sanford, N.C. Utica, N.Y.” 

May 10, 1950—Benjamin D. Smith, Jr., “Doing business as the 
branch plant and office of General Insecticide Company, Inc.,” filed 
an application to register the mark BLACK PANTHER with a picture 
of a leaping, snarling black panther, for insecticides in the form of 
spray and dust, asserting first use in February of 1949 and first use 
in commerce in March of 1949.* The verification recited, “Benjamin D. 
Smith, being duly sworn, deposes and says that he is the Vice-Presi- 
dent of General Insecticide Co., Inc. and that he believes himself to be 
the owner of the trademark * * *.” The specimens submitted with 
the application were incomplete, being only that portion of the label 
showing the words and picture and omitting all other labeling informa- 
tion required by the Federal Economic Poisons Act and omitting the 
name and address of the manufacturer. It is apparent that the speci- 
mens were cut from the type of label theretofore filed with the U.S. 
Department of Agriculture which showed General Insecticide Co., 
Inc., as the manufacturer. In examining the application the Examiner 
of Trademarks raised no question concerning the inadequate specimens. 

June 8, 1950—General Insecticide Co., Inc., made its first inter- 
state shipment after it had registered in accordance with the Federal 
Economie Poisons Act. 

June 20, 1950—A special meeting of the Board of Directors of 
General Insecticide Co., Inc., was held in Sanford, North Carolina, 
where it was decided to separate the North Carolina branch from 
the parent New York corporation and to incorporate the said North 
Carolina branch under the laws of North Carolina, with the liabilities 
of said branch being assumed by and apportioned to it in exchange 
for the assets of said branch. The corporation was organized in Octo- 
ber of 1950. 

October 16, 1950—Benjamin D. Smith, Jr., was made President and 
Treasurer of the North Carolina corporation, and the minutes of the 
meeting show: 


“At this point the President [Benjamin D. Smith, Jr.,] brought 
to the attention of the meeting the question of a trademark for the 
products of the company. He stated that he had been using a loga- 
type [sic] depicting a large Black Panther in a crouched position 
on the outside of several of the companies [sic] products which 
was producing very satisfactory results. The idea he considered 
his personal property but stated that he was willing for the General 
Insecticide Company to use same to promote business of the company 
whereupon it was moved, seconded, and carried that this trademark 
be continued in use by the company under the supervision and con- 
trol of Benjamin D. Smith, Jr.; the President. He explained his 
willingness and did verbally assign to the company his rights to use 
the same in any manner in which he thought would promote the busi- 
ness of the company.” (Emphasis added.) 

October 18, 1950—Benjamin D. Smith, Jr., filed substitute applica- 
tion papers in the Patent Office in his own name, “doing business at 


4. Ser. No. 597,932 which matured into Reg. No. 546,051 on July 31, 1951. 
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Sanford, North Carolina,” with no mention made of General Insecti- 

cide Co., Inc. These papers were filed after the Examiner of Trade- 

marks had raised the question of ownership in view of the inconsistent 
statements in the previously filed papers. 

December, 1951—Benjamin D. Smith, Jr., learned of RED PANTHER 
Insecticides at the Southern Seedmen’s convention in Louisville where 
the BLACK PANTHER products were exhibited. Several persons in at- 
tendance came by the exhibit and, according to the testimony of Ben- 
jamin D. Smith, Jr., expressed wonderment as to whether BLACK 
PANTHER was “in any way connected with the RED PANTHER outfit in 
Mississippi.” 

March 13, 1952—Black Panther Company, Incorporated was or- 
ganized under the laws of the State of North Carolina, and on January 
13, 1955 an instrument (filed in the Office of the Secretary of State of 
North Carolina on February 16, 1955) was executed consolidating this 
corporation and General Insecticide Co., Inc., a North Carolina cor- 
poration, under the name of Black Panther Company, Inc. 

January 20, 1956—Two instruments were executed (recorded in 
the Patent Office on January 23, 1956) purporting to transfer the mark 
BLACK PANTHER and the registrations here involved to Black Panther 
Company, Ine. 

Sales and advertising of BLACK PANTHER products by General Insecti- 
eide Co., Ine., were first made in Virginia, North Carolina and South 
Carolina, and later in West Virginia, Kentucky, Tennessee, Georgia, Ala- 
bama, Indiana, Mississippi, Lllinois, and Arkansas. Use of the BLACK 
PANTHER mark has been extended to additional related products, and it 
appears that in recent years respondent’s companies have used the mark 
GREEN PANTHER on some of their items; and since 1956, the labels used by 
respondent have shown “Black Panther Company, Inc.,” as the source of 
the products sold under the mark. 

Respondent also obtained record title to a registration which matured 
from an application filed by Howerton Gowen Company, Inc., and the 
pertinent facts connected with this registration appear to be as follows: 


April 19, 1950—-Howerton Gowen Company, Inc., a North Carolina 
corporation, filed an application to register the mark BLACK PANTHER 
with a picture of a leaping, snarling black panther, for an insecticide 
dust,® asserting first use in January of 1949 and first use in commerce 
on February 27, 1950. There is no evidence of any sales under the 
mark by Howerton Gowen Company, Ince. 

April 21, 1950—Howerton Gowen Company, Ine. received notice 
from the U.S. Department of Agriculture of its registration of BLACK 
PANTHER dust. 

July 29, 1950—-Howerton Gowen Co., Inc. received notice from 
the North Carolina Department of Agriculture of registration of its 
BLACK PANTHER dust. 

January 30, 1951—Benjamin D. Smith, Jr., filed an opposition 
against the application of Howerton Gowen Company, Inc.® 


5. Ser. No. 597,038, which matured into Reg. No. 546,032 on July 31, 1951. 
6. Opposition No. 30,191. 
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March 30, 1951—An interference was instituted between the ap- 
plications filed by Howerton Gowen Company, Inc. and Benjamin D. 
Smith, Jr.’ 

May 1, 1951—Howerton Gowen Company, Inc. executed an instru- 
ment of transfer of its mark BLACK PANTHER and its pending applica- 
tion to Benjamin D. Smith, Jr., and the instrument was recorded 
in the Patent Office on May 11, 1951. 

June 8, 1951—The opposition was dismissed without prejudice, 
and the interference was dissolved. 


Since there is no evidence of sales under the mark by Howerton Gowen 
Company, Inc., for purposes of these proceedings, April 19, 1950, the filing 
date of the application, is the earliest date upon which respondent can 
rely in so far as Reg. No. 546,032 is concerned. 

In summary, petitioner received its first registration in compliance 
with the Federal Economie Poisons Act on March 20, 1950; it made its 
first use of the mark (intrastate) under the registered label on April 14, 
1950; and it made its first use of the mark in commerce (interstate) under 
such label on May 8, 1950. 


Howerton Gowen Company, Inc., the original respondent’s predecessor 
in title to one of the registrations involved, received its first registration 
in compliance with the Federal Economic Poisons Act on April 21, 1950; 
and the earliest date of use upon which reliance might be had is the ap- 
plication filing date of April 19, 1950, but this date is two days before 
registration under the Federal Act. (It is observed that since there is no 
evidence of use by respondent® of the labels which had been submitted to the 
U.S. Department of Agriculture by Howerton Gowen Company, Inc., he 
may not rely upon the registration with the U.S. Department of Agricul- 
ture by Howerton Gowen Company, Inc.). 


Benjamin D. Smith, Jr., the individual to whom the involved trade- 
mark registrations issued, has never, so far as the record shows, complied 
with the Federal Economic Poisons Act, although it is clear from the record 
that he was familiar with its provisions. General Insecticide Co., Inc., a 
New York corporation by whom he was employed, did, through its branch 
plant in Sanford, North Carolina, comply with the Act on May 8, 1950, 
which was some seven weeks after its first interstate shipment, some three 
weeks after petitioner’s first intrastate sale under its mark, and the same 
day on which petitioner made its first interstate sale under its mark. 


Since BLACK PANTHER insecticides and RED PANTHER insecticides and 
fungicides are likely to cause confusion and mistake of purchasers as they 
move through usual trade channels, the effect of noncompliance with the 
Federal Economic Poisons Act is crucial in determining in these proceed- 
ings the rights of the parties. 


7. Interference No. 4630. 
8. Hereafter, the word “respondent” refers to Benjamin D. Smith, Jr., to whom 
the registration issued. 
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The Federal Economic Poisons Act, (7 U.S.C. 135 et seq.) so far as 
we are concerned here, provides that it shall be unlawful for any person 
to distribute, sell, or offer for sale in any Territory or the District of Colum- 
bia, or to ship or deliver for shipment in interstate commerce any economic 
poison which has not been registered with the Secretary of Agriculture 
pursuant to the provisions of Section 135(b). It is conceded by the parties 
that their products are subject to registration under that Act. 

The question presented by this record seems to be one of first impres- 
sion, namely, does the user of a trademark on goods which could not be 
lawfully shipped in interstate commerce acquire registrable rights superior 
to those of a later user whose goods were lawfully shipped in interstate 
commerce? 

Stated another way, did General Insecticide Co., Inc., a New York 
corporation, acquire any recognizable rights, either at common law or under 
the Federal trademark statute, as a result of its unlawful shipments by its 
North Carolina branch plant of insecticide marked with the BLACK PANTHER 
mark, i.e., shipments intrastate in violation of the North Carolina Insecti- 
cide, Fungicide and Rodenticide Act of 1947, and shipments interstate 
in violation of the Federal Economie Poisons Act ?* 

Reduced to its simplest terms, the question is: May property rights be 
acquired as a result of unlawful acts? The obvious answer to the question 
in its simplified form is in the negative. No decision in a trademark case has 


been found which is directly in point ;*° but in other fields of the law which 


9. In disposing of this question raised by the petitioner, the Examiner of Interfer- 
ences held: “This contention cannot be considered, since it is in effect asking for 
an adjudication of a criminal charge by the Patent Office.” This holding was errone- 
ous because it overlooks the nature of the question involved. The question is not whether 
or not respondent is guilty of a misdemeanor under the Federal Economic Poisons Act, 
but it is whether or not any trademark rights were acquired as a result of unlawful 
shipments under the mark. 

10. In Levy § Co. v. Uri, 31 App. D.C. 441 (C.A.D.C., 1908), the Court held that 
because of misleading statements on labels containing the mark, the applicant could 
claim no property right in the mark sought to be registered. This case is analogous 
only to the extent that the present respondent’s use might fall within the unclean 
hands doctrine. It is not a precedent. 

In Coffin Redington Company v. Turner, 46 App. D.C. 449 (7 TMR 327) (C.A.D.C., 
1917), the Court held that, “one cannot maintain a bill in equity for the protection of 
a trademark unless the use of his own mark has been honest and free from false and 
fraudulent representations touching the article sold under the mark; and it is the duty 
of the Patent Office to refuse registration to one whose use of the mark has been of 
such a character that a court of equity would, upon the foregoing principle, deny 
him protection.” The case involved the truth of statements by applicant on her labels 
about which she refused to testify. Here again, the question was not one of acquisition 
of recognizable rights as a result of making shipments in violation of a Federal statute, 
and it is analogous only in so far as this respondent’s actions may fall within the 
unclean hands doctrine. It is not a precedent. 

In Locatelli, Inc. v. Lucatelli Packing Company, 97 USPQ 305, 307 (43 TMR 978) 
(Com’r, 1953), there is dictum to the effect that for purposes of claiming five years’ 
exclusive use of a mark, “such use would not be accepted as authorizing registration in 
view of the fact that for part of the period the use was in violation of Federal law, 
the record showing a conviction for the sale in interstate commerce of adulterated, 
misbranded and short-measure products.” The analogy to the present cases is closer 
than the cases above cited, but in the present cases the question is limited to shipment 
of goods under the mark in violation of a Federal law where no conviction, or even 
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might reasonably be analogous, i.e. real property and personal property, 
where claimed ownership was based on acquisition by unlawful means, 
the principle is so well-established that citation of authorities is un- 
necessary. 

Expressed in its most concise form, the conclusion reached herein is 
that use of a mark in connection with unlawful shipments in interstate com- 
merce is not use of a mark in commerce which the Patent Office may recog- 
nize. 

On the basis of this conclusion, it must be held that petitioner was the 
first to use its mark both intrastate and interstate on its products; and 
damage from the registrations sought to be canceled is therefore presumed. 
The petitions to cancel are granted. 

The other issues are in the nature of ex parte issues, since even though 
the facts might be sufficient to hold the registrations invalid and thus pre- 
clude the respondent’s relying on them for any purpose, they would not 
warrant the granting of relief to petitioner on the basis of an inference 
of damage to it unless it appeared, as it does here, that petitioner’s rights 
in its mark are superior to respondent’s rights in its mark. Since one 
of the issues formed the basis of the recommendation of the Examiner of 
Interferences to cancel the registrations, they both will be treated here 
even though the petitions to cancel have been granted on another ground. 

The second question to be answered is whether or not respondent, at 
the time of filing his application (Ser. No. 597,932) or at any time there- 
after, used or owned BLACK PANTHER as a trademark. The Examiner of 
Interferences answered the question in the negative. It is clear from 
the fact findings set forth above that prior to October of 1950, respondent 
was an employe and officer of General Insecticide Co., Inc., a New York 
corporation, in charge of its North Carolina branch plant, and under the 
employment contract he was charged with the manufacture and sale of 
the products of the New York corporation. The record indicates that such 
products as were sold under the mark BLACK PANTHER prior to October of 


prosecution, was had. Furthermore, the language is dictum, and it is therefore not 
a@ precedent. 

In Strey v. Devine’s, Inc., 103 USPQ 289, 291 (44 TMR 1422) (C.A. 7, 1954), a 
plaintiff was denied relief on the ground that the misrepresentations made in the use of 
his trademark and his misbranding in violation of the Federal Food, Drug and Cosmetic 
Act were sufficient reasons to deny relief. It is noteworthy that the basis of this holding 
was that although plaintiff’s product contained more than two ingredients, the label 
used did not list the same as required by Sec. 201(g) of 21 U.S.C.A. 321(g). The 
analogy of this case is far removed, but the Court held that, “The ‘high purpose’ of 
the Federal Food, Drug and Cosmetic Act is to protect consumers * * *. The protec- 
tion of the public under the Act involves the public interest in a high degree.” This 
language is equally applicable to the Federal Economic Poisons Act which is involved 
in the present cases. 

In Jackman vy. Calvert-Distillers Corporation of Massachusetts, 46 USPQ 287, 289 
(30 TMR 444) (Mass. Sup. Ct., 1940), the Court observed that “three or four sales of 
whiskey were made under the Calvert label, to lay a foundation for a claim of use. 
Those sales were illegal because made without a license.” (Prohibition was still in 
effect.) This was only one of many reasons for denial of relief to the plaintiff, and it 
is not possible to tell from the opinion just how much weight this finding (or conclusion) 
was given in disposing of the case. It is therefore not a precedent. 
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1950 bore the name of General Insecticide Co., Inc., Utica, N.Y. and San- 
ford, N.C. as the manufacturer, and they bore no other indication of source. 
In other words, the mark was used on the products manufactured and sold 
by the New York corporation. Respondent, as an officer of the corporation, 
may have “adopted” the mark, but he adopted it for use by the New York 
corporation ; it was in fact used by the New York corporation; and it could 
lawfully be used only by the New York corporation which registered its 
products and labels under the Federal and State Economic Poisons Acts. 
The application (Ser. No. 597,932) was filed by respondent on May 10, 
1950. It is clear beyond question, therefore, that respondent did not use 
or own the mark at the time he filed the application. 

Subsequent to the organization of General Insecticide Co., Inc., a 
North Carolina corporation of which respondent was President and Treas- 
urer, the record indicates that the mark BLACK PANTHER was used on prod- 
ucts manufactured and sold by that corporation. Respondent contends that 
the minutes of the October 16, 1950 meeting of the Board of Directors of 
the North Carolina corporation support his position that he owned the 
mark and that the North Carolina corporation recognized such ownership. 
The minutes show that respondent told the Board that “he” (that is, the 
branch plant of the New York corporation) had been using BLACK PANTHER 
as a trademark for some of the company’s products; that he considered 
the idea to be his personal property; and that he verbally assigned to the 
company (presumably, the North Carolina corporation) his “rights to use 
the [mark] in any manner in which he thought would promote the business 
of the company.” That there is no property in an “idea” for a trademark, 
and that property rights in a trademark grow out of its use and not its 
mere adoption are principles too well-established to require citation of 
authorities. The record is devoid of evidence which remotely suggests 
that respondent had any rights in the mark at the time he “did verbally 
assign to the company his rights” to use the mark. So far as the record 
shows, it appears that as of October 16, 1950, the New York corporation 
abandoned its use of the mark, and the North Carolina corporation com- 
menced use of it, and it continued to use it until that corporation was con- 
solidated with Black Panther Company, Incorporated, a North Carolina 
corporation, on January 13, 1956 under the name of Black Panther Com- 
pany, Inc. 

From the time of first lawful use to October of 1950, the mark was 
used and owned by the New York corporation and from October of 1950 
to the consolidation on January 13, 1956, it was used and owned by the 
North Carolina corporation. The instrument executed by respondent on 
January 20, 1956 purporting to assign the mark from him to Black Panther 
Company, Inc. is an invalid assignment because it could convey only such 
rights as the named assignor possessed, which were none. Whatever rights 
Black Panther Company, Inc. possesses, it possesses as a result of its con- 
solidation with General Insecticide Co., Inc., a North Carolina corporation, 
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which company apparently had used the mark to identify and distinguish 
its products since October of 1950, together with such use as it has itself 
made of the mark. 

Respondent’s contention that General Insecticide Co., Inc., a New York 
corporation, and General Insecticide Co., Inc., a North Carolina corpora- 
tion, were his “related companies” whose use inured to his benefit is with- 
out merit. Respondent was merely an employe and officer of the New York 
corporation. So far as the record shows, he was not, as an individual, 
engaged in any business, but the record shows that he certainly was not, 
as an individual, engaged in any business in connection with which the 
mark was used. The goods were neither made by him, as an individual, nor 
for him, as an individual, nor were they sold under the mark for his ac- 
count, as an individual. While he may, as an officer and employe of such 
corporation, have been individually responsible to the corporation for 
maintaining certain standards of product quality, such responsibility was 
to his employer and not to the public. The products manufactured and 
sold were, under the terms of the employment contract, the products of the 
corporation for which the corporation, and not respondent individually, 
was responsible to the purchasing public. Paraphrasing the language of 
the Commissioner in Ex parte Frederick Osann Company, 5 USPQ 222 
(20 TMR 341) (Com’r, 1930), in which registration of a mark used so as 
to indicate origin in another company was sought, the respondent, while 
appearing before the Patent Office as the owner of the mark, caused the 
mark to be used before the public and in the business of the corporation 
in such a manner as to state that the corporation was the owner of the 
mark. There, the Commissioner concluded, “The Office should not further 
deception of this kind.” The conclusion reached here is that respondent 
has never used and has never owned the trademark BLACK PANTHER; and 
since respondent has never used BLACK PANTHER as a trademark for any 
product, such rights as Howerton Gowen Company, Inc. may have assigned 
by the instrument dated May 1, 1951 naming respondent as assignee have 
long since been abandoned as a result of non-use by the assignee. Since 
petitioner’s rights in its mark are superior to those of Black Panther 
Company, Inc. and to those of Benjamin D. Smith, Jr. and to those of 
General Insecticide Co., Inc., damage to petitioner from the registrations 
is presumed. 

The third question to be answered is whether or not the registrations 
issued as a result of false and misleading statements under oath to the 
Patent Office.* The record shows that respondent filed his application 
(Ser. No. 597,932) to register the mark by stating under oath that he was 


11. In this connection, it is observed that petitioner, in its application (Ser. No. 
615,010) now pending, and involved in Cone. Use Proceeding No. 134, stated under 
oath that it first used its mark on March 1, 1950 which was prior to the time it could 
lawfully ship its product in interstate commerce, and which was prior to the first 
date of use proved in these proceedings. This matter should be dealt with by the 
Examiner of Interferences or the Examiner of Trademarks at the appropriate time. 
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doing business as the branch plant and office of General Insecticide Com- 
pany, Inc.; and he also stated under oath that “no other person, firm, 
corporation or association, to the best of his knowledge and belief, has the 
right to use such trademark in commerce * * * .” 

These two statements were untrue. Respondent was not doing business 
as General Insecticide Company, Inc., and he must have known it. He 
was merely an employe and officer of the corporation, and he must have 
known this to be the fact, having executed an employment agreement to 
this effect. Respondent must have known also that the products being 
manufactured and sold under the mark were the products of the corpora- 
tion and that the corporation was therefore using the mark. 

The specimens submitted with the application did not comply with 
the then effective rule (Rule 10.1) which provided that “the specimens of 
the trademark shall be specimens of the trademark as actually used on or 
in connection with the goods in commerce, and shall be duplicates of the 
actually used labels, tags, or containers * * *.” The specimens submitted 
not only were not “duplicates of the actually used labels” but they were 
only a portion of such labels with the name of “General Insecticide Co., 
Inc.,” as manufacturer removed therefrom. The statement made by re- 
spondent under oath to the effect that the specimens were “specimens show- 
ing the trademark as actually used” was also untrue, and respondent must 
have known that the name of the manufacturer which was, in fact and in 
law, the user of the mark had been concealed from the Patent Office by 
the action of cutting it from the labels. 

In response to the action of the Examiner of Trademarks making 
inquiry, in view of inconsistent statements in the application, as to the 
true ownership of the mark, respondent stated under oath in his substitute 
papers executed on the same day of the Board of Directors’ meeting on 
October 16, 1950, that he was doing business at Sanford, North Carolina, 
and was using the mark on insecticides. He must have known that he was 
not, as an individual, engaged in the manufacture or sale of insecticides 
and that he, as an individual, was not using the mark, but that the corpora- 
tion of which he was an officer was using it on insecticides. The statements 
of respondent under oath were untrue. 

The false statements made in papers filed in the Patent Office in con- 
nection with Ser. No. 597,932, which formed the basis of issuing Reg. No. 
546,051, were material statements, and had the true facts been disclosed, 
the registration would not have issued to respondent. The registration was, 
therefore, void ab initio. 

Had the true facts concerning use of the mark BLACK FANTHER, first by 
General Insecticide Co., Inc., a New York corporation, and later by General 
Insecticide Co., Inc., a North Carolina corporation, been disclosed in ap- 
plication Ser. No. 597,038 (Reg. No. 546,032 issued to respondent as assignee 
of Howerton Gowen Company, Inc.), the registration would not have 
issued to respondent. The registration is, therefore, void ab initio. 
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Registrations which are void ab initio should be canceled without regard 
to the rights of the parties to the cancellation proceedings; but where, as 
here, damage to petitioner is presumed, cancellation of the registrations will 
be ordered. 

Reg. Nos. 546,032 and 546,051 should, for the foregoing reasons, be 
canceled. 

The decision of the Examiner of Interferences granting the petitions 
to cancel is affirmed but for the reasons set forth herein. 


H P COFFEE COMPANY v. CONTINENTAL COFFEE 
COMPANY, INC. 


No. 4,808 — Commissioner of Patents — June 12, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 

Testimony of long-time employees who had not personally prepared proffered 
company records and who could not testify from their own knowledge regarding 
actual trademark use, was found insufficient to establish first and continuous use; 
such testimony being further weakened by the failure to call as witnesses certain 
managerial employees who should have been in a position to testify from personal 
knowledge. 

In an interference proceeding involving two applications for the mark COoNTI- 
NENTAL, one for coffee and the other for cocoa, the latter applicant having pre- 
viously registered the same mark for coffee and other food products, the first said 
applicant was found not to have made use of the mark at the time of its application 
—the proofs at best showing only one sale of fifty pounds during the period 1944 
through 1953 while the second applicant established its own very extensive sales 
of coffee during approximately the same time. 


Interference proceeding between H P Coffee Company, application 
Serial No. 567,144 filed October 18, 1948 and Continental Coffee Company, 
Inc., Registration No. 400,719, issued March 30, 1943 and application 
Serial No. 560,685 filed July 3, 1948. H P Coffee Company appeals from 
decision of Examiner of Interferences for Continental Coffee Company, 
Inc. Affirmed. 


Rey Eilers, of St. Louis, Missouri, and James Atkins, of Washington, D.C. 
for H P Coffee Company. 

Schneidner, Dressler & Goldsmith, of Chicago, Illinois, for Continental 
Coffee Company, Inc. 


LEEDs, Assistant Commissioner. 

On July 3, 1948, Continental Coffee Company, Inc. (hereafter called 
Continental) filed an application’ to register CONTINENTAL for cocoa, assert- 
ing use since March 1, 1915, and reciting ownership of Reg. No. 400,719 
showing CONTINENTAL, with a design, for coffee, tea, mustard, gelatin 
desserts, baking powder, mayonnaise and salad dressing,? and Reg. No. 


1. Ser. No. 560,685. 
2. Issued March 30, 1943 on an application filed June 23, 1941; published in 
accordance with Sec. 12(c) on April 6, 1948. 
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417,437 showing CONTINENTAL, with a design, for powdered coffee malted 
milk.® 

On October 18, 1948, H P Coffee Company (hereafter called H P) 
filed an application to register CONTINENTAL for coffee, asserting use since 
October 18, 1906. 

An interference was instituted, and the Examiner of Interferences 
held that although H P had proved use of CONTINENTAL on coffee, it failed 
to prove such continuity of use as would entitle it to registration. H P 
has appealed. 

Three witnesses were examined on behalf of H P. One was an employe, 
aged 68 when she testified, who entered employment with the Company, 
or its predecessor, in 1905 as a bill clerk, in which position she served until 
sometime in 1908 (probably the fall of that year) and who has, since 1908, 
served in the capacity of a correspondence clerk routing orders, answering 
inquiries, handling correspondence and soliciting orders. Another was an 
employe, aged 67 when he testified, who entered employment with H P in 
1910 as a bookkeeper, in which position he served until 1915; from 1915 
to 1924 he checked remittances and assisted the credit man; and from 1924 
to the time his testimony was given, he has counted tonnage on orders, 
assisted the president in keeping records and served as a “sort of trouble- 
shooter around the place” helping out where help is needed, and keeping 
a scrapbook of price lists and bulletins. The third witness was an employe 
who entered employment with the Company in 1914 as an order tracing 
clerk, in which position she served until sometime in 1916 (probably the 
fall of that year), and who has been since that time bill clerk and head 
of the billing section. Notice was given that the testimony of the person 
who has been president of the company since about 1924 would be taken, 
but counsel for H P decided against taking his testimony. 

The documentary evidence introduced by H P consists of pages from a 
1906 to 1916 scrapbook of circulars and price lists in which CONTINENTAL 
coffee is mentioned or listed; a considerable number of cards identified as 
records of sales of CONTINENTAL coffee to various customers; and a 50 pound 
burlap bag showing CONTINENTAL stenciled thereon and identified as being 
used in 1953. 

The clerk who has been employed by H P since 1905 testified that at 
the time she commenced work, the company was selling PILGRIM, MONARCH, 
CONTINENTAL and SYCAMORE coffee (at another point she testified that 
SYCAMORE coffee was not sold until a couple of years after 1905) ; that at a 
later date CHAMPION, LITTLE DRUMMER, CITY CLUB, GENIAL and PREMIUM 
coffee were added to the line; and that PREMrum and SHAMROCK coffees were 
put in the line about 1920, she believed, but in any event, not more than 
ten years before 1920. The witness testified that from 1905 to 1908 while 
she was the bill clerk she entered on cards such as are in evidence informa- 
tion from shipping orders; that CONTINENTAL coffee was featured and 





8. Issued October 30, 1945 on an application filed October 30, 1944. 
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advertised very prominently by H P; and a lot of CONTINENTAL coffee was 
sold. She testified that she did not know what records were kept by H P; 
that so far as she knew, the coffee bags were printed with the brands there- 
on, but she was not sure; that she had seen labeled cans of CONTINENTAL 
coffee but she could not remember what they looked like; she stated that 
CONTINENTAL was never used in the manner illustrated in the price lists 
which are in evidence; and she did not remember when the present presi- 
dent of the company entered the business. It does not appear that the 
witness has held or now holds a position which qualified her to give clear 
and convincing testimony concerning the business operations of H P. It is 
noteworthy that although the witness testified that she made the entries 
on the cards from 1905 to 1908 (probably the fall), and that there were 
only four brands being sold during that period and that other brands were 
added at a later date, the cards in evidence show entries during 1905-1908 
of PILGRIM, MONARCH, CONTINENTAL, SHAMROCK, SYCAMORE, LITTLE DRUM- 
MER and LOG CABIN. It is noteworthy also that of the entries made on those 
eards during the witness’ three year tenure as bill clerk, the total number 
of entries for CONTINENTAL was eight as compared to sixty-one for others. 
Furthermore, assuming that the witness’ recollection after more than forty 
years is correct concerning the meaning of the entries on the cards at the 
time she made them, and assuming that they were in fact entries of sales 
under certain trademarks made in the usual course of business, she is 


incompetent to testify about them after she ceased doing any work in con- 
nection with them. 


The witness who has been employed by H P since 1910, for five years 
as a bookkeeper, and the nine succeeding years as a remittance checker 
and assistant to the credit man, and since 1924 as a general helper to the 
president, has, since 1924, had custody of scrapbooks into which are pasted 
price lists and bulletins concerning H P’s products. The only documentary 
evidence from any scrapbook, however, is from one dated 1906-1916, about 
which the witness is not qualified to testify except that it was given to his 
custody in the form offered. He stated that the Company had sales records 
from about 1919, but he “was not asked to get them.” This witness also 
testified at length concerning the cards heretofore referred to, but since 
it does not appear that he has ever done any work in connection with the 
preparation of such cards, or that he is qualified to testify about the mean- 
ing of the entries on them, his testimony is hearsay. This witness testified 
that he had seen signs advertising CONTINENTAL coffee, but he was not 
able to find any such signs after a search; he identified a 50-pound burlap 
bag with the word CONTINENTAL stenciled thereon, and stated that it had 
been stenciled in 1953, but that since 1932, blank bags had been purchased 
and the brand had been similarly stenciled on them. He stated that prior 
to 1932 the bags had the brand printed thereon. The witness further 
testified that ledgers and other records of H P were given away during a 
“paper drive” during World War I in 1917 or 1918. 
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The third witness, who entered the employ of H P in 1914 as a clerk 
tracing unfilled orders, and later became a bill clerk and then head of the 
billing section with one or two assistants under her supervision, testified 
concerning methods of making shipments, but there is nothing which indi- 
cates that she knew how shipments were made except as she was informed 
by the shipping clerks. Such testimony is hearsay. She also testified con- 
cerning the cards, but she had not personally made any entries on the 
eards since 1921, and it does not appear that she knew whether or not the 
entries indicated actual shipment under the brand entered. The witness 
further testified that she had seen CONTINENTAL coffee in the shipping 
room, but it does not appear just when or in what form she saw it, and 
her testimony is in conflict with that of others in that she stated that 
brand names had always been stenciled on the bags since she had been 
there. Also, she testified that the records of H P had been given away in a 
paper drive during World War II. 

It seems strange that the persons who would be expected to know most 
about such business as may have been done in connection with the mark 
CONTINENTAL were not called as witnesses. For example, neither Mr. 
Petring, who has been president since about 1924; Violet Duncan, who has 
been in the packaging department for at least 25 years; Oscar Lohman, 
who had been shipping clerk since before World War I and presently is 
superintendent; Perry Sloan, who has done the stenciling on bags for 
eight or nine years; Frank Dietrich, who did stenciling for many years 
prior to that time; nor Mr. Tubesing, who was assistant shipping clerk 
from at least 1914 and presently is shipping clerk, was called to testify. 
Instead, H P was content to rest its case on hearsay and other incompetent 
evidence and on the best recollection of long-time office employes who 
obviously wished to be helpful to their employer, but who were not in a 
position to testify from their own knowledge about the business operations, 
and whose recollections, necessarily faulty after so many years, have 
resulted in inconsistencies, contradictions and indefiniteness in the oral 
testimony. 

There is no evidence of any orders for CONTINENTAL coffee at any time; 
there are no invoices evidencing shipment of CONTINENTAL coffee at any 
time; there are no orders evidencing purchase at any time of CONTINENTAL 
bags or labels (although one witness testified that bags have been purchased 
from Bemis Bag Co., which is located in the city where H P is located) ; 
there are no price lists showing CONTINENTAL coffee offered for sale after 
1916; and there is no satisfactory evidence of any advertising at any time 
of CONTINENTAL coffee. (Indeed, the price lists and circulars in evidence 
boast that H P has no salemen and does no advertising, thus permitting a 
lower price.) There was not even an attempted identification of the speci- 
men label submitted with the application. 

Moreover, even if the cards had been proved as records entered in the 
normal course of business showing actual sales under the mark, they would 
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indicate only that such sales were sporadic and inconsequential, showing 
only 196 sales totaling about 16,000 pounds of coffee in 47 years,* with 
only one sale of fifty pounds since 1943, and would serve to refute rather 
than support the oral testimony about continuous sales under the mark 
CONTINENTAL, advertising of CONTINENTAL coffee, the prominent featuring 
of CONTINENTAL coffee, and the popularity of the brand. 

The record for H P fails to show that it was using CONTINENTAL as a 
trademark for coffee at the time it filed its application to register or that it 
had made any trademark use of CONTINENTAL on coffee at any time prior 
thereto. H P has not discharged its burden of proving either rights 
superior to Continental’s in the word CONTINENTAL as a trademark, or any 
other rights recognizable by Federal registration. 


4, Year Entries 
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Meanwhile, Continental obtained its registration of CONTINENTAL and 
design in 1943; it gave actual notice of its claimed rights in a letter to 
H P in February of 1948; it has built its coffee business under the mark 
from some six million pounds in 1943 to more than eighteen million pounds 
in 1951; and it has extensively advertised its coffee under the mark since 
the end of World War II. The record shows a history of sales and adver- 
tising of CONTINENTAL coffee by Continental for a long period to 1943, but 
in view of the failure of H P prior to discharge its burden, it is unnecessary 
to analyze the record in detail. 

The decision of the Examiner of Interferences is affirmed. 


THE SEVEN-UP COMPANY v. DOMONY (JUMP 


CORPORATION, assignee, substituted) 
No. 35,701 — Commissioner of Patents — July 19, 1957 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Petition to review Examiner’s denial of motion to reopen, made during extended 
period for rebuttal, in order to present newly discovered direct evidence of con- 
fusion but since Examiner denied motion on basis of it being a question of law 


it is remanded and Examiner directed to exercise discretion in light of The Seven-Up 
Company Vv. Harry Silverman. 


Opposition proceeding by The Seven-Up Company v. Ben Domony 
(Jump Corporation, assignee, substituted). Opposer petitions from denial 
of Examiner of Interferences of motion to reopen. Petition remanded. 


William T. Woodson, Beverly W. Pattishall, Lewis 8S. Garner, Jeremiah D. 
McAuliffe, and William T. Hofstetter, of Chicago, Illinois, for The 
Seven-Up Company. 

Herbert A. Minturn, of Indianapolis, Indiana, for Jump Corporation. 


Leeps, Assistant Commissioner. 

A petition has been filed for review of the action of the Examiner of 
Interferences denying opposer’s motion to reopen. The circumstances are 
as follows: 

Opposer submitted its testimony-in-chief on January 22, 1957, and 
applicant submitted its testimony-in-chief on February 13, 1957. 

Opposer’s counsel having passed away in February of 1957, new counsel 
noted an appearance on March 11, 1957. 

On March 15, 1957, opposer’s new counsel moved to extend the rebuttal 
period set to close on March 21, 1957 on the ground that there had not been 
sufficient time to study the case; and the motion was granted extending 
the period to close on May 20, 1957. 

On May 20, 1957 opposer moved, through counsel, for a further exten- 
sion of fifteen days; and two days later, on May 22, opposer filed a petition 
to reopen the case for presentation of newly discovered direct evidence of 



















Vol. 47 T. M.R. SEVEN-UP CO. v. QUALTOP BEVERAGES 1153 


confusion of potential purchasers, or, in the alternative, to permit opposer 
to present such evidence during its rebuttal period. 

The Examiner of Interferences denied the motion on June 11, 1957; but 
his decision indicates that he considered the motion as one involving ques- 
tions of law rather than as one addressed to his discretion. 

Since the motion is one addressed to the sound discretion of the trier 
of fact, and since the trial period has not yet closed in this ease, the petition 
is remanded to the Examiner of Interferences to be treated as a request 
for reconsideration and exercise of discretion in the light of the decision 
in The Seven-Up Company v. Harry Silverman, Opposition No. 35,255, 
114 USPQ 173 (July 12, 1957). 


THE SEVEN-UP COMPANY v. QUALTOP 
BEVERAGES, INC. 


No. 34,654 Ms Commissioner of Patents — July 19, 1957 


REGISTRATION PROCEDURE—OPPOSITION—-PLEADING AND PRACTICE 
Petition to review Examiner’s denial of motion to reopen on grounds that 
motion is untimely when made after close of trial period and submission of briefs. 
Strong showing necessary to overcome untimeliness of motion lacking. 


Opposition proceeding by The Seven-Up Company v. Qualtop Bev- 
erages, Inc. Opposer petitions from denial of Examiner of Interferences 
of motion to reopen. Petition denied. 


William T. Woodson, Beverly W. Pattishall, Lewis 8. Garner, Jeremiah 
D. McAuliffe, and William T. Hofstetter, of Chicago, Illinois, for The 
Seven-Up Company. 

Charles R. Allen and Charles R. Allen, Jr., of Washington, D.C., for Qual- 
top Beverages, Inc. 


Leeps, Assistant Commissioner. 

A petition has been filed for review of the action of the Examiner of 
Interferences denying opposer’s motion to reopen. The circumstances are 
as follows: 

The trial period closed on September 5, 1956, opposer having submitted 
its testimony-in-chief and exhibits on December 27, 1955; applicant having 
submitted a Notice under Rule 282 on January 31, 1956; and opposer hav- 
ing submitted on September 27, 1956 a stipulation of facts in rebuttal 
of applicant’s Notice. Briefs were filed on December 5, 1956 by opposer 
and on January 18, 1957 by applicant. 

The hearing originally set for February 26, 1957 was, by stipulation, 
adjourned to April 30, 1957 due to illness of opposer’s counsel, and upon 
the death of opposer’s counsel, new counsel noted an appearance on March 
11, 1957; the hearing was, by stipulation, adjourned to May 7, 1957; and 
on May 1, 1957, counsel for opposer filed a motion to reopen. 
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The Examiner of Interferences denied the motion to reopen on May 29, 
1957 and reset the hearing date for July 10, 1957, following which a re- 
quest for reconsideration of the denial of the motion was filed on June 12, 
1957, said request having been denied by the Examiner of Interferences on 
June 18, 1957. 

On July 2, 1957, opposer filed a petition for review of the action of the 
Examiner of Interferences and moved to suspend proceedings pending 
action on the petition. 

On July 15, 1957, applicant filed its brief in opposition to the petition 
for review. 

Under the circumstances present here, a strong showing is required to 
overcome the untimeliness of the motion; and no such showing has been 
made. 

Opposer will have the opportunity to present such evidence as it may 
have by proceeding under 35 U.S.C. 146, irrespective of the outcome of the 
proceeding in the Patent Office, and in view of the fact that the case had 
been completely submitted at the time the motion was filed, it was not an 
abuse of discretion for the Examiner of Interferences to deny the motion 
to reopen. 

The petition is denied. 


THE WILLIAMSON-DICKIE MANUFACTURING COMPANY 
v. CARL-MORRIS MFG. INC. 


No. 33,358 — Commissioner of Patents — July 19, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Appeal from decision of Examiner sustaining opposition to application to 
register composite mark of horseshoe with words BLUE HORSESHOE BRAND for overalls 
and dungarees used since 1951 on basis of opposer’s registration of “HORSESHOE” 
COLLAR for men’s and boys’ outer garments obtained in 1937. Since opposer’s mark 
has different connotation, likelihood of confusion deemed unlikely. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Stipulated use by opposer on dungarees not considered where subsequent to 
applicant’s use and application date. Nor is stipulation that opposer was manu- 
facturer of overalls prior to date of application effective where opposer’s regis- 
tration was acquired by opposer several years subsequent to applicant’s application. 


Opposition proceeding by The Williamson-Dickie Manufacturing Com- 
pany v. Carl-Morris Mfg. Inc., application Serial No. 617,744 filed August 
16, 1951. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 


Church & Church, of Washington, D.C., for The Williamson-Dickie Manu- 
facturing Company. 
Arnold C. Rood, of Boston, Massachusetts, for Carl-Morris Mfg. Inc. 
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Feperico, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining an opposition to its application for registration. 

The mark sought to be registered by the application, which was filed 
August 16, 1951, is a composite mark consisting of the representation of a 
horseshoe, colored blue, within the arch of which appear the words BLUE 
HORSESHOE BRAND; the first two words are in large capitals and the last 
word in smaller letters. The mark is used on waistband overalls or dun- 
garees, and use since February 1, 1951, is claimed. It has been stipulated 
that the label, specimens of which were filed with the application, is the 
label used by applicant since the above-mentioned date in the sale of the 
goods specified. 

The opposer relies upon ownership of trademark registration No. 
349,826, issued in 1937. This registration discloses the words “HORSESHOE” 
COLLAR, with quotation marks around the word “horseshoe” and a rec- 
tangular outline around both words. The registration states that the mark 
is used for “men’s, boys’ and children’s outer garments, consisting of coats, 
vests, pants and trousers and overcoats.” It has been stipulated that the 
opposer has used the label attached to the notice of opposition as exhibit B 
since March 5, 1954 (which was the week before the opposition was filed) 
in the sale of dungarees. However, since this use is subsequent to the use by 
applicant of its mark on dungarees, and even subsequent to the filing date 
of the application, it cannot be considered. It has also been stipulated that 
opposer is an established manufacturer of men’s work clothes and has since 
prior to 1951 distributed work clothes, including waistband overalls or 
dungarees, on a nation-wide basis, but this fact seems irrelevant since the 
registered mark was not acquired by opposer until December 1953. Op- 
poser’s case rests solely on its registration and since this registration was 
cited by the examiner during the prosecution of the application involved, 
opposer is in effect merely seeking a review of the examiner’s action with- 
out any significant addition to the record. 

In opposer’s mark the word HORSESHOE modifies coLLAR and implies 
a reference to something about the collar of the garment. This, and the fact 
that the specimens submitted when obtaining the registration are garment 
labels of the type sewn inside the collar of suits or overcoats, suggest that 
the mark was not in fact used on pants or trousers as such but only on 
suits and overcoats. The question involved is whether applicant’s mark 
so resembles opposer’s that its use on dungarees would be likely to cause 
confusion or mistake or deceive purchasers as to the source or origin of 
the goods, in view of the assumed prior use of opposer’s mark on the 
goods specified in the registration, which appear to be suits and overcoats. 
Applicant’s mark differs from opposer’s and does not have the same conno- 
tation and, considering also the different goods, it does not appear as a 
matter apparent from the papers, without further evidence, that there would 
be likelihood of confusion. 
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Opposer has not sustained the burden of proof which rests on him. 
The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed. 


CARL ZEISS, INC. v. ERCONA CAMERA CORPORATION 
No. 6,795 — Commissioner of Patents — July 19, 1957 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Petition to review action of Examiner denying motion for judgment made by 
petitioner for cancellation on ground that respondent did not own mark at time 
of application to register. Petitioner, importer for many years of photographic 
goods bearing mark identical with respondent’s registration who also has exclusive 
distribution contract with foreign firm. Evidence shows no assignment from foreign 
firm to respondent but that respondent applied to register on behalf of foreign firm 
with agreement to assign upon request. Since respondent is not owner of mark, 
application and registration are void and should be canceled. Existence of regis- 
tration would interfere with business of petitioner in that respondent had recorded 
registration with Bureau of Customs under Section 526 of Tariff Act. Examiner’s 
decision reversed. 


Cancellation proceeding by Carl Zeiss, Inc. v. Ercona Camera Corpora- 
tion. Petitioner petitions from decision of Examiner of Interferences deny- 
ing motion for judgment. Reversed. 


Watson, Kelton & Taggart, of New York, N. Y., for Carl Zeiss, Inc. 
Howard A. Rosenberg, of New York, N.Y., for Ercona Camera Corporation. 


Leeps, Assistant Commissioner. 

A petition has been filed for review of the action of the Examiner of 
Interferences denying the motion for judgment filed by the petitioner for 
cancellation. 

The amended petition to cancel is based, among other things, on the 
averment that respondent does not, and did not at the time of filing its 
application, own the mark; and the registration is interfering with the 
normal conduct by petitioner of its business. 

The mark shown in the registration is a design of the type ordinarily 
used as a kind of border display for one or more word marks; and the 
record indicates that the registered mark is so used. 

In support of its motion for judgment, petitioner submitted the affi- 
davit of its president, attaching a number of exhibits; and in opposition 
to the motion, respondent submitted the affidavit of its vice-president, 
attaching two exhibits. 

The affidavit and exhibits on behalf of petitioner show that petitioner 
has been for many years, and is presently, an importer and seller in the 
United States of foreign-made optical and photographie goods which bear 
a design identical with the registered mark; the exhibits show that peti- 
tioner is and has been merely a distributor of such foreign made and 
marked goods; and petitioner has imported and sold in the United States 
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more than thirty million dollars’ worth of such goods bearing such design. 

The affidavits and exhibits on behalf of respondent show that respon- 
dent has an exclusive distribution contract with a foreign firm which uses 
the registered mark on its optical and photographie goods. 

Thus, it is seen that the parties to this proceeding are merely distribu- 
tors of foreign-made optical and photographic products which bear the 
design registered to respondent. 

There is neither averment nor evidence on behalf of either party that 
it has succeeded by assignment to any rights in the mark. Indeed, respon- 
dent’s vice-president has stated in his affidavit that his company’s foreign 
supplier “first used this mark in September 1902 and has never stopped 
using the same, both in Germany and in other parts of the world, including 
the United States”; “Except for short periods when this country was at 
war with Germany, the mark has been used in this country by [the foreign 
firm] and by this registrant in behalf of [the foreign firm]”; respondent 
“applied for registration of the mark in its own name, with the express 
knowledge and consent of [the foreign firm] on the express agreement 
that registrant would hold this trademark and the registration in trust for 
said [foreign firm] to be returned and assigned to them on request, or on 
termination of the distributorship, neither of which eventualities has oc- 
curred”; and, “It would, then, appear clear that [the foreign firm] was 
at all times the sole owner of the mark and of the registration thereof, and 
was the owner of the mark and registration’ on June 20, 1951 when the 
registration herein attached was applied for and on March 24, 1953 when 
the registration issued.” These statements constitute an admission that 
respondent did not at the time of its application, and does not now, own 
the mark. 

Petitioner has pleaded in its petition to cancel, and respondent has 
admitted in its answer, that respondent has recorded its registration with 
the Bureau of Customs under regulations of the Treasury Department.’ 
This recordation may, under the statutes and under the regulations, inter- 
fere with petitioner’s further importation of goods bearing the mark, with 
resultant damage to petitioner’s business. 

Since the statute provides that the owner of a mark may register it, 
and since the affidavit filed by respondent admits that respondent did not 
at the time it filed its application, and does not now, own the mark, the 
application and the registration issuing therefrom were and are void; and 
since it appears that such void registration is likely to interfere with the 
conduct by petitioner of its business, the registration should be canceled, 
even though it does not appear that petitioner has, or claims, any right of 
ownership of the mark shown in the registration. 


1. There is no explanation of the statement that the foreign firm was the owner 
of the registration on June 20, 1951, when the application to register was filed by 
respondent. 

2. Regulations promulgated pursuant to Section 42 of the Trademark Act of 1946 
and Section 526 of the Tariff Act of 1930. 
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The Examiner of Interferences seems to have relied on the decision 
of the Court in Z. Leitz, Inc. v. Watson, Com’r. of Patents, 113 USPQ 409 
(47 TMR 1008) (D.C., D.C., 1957), in denying petitioner’s motion. That 
decision, however, was based upon the finding of certain facts not present 
here, namely, (1) substantial sales under the mark of goods manufactured 
in the United States by the distributor-applicant; and (2) evidence of an 
assignment from the foreign manufacturer to the U.S. distributor, from 
which the Court concluded that the applicant owned the mark. The conclu- 
sions reached in that case on the basis of the facts found are inapplicable 
in the present case where those facts are absent. 

The Examiner of Interferences erred in denying petitioner’s motion 
for judgment. The decision is reversed; petitioner’s motion is granted ; and 
the registration will be canceled. 
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